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, Abstraet 
, " 

\ \,1 
" , , , 

: ' . 
T~i~ thesis de~ls with the ~e9al prot~ct~on of \comp~ter 

-
software~ in, the Fe,deral 

Sta'tes. It focusses upon 

and industri~l property 

secret, and copyrig~.t,.LaW? 

Ret)\,~bl,ie 'of ' Get~a,ny ahd the Uni ted 
,i " 

tradittonal forms . " of ln tell ec t ua 1 

protee t i on 
J, " 

namely, 'patent., tra'de 

~1' I[ , 

In the patent'area,e ,the issue is whethe,r softwar~ Involves 
< \ rI 

~ 1 -, ~ 

'mental processes, mathematica,l algori~hmsr 'or fundamental laws 
\ 1 \ \ , , , 

, " 

,cf nat;.'ute which 'ar'f:! 'flot pro~eè'table. 
\),' J 1 

, , , 

, ln thé doPy r 'i ~ht "~'rea, the '~u'eslt ion i 5 wheth: r the f orm of 
, '1 ~ 1 \ 

1 j , , , ' 

II -, , ' 1 J (, ~ ,1. b 

sottwa re '\,lsed . on the ",comput'er, l' 5 l. n any . sense a ," litera r-y , 
r1 \ _ , \ J , ~ :' , Q J 1 1 

work" 1 sinç:e it is "ooly intend'ed to control thé operation' of ,a 
, i 

, u 
" ,1 

machine.' " , ! 

, " 
, , . ' , 

Tra'de. secret ,law has' ~rad~ti?rially ,been 'used ,by" sot tware , .-
,\ J I, ' _ \ 
prqdueers : as -a 'primary me,thod of', enforc'ing and pr~serv~ng 

0' 
1 (J 1 

i ntell\ec t ua.l property ri ght-s. 
(JI .. , 

, ' 

,I! -) " J \ '\ l , ,l, 

Ai~~OU9h .~?,e ,c~~~en~market fO,r SOf,~~war~,,',)s l;pe> ,~t, ~s ~oJ1e',' 
't:'he less,"~,xpe~ted t,o gro\ol dramatically ln ,~he ne:xt qve or ,~eQ," ':, ", 

J , '1 ' 

year's. Since "softcWare' piracy has become r widespread, . the; 
, I! ' 1; 

protect ion! ',of 'software' oWflers is 
, \ 

ul t imately , 8' quest ,i on IO'.f 1 , , 

,st'ud'y'wi.ll ':point out',"t'he '" . ' , " 

internati'~nal, c00perption.':' Tpe 
, ~, . , ,\ 

1 • l ' f, 

possi,bilities for' prot~'ction' in both jl,Jris,dic,ti,ons~, ,and ',t~e 
, ' , 

v J fi \ " 

a9reein~~ts to, whieh; both 'are' parties. l , ,internat ional 
, 1 1 , , 

" 
, c , j , , 

l, 

1 \ l', 

1 , '", '! 
1 

, , 

1 
1 

\ 1 1 

1 

\ ' 
\ 

. , • \ l 
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Résumé , ' 1 
('; , .. 

" ' , 
" 

: La présènte thèse tràite la protect ion du 

informa t igue "sof t ware ". en République Fédérale 

aux Etats On l's. t'étude se referre aux formes 

traditionnelles de protection de la propr:-iété intellectuell 

et i ndust ri e'lle-: Droit de brevet s, 

d'auteur. 
ol 

Dans le dama ine des brevets, le problè~st de dé rminer si 
~~, 

le ~ materiel "software" (est composé de créations 

intellectuelleL,ou integre des algorithme_ mathématique ou 

encore pes lois de ia nature non susceptibles de protection. 

Dans' le domaine' du Droi t d' auteur 1 le problème est de savoi r , 

si "la forme de "software" qui est actuellement ut i~~~ i sée sur 

les, ordinateurs est, sous un . çertain laspect, un "materiau 
1 

litt~raire" puisqu'il est" seulement destiné a l'exploitation 

d'une machine. 

La loi sur secret commercial est utilisée 
.:> 

traditionnellement par les fabricants comme protection 

pre~ière"de leurs droit de propriété intellectuelle. 

Quoique le marché des materiaux "software" soit actue~lement 
, 

très large~ on prénait qu'il va croître énormément dans les 

pfochaines cinq ou dix années .. Le travail portera sur les 

possibi~ités de protection dans les deux Etats ~t les accords 

interna t ionaux auxquels ces pays sont-"'part i es prenant'f,ts. 
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Chapter 1: 

~ Introduction, 
, ' 

, , 

, " 

J~ 

This thesis exam~np.s the 1,,~gal pr,'otection a'vai"labre f6'~' 

'computer software in the'Pederal Republic of Germany and in 

the United States (1). Though computers were developed in the' 

mid-1940s, the need for legal protectïon' of computer ,program,s 

d'id not arise until the 19605., The initial impetus for th'ê, 
" , .' 1 

development of an independent sof~ware iodustry was provided 

i n 1 969 wh en' l n te r:,n a t ion a 1 Bus i ne s 5 Ma chi ne 5 (I. B . M.) i n the' 

United States stopped "bundling'n ~ts ha,rdware and software. A 

'.wdrldwide information explosion ciuses a dem~nd 10r new 

products' and servÏ'ces \ to help' man~ge vast' amounts of 
, , ' 

" 

information efficiently,and e f f ec t i v,e 1 y. ,The- da taprocessj ng. 

industry has !?t:'ovided a wlde variety,of comput ing machines 'and l ' 

computer software in response to thîs 'demand.' In' 1976, the, 
- l, 

personal computer. was developed, and witn the revolutî'on in 

,the semiconductor technology, making 'smaii and reIa~ively" 

i'nexpensive computers possible,' the market for - co~puter 
~ 

prograrns was expanded to inc1ude 'small-business and, individual 

users. 

During the past two decades, the foundation of the United 
-' 

States' , eco?omy has shifted from .primary a dependence-on , , 

\ fI,. 

Iabour-interisive manufacturing industr~es, ta de~endence ,on 

l 

" 

---~~~-~~-~--~~~------------
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, , 

the development of advanced techn61ogy. The growth rate' of 

the software industry has, greatly,,'exce~a~d ,t~at,',of the 

hardware industry and" due to decreasing hard~~re' costs, ,the 

future profits of computer techn~logy rnay weIl lie in 

software. ~erhaps becaus~. the softwar~ indus~ry has become a 

majo~ cbmmerci~l and technological coniributor to the success 
. , 

t,he Uo'i ted of American bus i ness,~ the creators of software . in 

,', s'ta t)=s. ha ve establ i shed an undisputed worldwide le~d. 

, Mil~ions of computers are used in the United States, and alL 

of these need programs in order to perform useful funet,ions. 

Although the current market for sof twàre is al teady very 
, 

large, it i5 expect,~d. to grow' dramatically, in the next five te 
) , . , , 

ten yearl? Softw,are, industry revenue for '1983 i5 es'timated at 
1 

, $,17 billion worldwid~i' in 1987 it ~hould reach $ 55 billion 

1 ( 2') • 

, ! 

Legal problems hav~ increased as changes in technology have 
1 . 

1 

, ~aused the mi~rQcomput~r ta bec orne part o~ th~ ma~s ma~ket. 

,..'s' Rober,t ,P. Merges has poi nted oU,t 1 legal rules change 'in 
" , 

respon~e to the effects of new' technologies,. not in respopse 
, -

to tech~ical developments,themselves (3). 
-

Because progra~~ 'in machine-r'eadable form are' as easy and. 

cheap, to copy as they are difficùlt and expensive to develop 
\ \ , 'f' ( , 

and ~efine, it is not surprising that' software piracy has 

become widespread. To comprehend the extent of the piracy 

prablem one has ~only to îmag ine that for the price of a blank 
. ' 

disk, which is approx întate~y four dollars; a computer ,operator 

2 
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1 _ ~ , J 

may.copy 
- .\ ' - ; 1 \ '1 

a .program reta i lin9 for 'hundreds of doll~H'~, on t,he 

open market ." 

The' amoun t 0 f pinicy , in this rapidlY"exp~rydi~g market 

1· 

. " 
l S 

• c , 

di~ficult 
, ' 

to eqt imat,e 
, ' , 
, j ~ ~ .. 1 l' -

wlth 'any "preC1Sl.On., Ho~ever/': ,sorne 
- _,3 

analysts ,have 'es~i~ated -that as much,as thirty percent' of 
, ~ 

potential s\oftwa~e indust~y reven'ues are l'llo'st t'o pi.racy {4). 
, , . 

~5, a result,' vendors of or·iginal 'softw~re pre' .motivated' to 

over-prf~e their products initially 
, ~ 

in order to factor the 
, ' 

likelihood of diminished ~evenue5;due 
( 1 \ J 

tQ ,pi racy. " Even trq. 5 

, . 
tactlc, ,however, may not fully 

. ~ \ 

compens~te the ,origlnating 

, , 

vendor, and in thi~,"writer's .opinion, may créate . a îu~th'er ' 
'\, ' 

-
incent'i ve foI." pîracy. 

,,0 

The software i,ndu'stry" aù,thor,~' users, and 90vernmen~ , have 

shown an increasing 'interest', in legal protection' '~f' programs,. 

Hundreds of ,software- inf r i ngemept cases ,are pend i n9 thro'ughout 
, ,<" 

the United States (5). And 'aIr three branches of the U.S. 
, 

Government have taken actïons which', demoristrate thei r 

interest. 
,) 

Fi'rst t the o.s. Supreme ,Court );\anded down t~Q sign~fjeant~ 

decisions construing specifie secfions of 
1 \ l ' " 

the' pa t E{n t la w (-6). 
. ' 

Second.: Congress enacted " ~ 'n'ew Copyr ight Act and Çlmended the 

\ 

,the federal and property ~aws to 

,imprpve 'the competitive~ess of Àm'erica'1 ''''i ndust ries', ,'i n 
l , 

'i nterna tional markets" .. 
, 

'1 ' c 

, , 

1 .' 

\ \ " . " 

3 , 
, ,\ y: l 

, ' 

, , 
\ 

,\ 

1 , \ , 



Software is, a 'valuable end-product of humal1' endeavour,' 

requi,ring substant ia1 technical and fi nanc ial resourcés. There 

j s: ',no doubt that i t should enjoy. the same degree . of legal , 
.protection as any other property: The question i~s what ,forro 

of protection it should have. This essay analyze? t'Wo 

different -approaches_ .' to the protect ion of computer software l . , 

by- compari-ng the protcection schemes, in the .United Sta~es 

(which has 'a st-atute specifically prov,iding protection unde'r 

,copyright), with those of Germany (whieh protects co~puter 

,software by application of existing law) (7), 

Traditionally there ar~ three'forms of intellectual property 

p7;otection in ,both these ,jurisdictidns: patent 1aw; c?pyright 
J 

law;, and, " trad$ secret law. The debate over the nature of 

_l,egal protection available or' approprrate ~o ~oftwa~e/J;entel.:s 
, . 

on the question, ~hat ts the nature of software? 
t 

In the patent arèa." the issue i5 'whether software states. 
1> ", 
~ental steps or incorporates mathematicai algorithms or other 

fundamental la~s of nature which traditionally pre not 

-patentable. It is interesting to nofe tha,t a patent was 
1 

granted.in Germany for a program that was denied protection in 

the United States (B). 

In the cOEyright area, the issue is whether the form ,of 

software which is actually used on ,the computer f ( "binary 

" form"), ois in any sense a "literary work" , since it 1S 

intended only to operate a machine. 
. 

Trade secret law, at least traditional1y,'has been 
,.' 

used by 

. \. , . 

1 

" 
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, " 

, 1 

'" 
,\ 

, 

sottware prÔ~ as the primary method of enforcing and 
, 

~~e~érving intellectual property rights. In this area the main 

problem with which software owners have had to deal has been a 

more practical onê: namely, how te keep the secret. 

since it 15 e5sential to undet'starid, programs in their en-tiret y 
", 

'in order to rea 1 i Ze the l~gal problems oL protee t i ng computex 

software,' thi s paper. commences 
1 l ' 

with an introductIon to 
1 

cbmputër 'termi no10gy (9). , . , 
A detail~d d~scription and analysis 

l ' 
IJ 

o~ the 1 ~rotecti~~,of computer software in the Unlted States 

àQd Germany 

internat ional 

follows. The thesis also canvasses eristing 

agr~ements in order to place in context the 

different software protection schemes oi each country. 
, 

Finally, a compa~ison' of the different forms of legal 

protection is undertaken, as weIl as an 'analysis of their 

advantages and disadvantages. 

" , 

\.. 

~ , J, 

, - , 

, l, 
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~ha(>tet 2: 

com~uter - Terminology: 
. , 

Computer Pçograms and How Ther work 

.. 
Familiarity'with the terms and phrases used in the computer 

, 
software industry is 'a prerequisite t9 a cqherent discussion 

of the protection of, computer software. This is especially 

important insofar as several relevant judicial decisi~ris, ~s 

shown below, have tut'ned on distinctions betwe.en the different 

types of computer programs. 

1. Hardware and Software 

The first generation of computers did not utilize what are now 

referrèd to ~s computer __ programs to - carry, ·out theïr 

computat.ional tasks. The 'machine could perform only the 
" 

particular functlon for which it had been wired. In other 

words, the first computers were aIl ha~9ware. The term 

hardware, as used ,today, includes the television monitor, 

storage -devices, and the microcircuit chip. 
_ 0 , 

Software, on the other hand, is the set of instructions used 

directly or indirectly in a computer ta bring about a ~ertain 

result (IO). Software manipula tes and instructs the various 

6 
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i 

,ha~dwa;é.'compone~t;5 to pex;fqr:m desired fuhctional ta~ks. 
, ~ -, -, 

, , 

" II. Computer, Programs· 

A computer program, of ten ca lIed' sot tware 1 i 5 a set 0 f ser ial 

instructions that directs the computer to perform certain 

tasks. It is typica11y written in severaI steps. 

Before, the programmer writes any code, he develops the program 

f10w logic, a 10gical sequence of steps which the program will 

perform to accomplish its functions. ,The programmer uses thîs 

flow logic as a guide for writing a code. lt can be read and 

understood by individuals, but not by computers (11). 

Often, the most innovative and valuable aspect of thi5 logic 

is contained in a set of sequential calculations or procedures 

which will re5ult in the desired output after the input ha~ 

been submitted. This logic i5 known as an algorithm. The 

essential part of most programs consists of a seriès of 

algorithms (12). The next step is t~ express the a1gorithms 

and other parts of the program irr a source code. 

1 
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ii"c."" 

III. Source Code and Object Code 

. , 

A source code is t~e most sophisticated type of software: it 

instructs the computer hardware to perform a variety of 

sp~çific functional tasks, such as w6Tci and da'ta processing. 

Source côde , generally refers to aoy mnemOflic system 

,represent i ng large number s of mach i ne i nst ruc t ions, such as 

the high level languages BASIC, PASCAL, COBOL and FORTRAN, 

which use com~ands resembling English words. and symbols (13). 

Source code i5 intelligible to human beings. 

Source code is then ,converted to object code through the use 

of a "compi 1er" program. After_w,aI?_§ J/ the program 1 s WI:" î tten in 

digital language conslsting df zeroes and ones. Each ,zero or 

one carries one piece of information which is called a bit; 

~ the bit merges in a series of bits, call~d bytes (14), The 

operation of the compiler i5 more than a human language 

translation; it ls not really comparable to a conventionel 

translation of a book, as from French into English. Ob~ect 

code has syntax rules tha~ requite a program in object code to 

contain many more statements than does the vprogram in source 

language. There ois no simple one-to-one relationship between 

the numbers of source code and object code. ,Sorne source code 

statements wholly disappear, while some object code 

statements may have no counterpart in the source code version 

(15). What the source "code and the object code have in common 

8 
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, 
",' 

is no't· the specifie literary 1 expression chosen by the , 
" 

programmer, but a general ',stru~ture and specifi'c!' strategies 

" tor bringing abo~t an intended r-esult.. 
, 

The machine-readable "bi na'ri- form" in which the' wri t'ten code 

(abject or source code) is prepared is, uniritelligible ta a 

human being; its actuel form is el~ctrical ( consisting of 

high and low 

polarities of 

ges } and magnetic 

( 16 ) • 

" ~onsisting of dlfferent 

IV. Aeelication Program and 0eerating program 

'" 

Application programs are the software programs w i th' loT hic h the 
-public has come ta be familier. They are normally wd·t ten- in 

.' 
high level prog'ramming languages and are designed 'té perform. 

specifie user-orientated tasks, like creating word-processing 
D 

capabllity. They accept input from the user J such as the 
• 
numbers ta be added ) and provide the user with an output 

( such as the sum of those numbers ) (17). 
1; J 

Operating programs, in cantrast, perform funètions internaI to 

the computer, such as directing the output ta the proper 
'-/ 

output terminal device, creaeing the video display, ànd 

storing programs on a casette, tape, o~ disk (18). 

9 
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, V. Read' Only Memory _(ROM) 

'A ROM 15 a silicon chip on 

- ) 

, ( 

l" ! 

whiéh a computer program in object , , 
Il H 

" code form is photochemicaJly'_i~~rifited as a pattérn'of binary , , 
, 

on/off switches (19), When activated in a given sequence these 
l ' 

switches serve ta give machine instructions to the,computer, 

to which the chip itself. is per~anently wired." This r-esults in 

the ,execution of the program. The stored l'nfdrmation' cannot 
, ' 

be changed by the user of the' computer and is theref,ere called, 

"read only ~emoryn. 

Me~ory chips on which' lisers can write are, known a-6 Ra'Odom 
t, 

Access Memory (RAM) chips and operate as a transient form of 

storage designed 'for' use during program 
.,) 

operation. A more 

rece'n't dèvelopment is the EP~OM# an erasable progrargmable 
-

memory that can' have its me~ary tantents erased and 
( 

-
reprogrammed (tO) • To be used in a computer 1 objec;t -cod~ must 

be stored in a memory device, 5uch 'aS a flappy disk or ,~ ROM. 
.u ,1 

" 

" 
c 
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êhapter 3! 
... \ • .1\ 

'ü 

Protection of Comp~t~r ~oftware in the United States' , 
, '\ ~ 

,( 

- 1 

\ 
l 

, l, 

Three forms of legal protection ar~ avaîlable for' tomput,er 

programs in generaI: trade secret law; 'copyright law; and, 
."1. ....... 

patent law. Each ferro of protection is attented' by èertain 
e 

advantages and disadvantages. 

" 1. T'fade Secret Law 

1 
{, 

1 t l' 

Since secrecy is, _important to software authors and vendbrs, 

one might think that trade 'secret law would offer: the be~t 

form of protection for computer programs. 1 t is indeéd the' 

favored form of' protection at the moment (21). 'J'rade secrèt ' 
, " 

protection i's available both domestically and internationall}; -

even thoug'h there-is no international convention speC'ifi~ally' 

dealing with trad~e secret-law (22). There i s no cl i spute that 
'. 1 \ 

1 , , , 
computef programs and software are protectible subj~ct matter 

under trade secre-t law (23). Trade secret' law 'can pr.otect ,th.e 

idea, the information',. -the inve,ntion'I, the design~ as wellJas ' " , 

the expression of the idea. Thus, trade'secrecymay extend its 

protection to the,'ent i re program. 

1 
" , 
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-~, A. Elements' ' , 

, 1 

/, , 
! ' ' , 1 

, , 

" \ 

1 " 
1 \ 

1 " 

, , , 

) 

, ' , ' 

l ' , 

content va ries / 'somewha t , from stat,e - to state~ This lack "of, 
, ' 

'uni formity 
: 1 

may"pr,ove par,t i cular}i who 

ma r ket t,~e i r computer programs on a nat i onal sca·ie (24) ~ 
, , 

Ne'vertheless, twenty-f ive states and aIl federa,l jurisd.ictions 
, " 

(25r' havè substantially àdopted the defin i t jon of' t rade 
, , 

'secrets: contained in section '757' of ~the" Restatement, of To'rts, 

c,omment b (lif39):' 
i., l( 

(a)'ny formula, pattern, 'd'evice or cornpil'ation "of information 
which is used in one' 5 business, 'and which gives him 'an 
opportuni ty to obtain an aèvantnge ove)," compet i tors who do not 
know or use i t • 'The' subjeç t, ,m'a't ter of "a 'trade ,'se'c ret must 
be .•. , .. secret 50 that-, except ,q~ th~ use ,ot: improper means: 

"there would be, difficulty in .'a,cquiring the information." ~n 
,'exac't', d'efinÎtion, of a t:rade' s'ecret 'is ,nct possible.. 'S'orne 

'factors to';, bé cons,idered in deterf!1inif1g whether g,iven 
information is one,' 5 trade secr~t are:,' .' ' 
(l) the : e~tent to 'w~ich the' ittformation is' known out$iide of' 
h'is bùsîness; , ",' , \ \ 
(2) the extént' tOI which it 1.5 knowtl' bl' employe~s ",,~nd' 9thers 
involv,e'd'in his busin~s~; ~ _. 
(3) the"e'xtent of' measlIres taken 'b}1'bim' to guard,the secr.ecy 

~o! the, infor,më:ition; , , \", , 
(4) the value or the' i"nformatio~v to ",him :"and to his 

" çornpet i tor 5 i , l, l ",1 'j ~ 
(5), ,the ,amount ,ot- e,ffort ',or' money' expended .by him in 
dev~loping, the information;' , 

,(6) the ease or difficulty wi,th which' the iilformàtion could bè 
prop~r ly acqu~ red or duplica bed by others. 1 " 

, Many courts h~vé' expressiy adoptep ,these f~ctors, sorne, ~'ourts 
1;;;: ' 

also have ,requi red' the purported trade secret ,to have' an \ . 
',1 { 

',; " 

element,of novel,ty (26)., /, , , " 

J" ' 

TheseC,criteria are examin'ed' in, greater detai.l below. It should 
" 1 

he 'noted that' whel"e,: c~mput,er"sof tw~te quali f i'~$ a's, a trade 
( 1 t,' 

' . . , 
, , 

, ' . , 
1 
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seçret,,' then protection - extends to the computer program 

,itself, to any documentation concerning the program, and even 
- " , , 

to formulae and algorithms that a,re· incÇ>rp~rated ioto the-

program. 

1. Secrecy 

---
The virtual monopoly that trade secret protect~on provide~ to 

the owner of quaI if ied $oftware must 'be guarded guite 

, ca'r'efully., Secrecy' i s by far the most important element of , , 

trqde secret status. -AlI protection 'is lost if the 

pro,prietal;'} ?oftware is accidentally or ,111eg'ally disclosed. 
, . . , 

j -Thl p is not to say that t;hè owner has to keep the secret 

absol\JtelYi he -'may' m~rket the s,oftware as long' as he takes 
, , . 

r~a~onable ~tepS to'maintain its corifidentiality (27). 

- 1 

Data General ,Core. 
, ; < 

Digiial Computer ContraIs, 1nc. v. 

,demonstrates that tra'de secret, protection, is not lost ~s' easy 

'_,a~ s5.>me _'people might suppose (28). Data General at one time 
1 

had distributed over eighty copies of ',a maintenance manual 

which contained trade secrets regarding the! construct ion: of , , 

its comput~~~.· These' manuals w~~e s~en or might -have been 

seen 1 ) by more than 6000 persons. Data' General was 

neverthel~ss able to en force its trade secrei,rights, despite 

the 6road poten~ial dissemin~tion, because it'~ad ~aken sieps 

13 
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to preserve it~ rights, such as placing proprietary legends on 

the documents, and requiring its employees and customers to 

agree to confidentiality restrictions. 

However, software must be kept relatively secret to' be 

protected. The software market ls a consumer market in ~hich 

a large volume of programs are sold through mail business ànd 
>' , 

retail stores. Maintaining a secret is there{ore espec~al1y 

difficult, and expensive. Consequently,',the software comp~ny 
;' " " 

, 
should firs~ inatitute procedures and take re~sonable steps to 

, , 
protect the secret at the site of creation and marketing- (29).: 

The most common form of contractu'al software protection 15 thé 

restrictive licence agreemen~, whlch restricts the ,licencee' s 
/ ' ' 

use' of the software and prohibits disblos'ure _'to thiI,"d ,parJies. 
l '! / 

Other standard procedures include nondisclosure, agreements 
, (1 1 \ 

" 1 1 ~ 

proprietary and confidentiality legends' on' aIl 
1 J 1 1 !J 

wi th employees, 
, ,\ 

materiels l embodying.the 
'. 

, . 
secrets, qnd 

) i / ! 
• / ... .., 1 

~estr~cte~:access to 
, 1 , , 1 

'locations containi'ng' the 1 mater'i,als, or computer.' 'systems 
, ' 

1 1 / 

containing the spftware (30). If. a tr,ade secret is illegally,," 

obtalned by in'dust~lal espioryage, oi is, dïsclosed" by' a present 

or foimer employee in breach of "a' co~fidéntiality ~gree~ent, 
;' , 

, ,r 'l, , ,t \ 

anyone is then fq~e to use t,~'e trade seèret (,31},.' 
" Il 

l' 

" 

1 

1 " 

, '1 

/,/ ( 

1 1 

, / 

1 

,1 

\ 
" 

\ -
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2. Novel ty 

,­, , 

Software which èontains novel elements ( for example, aliowing v 

.new applicatïons ta., ~~ processèd :by computers) . S.eems clearly 
\ \ ,1 J 

to fall within the standard definition ,of ~a trade 'secret (32)" 
\ \ ' f \" 1 1 -, ~ ,~ 

"Nov,elty"', 'in the Sense in whicfJ courts u?e -it,- does ncrt mean 

that the' in,'formatio~ must be new, or' represent a significant 
. ' 

advance over prior knowledge in t,he industry (33), AlI that i5 

r,equired is that the information or knowledge represent t in 

sorne ~6nsiderable degree, the independent efforts of Its 

,c lai ma nt- ( 34 ) .. 

'Trade secret nov,èlty is' merely intended to insure that the 
/ 

informatio~ is capabl~ of being kept ~~cret. ~lthough matters 

, lof general knowledge in the -. industry' are ·,not prqtected by 

trade secret. law (35)., pàrticular c'ombinations of generally 
i , \ 

, 
known c,oncepts ma'y be protected (36). Most, colt}puter, pr:,ograms 

fal1 under the particurar combin~tion'the'ory, because allthough 
1 / • 

simjlia~ programs may'use ~he same algorithms arid logi~, t~ey 
, 1 

CbjTlbin'e' , th~se algorithms and logic,.differently to 
v\ " 1 

prodtJce 

programs 0 f di f ferent s.p~ed 1 âccuracy 1 cost ~ , and comme.rc ia l 

f,easibl1ity. ,The ,'Combinat.ion which produces the' best spee,d,' 

accU,racy and' commercial feasibility ,'i5 conpidered to be 

- slJfficiently' butside the ge!1era1 knowl'edge ot' the industry tc5 

bel protect i ble , ( 37) • 
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B. Scape of Trade Secret Protection 

Once protection a'ttaches, it lasts for as long the secret is 

not discovered by legitimate means (38). The owner is-

protected against misappropriation of his secret through 

improper conduct. He is ~rotected aga~ns~: 
- ' 

(1) discovery of the secret by improper meansi 

(2) disclosure' or use of the secret 'which consti tutes a breach 

of an express or implied,duty of _confidence; 

(3) us~, of the secret by one who learned the secret from a 

'third p~r-so~. with notice that it was a secr'et and' that the 
, 

third person discovered it by improper ~eans, or that' the' 

third person's disclosure of it was a ,bre'ach of confi,dence; 
" ,1 

(4) use of the secr~t by one who learned,of the secret wi~h 
, . 

notice that it'Iwas a' secrét' and its dl~closure waS made to him 

bl' mistake;' and 

(5') use qf the secret by one who learned of the_'secret wi tho~t 

-not l'ce that i t was' a secret ano that di sclosure to him was a 

breach of confidence, or who learned of the, secret- through a 
.. ~ '\ \ . 
mistake without notice of the seèrecy an? mistake / ' after 'h~ 

reGei~es notice'of's~ch facts (39). , , 

Consequently,-any persbn who indep~ndently creates the same pr 
, . ' 

\ 

similiar software is free to use it,' since ,trade, secret law 
, 

only provideS legal protection against someone who i'llegt;l11y -
, ' 

obtains the -propr~'etary 'information'. 

, " 

16 
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Even wh.n the info~~ation is ~iscover~d 'by 'improper means ~~d 
, i, ',\ ' , '", "", " 

i s therefore no longer _ secr,et f rom all i compet i tor s, 'the 
, , '1 , 

or i9i nal holder'\ i,s en~J t led' '~9 dflma,ge~ and protec,t i on ' f rom ~~e 
, (1 ,,1 ,'.. ,.II l ' 

by 'the. improper discoverers for ,at least' ~s long 'as i t:, would 
J , /~ 

have taken a competitor to di's'cover the secret\ throûgh proper 

JJleans. 

, 
~ince trade secret protection'requires a limlted'and strictly 

controlled - ,use o,f the _ 'protée ~ed sof t~are t t rade sec ret y , 

protett~on i~ not in every 

'sufficient rnethoÇl, oLprotecting. 
1" , 

, \ 

_ 1':.. 

, l' 

',' 

, ' 

l , 

'17 ' 
1 

1 

case _ a very' eff,ective ,and 
. \' 
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II. Copyright Law 

A. History, 

, . 
l ' 

The Copyright'Act of 1909 was guite different from'the Act of ,\ 
, 

1976 c,urrently in force. The' 1909 ~ required publication ,in 

order _fpl' a work to receiye statutory protec~ ion; ,expressions' 

were a150 'required to he' ~irectly readable by a ,person to " 

qualify for - protection (40). The human-readable form 

r~quirement was eliminated by the 1976 Ac't.' -Whi le 
--.. the 1976 

Copyright Act, a~ originally ,enacted, did not specifically 

provide for ~opyright protection of computer software, its 

legi sla t ive hi story sugge;:;ts th'a t congress cons i dered com~uter 
. ", "",-

programs copyri9h~able as "li terary works" (41). ' 

In Tandy Corp. v. ,Personal Micro ComputerS,Inc. the Court 

examined th~ ~e9islative history and concluded that the 1976 
, , 

Copyright Act -' extended federal copyright protection to 

computer programs (42). The Court decided that a computer 

program clearly satisfies the statutory requirements of 
, 

'''authorship" and "fixation". 

In 1974, Congress set up the National Commission, on New 

Technological ·Uses of Copyright works (CONTU), whose mandate 

~as to consider software and technology problems in the 

context of the' copyright Act. The se~eral conclusions that 

\ 1 
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-resulted vere embodied in the 1978 CONTU Final Repori and 

were, finally, considered in the 1980 Amendment. 

It is undisputed that the 1976 Copyii~ht 'Act, as amended by 

the Computer Software Act of 1980, extends copyright 
1 lil r 

protec~ion to software (43).The Computer Software Ac~ of 1980 

added a definition of what constitutes a tomputer prograrn, and 

created a ~pecial exception for computer programs to the 

normal ~r~scriptions against copying, of copyrighted works. The 

1980 Amendment was made in accordance with the recommendations 

of CQNTU. The Amendments and the" most important sect ions 

,relat~ng ta {he 

follows: 

, , 
copyrightability of computer software are as 

Section 101 (Definitions): 
A "computer program" is a set of statement of instructIons ta 
be used directly or indlrectly ln a computer in order to bring 
about a certain result; 
A "copy" i5 define9 to inc1ude a material abject in which a 
work i5 fixed by any method ,now known or later devel,oped, and 
-f rom whi c h the wor k can be pe .ce i ved 1 reproc;luced, or 
otherwise communicated, either directly or with the aid of a 
mach,~ne or device. 

Section 102 (b): 
In no case does copyright pFotection for an original work of , 
authorship extend to any -taea, procedure, process, system, 
method of operation 1 concept 1 pd nc iple or discove'ry f 
regardJe5s of· the form in which i t lS described, explai~eq/,' 
illustrated or· embodied in such work. 

Sec t ion 11 7 : 
Notwithstanding the provisions df Section 106 it i5 ndt-an 
inf.r ingément for the owner of a copy of a-'computer program to 
make or authorize the making of anot~er C?py or adaption of 
that computer program provided: . 
1. That such a new copy or adaption is created as an essential 
step in the utilization of the. computer 'pro,gram in conjunction ,,' 
with a machine and that it i5 used in nO'other manner, or 

19 
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2. That such a new copy or adaption is for archival purposes 
ooly ànd that a11 archivaI ~opies açf; destrqyed 'in the event 

't'he cont iouEtd posi t ion of ,the program , should. cease to he, 
rightful. " 
Any exact copies prèpared in accordance with the provision of 
thlS Section may he Iftased, sold or,otherwlse translerred, 
a10ng with the copy from which such copies were prepared, only 
as part of ~ne lease, sale or transfer of all'right~ in the 
program. Adaptions so prepared may be transferred onlywith 
the authorization of the copyright bwner. 

The one change made ,by Congress to the CQNTU recommendat ions 

was the substitution of the term "owner" in s. 117 for 

n dghtful possessor".' Congre5s gave no of fic ial explanatioh 

for this change, but ft has been'reported that Congress was 

concerned that otherwise 5. 117 would not a110w licensing of 

soft\\'ar'e (44)., 

, " , : 

Althougll it is undisputed'that \ the Copyright Act 'extends 
" \ (, 

,co~yrlght protection for softwa'rein genera1, , there 15 sorne 
(1) 1 • 

QUéStlol1 whether thi 5 P1T"ot~~t i on' applies to afl forms of 

'software .(45). 

. , , 

, . 

, " 

'. 

, .' 

.' 
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B. Elements Neées~ary for Copyrightability 

- , , , ., 

\, , 

of authorship which 

comprise copyrightable subject matter,' a,~,e ori,ginally created 
\ \ 
" ~ 

by the aùt,hor, and are ,fixed in a tangIble medium of 

expression (46) . 

, 
'l~ Copyrightable S~bject Matter 

In ,orqer to be copyrightable subject 

"work of authorship". A computer 

, , , 

matte~;\~ work must be a 
\ \ 1 \ \ \ \ 

pro9~alTi: "1S _considered a 
\ 

- literary work of authorship te which cop~right,attaches (47). 

O~ly the expression of ideas in a' wor'k' conStitutes 

copyrightable subject matter. Copyright does not 
\ 

protect 

\ actual ideas, procedures, processes, systems-", me'thods o'f 

operation, concepts, principles, discoveries, or utilitarian 

as'pects of a work; it ooly protects the specifi~ manner in" 

which th~y are expressed. 
. , 

1 

;' 

, , 

" 
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2. OriginalitY 

A second requirement for copyright protection -i,s 'originali ~y. 

Ip order to satisfy this'criterion the author must create the 

wor~ indepen~ently( without copying fr9n1 another'work. :The, 

created work need not be different 'from previoUSl1 existing 

w.orks t /50' long, a s an i'ndependently crea t~d work 'expresses 

:ideas whicD can be e,:kpressed' in sever~l wa,Ys, the origina'li ty 

,r'equireme;t. fo'r copyright protection 'is satisfied. 

: ' 

: 1 

3.' Fixation 

, 

Finally, in order to be eli9ible 'for copyright protection, a 

work must bè Hxed ' in a tangible medium of exp'ression. The 
1 t.---- .- ~ ..... ~ ......... 

m~dium may he kT,lown at ~he time a wol\'~ is created or may be 

subsequently discovered, provided that it 15 one from which a 

'~ ,work ~an be' perceived, reprèduced, or otherwise communicated, 

, ' 
,! - ~. ;- _~ .. , 1 • 

either dfrectly,or with the aid of a rnachinë or device (48). 
" ' 

A WOI"k 
, 
19 "fixed" when its embodiment in a copy is 

sufficiently permanent or stable te permit it to be perceived, / 

reproduced, or ,otherwise communicated for a period of more 

than transitory duration (49). 

. , 

22 ' 
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4w Procedu~al Prereauisitès ta Copyright Protection 

A plaintiff attempting to prove copyright infringement must 
~ 

meet certain proc~al requirements before proceeding to the 

necessary substantlve elements. The pla i nt if f must have , 

registered the work in the Copyright Office, or at least have 

attempted to register it and have been refused (50). 

After the enactment of the 1976 ~t the regui remeot that a 

copy of the" full tex t of the source code must be deposlted 

with the Copyright Of f ice was dropped. At present; the nqrm 

under the regula t ions is that the first ànd la st twenty-five 

pages of the source code must be deposited with the Copyright 

Office (51). The Copyri~ht Office prefees the deposit of a 

computer program's source code, but will accept object code 

under the so-called "rule of doubt N
• The doubt stated is not 

,..... 
whether the program is within the subject matter of copyright, 

but 1:'ather tha,.t 1 since the Copyr ight Of f ice exami netS are not 

expert computer programmers, they have extreme difficulty 
\:i 

'determin ing whether the deposit ac tua 11y conta ins 

copyrightable authorship, if the computer program'is deposited 

in, a format other than source code (52). Where the applicant 

.is unable or unwilling to deposit a printout in' source format, ., 

the Office proceeds with registration under their."rule of 

doubt", upon receipt of a let ter from. the applicant assuming 

that the work as deposited contains copyrightable authorship. 
1 

1 

1 

J 
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The purpose of 'the!deposit is to allow the Copyright 'ofHce to 
o "( __ ._)1' 

recognize the computer program as a copyr i ght?ble wor)è--wri t ten ... 
. by' the applyi~9 au&hor 'and to make 'the 

, , deposit available for 
, 

publi~ inspection. .. 
~," 

'. ' 

Thé limited deposit of the source code has been criticizèd as 
... l 4 •• ~ .. i~ . ~ ~ ~., . , "10 ",' ~ 

not being . a mea'ningful' publ ic 'di sc losure'- of the copyrighted 
. " .. ~ . .... 

object code '( 53) * Si~ce the fuÜ', ~ext of' il' ~so'urce . code :may 
.. .; . ~ 

àmoun t to, severa:!: tl;ousand "pages, "the fi r st. and .last, pages are 
.. ... ..' ~. r .. ' 

very lik,ely to çe ,~.corri.ment~"~which _ are~nôt .actually Pa.<"~ .of 
.. . 

of the- ~ .. ' 
~ ... .. r 

Copyright Office makes'it very easy for som~onè to retain·~he _ 

secrecy 0(- his source code. This 
o t, 

is contrary to the general.. 
\ • • ~ r ...... 1.1 • 

pol iéy of cop~r,i ght law (54), which, i s tG' Inqke 
, '!"J" 1 

ava i làble to 

the public ·any published work which fias , 

'.' 

\lIoo 
, . 

#". 

- [) 

l' 

, \ 
, 1 

beeri deposited 

, • 1 

. , 
'\' ~'. 

Q \ . , 

( 55) • 

,~ , 
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C. Case Law 
, 9 
\' 

\ 
'. 

There has been' sorne confusion as to whe't~er machine ;language, 
, ' 

or 'object code, is a forrn of expression ,covered ' by the 
" , 

,Copyright Açt. 

1. Data Cash Syst,ems " 1 nc. v.' .15' & A Grou,E e -

The copyr ightabH i ty of object code was"" f i rst cons ide red in 

Da ta Cash Systems./, 1 ne. ' v. JS & A GrouE '( 56) • 

The District Court f.ound that 'the' 'object code form of a 
, , 

comput~r progrpffi stored in ,cl ROM ,was', n,ct a> "copy" in, t~e' 

purposes of .the 1,9.09 C2Pyright Act/' because object code cou'ld 
l , " 

, "c 

: not be 'seen and read by' humans, 'and becau~e it was simply a 

'. "mechan i cal '·'tool' or a mach i ne, ' part ~ (57)., The Court, sta ted 
, , 

tha~ even i~ the 1'976 Copy,right Act- ha'd appli:ed, copying a ROM 

would,no't 'be 'action~ble (SSr.'The ,ç~urt also posited':that the 
, ',i- ' 

CopYrlSjht 'Act of )9:76 'c;~érs~cq,mI?~ter! 'progt;'.a,m~ 'in flowchart, : 
fi'" ~ , ~ 

'sourc;e, - ând as.s'~rnbly "pha~e~~ but - not .ln .their object code 
1 1 1 \ ~ ~.. ,>~,_ 

, 1 1 ~ ) 

'phase~', 'Th.e Court , e_xplairi.~d- that the object. code, when stored 
\,. ,,--

in ,a 'ROl'i, -f.s' çL méc'hanl'cal -device whÎch' is outside- the 'scope of 
1" _ ~ , 

,:' copyricp,ht Ù.i~~ The' Court "'oi '-Appeal affirmèd, ,'the Distric,t 
\. ' ',; , 

- 'éourtf.s déci~ion without rUli'ng ·on tne question whether,-objèct 
Ç} , ~..' ' , ~ - - - ~ 

code in a . ,ROM was .c·OPyri9h~anle (th,è ROM' in 
, L'J , ' , 

" , 
, , 

, " 
" , 25 1 - -
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, , 

" , 

\ contain tl~,e rèquisite' s'tatuto~y :notic~): 

, , 1 

( 
, " 

- , ' 

v. ' Personal Micro Computers, Inc,.", , 2. Tandy Corp. 
, , 

, " 

GLven, the same' issue' and s imi far facts as the 

. \ 

Court 
, 1 

, in 

pa'ta cash, systems, 'lnc. v. " J5 &' A Gr.oup, the Distr,ict Cou,rt 
, .1 l ,i 

~, 'i~' Ta'ndy' corp. ,v.' Persdhal ,Mic'rp Computers;' 'Inc., 
, 1 

held-that 
, ' 

','copyright 'law does protect a, progra'm, 'fixed in the fO,rqt of' a 
" ' 

',ROM chip (59)." Applying the çopyright,Act of, 1976, ss~~ '101 
, 1 

and 102, the Court h'eld that a,computer program, is '", a' work of " 
Il tJ .. , 

,':~othÇ)rshiJ?,I:iUbject 'to copyri~ht'prot:cti~n, 'and that a -silicof\ 

chrp "is ,a, "tangible' tnedium, c;>f", expn~'s~iOn". Th,-,s, U a prÇ>gram 
_, .., \' ,'" '; r' C 

" 1 

, f ixed in ' 'such a form i S sobj èct td coPYr ight ,laws (60) • In - , 

the resul t, i t \rias held' tha t :' the ,pract i se ,'of unl'oadin~ 'a,nd-
\ '\ \ 

teloading a :pr'ogram ~rom ,a ROto( c'hip 'is 'an infringement', of a 
__ ' , \ \~... ~ r J' 1 1 \ 1 _ \ \ ' , 

c_opyright in a sour'ce pro~r~uri. The ,Court / poïnted ,out that' the " 
, 1 'I 

, , 

was not inten~ed to provide a loophole which 
, .. _-- .1 , 'd 

"would' allow a computer program'fîxed on a silicon chip to be' 1 

-L - " 

, , , , 

" 

_ f~ ,1 
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3. Williams EleEtroniesi [ne. v. Artic Intern~tiQhal, Lnc. 

, , , 

" ,/ 

The conclusion in ,Data Cash, supra, confli,ets with, the 's. 101 
, " 

definition of,a' "copy", and was,'spec-i'fically "reje~t~~ in 

W±lliàms Eleetr'Onics, Ine .. V,t 

" . 
Art i c' ,1 n ter' na t ion al,' 'l ne. (61) • 

'* r, \ \ 

, 
,-

tha t :1'10 - f u('thé r 

requi remen~ ex~ sts that' thf 'copy pe,r-form ' sorne e6mmuni-cative 
\ , , 

tole (62). \. 

The, defen'dant had ,a'r'g,ued thàt a :-distinction shquld,be dr'a:wn' 

be-t,ween the "source codé" version of a c6rnpute~, program ~nd 
, ' , 

the "object, cOcle" stage. l t \>las suggested tha t .t'he former 

'eoul'd be copyr ighted whereas :tl'\e la t fer could not be' pro1:ected 

~i,nce"a comp\lter'program stored inla ROM,would nOLsatisfy',the 
" , 

\ ' _ 1 

'statutory requi-rement ,of,fixa'tion. lt' wa$ ar,gued" that because 

a ~copy" must be in,tellig,ible to human beinqs and 'intended as 
\ ' 

a medium of communicat'ion to 'human 'beings,' 
, 1 

t hè "obj~ct code", 

'did not quali~.r' t'o~ copyright pro~ection. 

'''The'Thir"d C'i-r:.euif,Cburt, r,ejected the defEmdant's'oarçtuments by 
-' , ' -

Il _ ' • 

" jnte~preti~g the definition o~ a "co~y" expansively. 1he'Court 
, " ~ . ' 

ruled tliàt it' wa& ,not;' 10gica1 that an infdnge:me~t action 

,,',' would~PPly 'te,' '''çopy~'ng Ofth~ c6~puter 'pragra'm .text/ ~ut no:t 

c "to the dupl ica t i,on ~f a computer 'program fi x,ed on a Ji 1 icon ' 

the Court' refer red to tbe conclu~don 

rea.ched ih 1 Tand'y Corp. l ,supra, a.lbe It ~ i n' the co~tex t'of 
r,' 

, .. 

.' '. , 
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l' 1/ 1 

, computers rather than video games (63,). 'I 
'1 ' 

, , 

t 

, 
4. Apple Computer v., Franklin comEuter, " , 

, " 

The first appellate opinion to deai with the 6opyri~htability 

of software in a comprehen'sive manner wi;ls' 't-he décision, ïn 

Apple Computer ( roc. v. Frankl in Computer Corp. ('64,). 

1 n ',the ea'rly-l980s Franklin Computer,' a 'challenger to the 

relatively well-estâblished' Apple Computer Company, sold ,an 

"APf>1e-compatiblé" computer. The point, of ,'marketing such a 

pr9duct w.;ts to flilow buyers: of , the Fx;-ankli n Ac~ 100 l'node 1 ',to 

use ,software wri tten ,for, ,t,he ,- popuîâr Apple ,11 computer. ,To , , 

make this possible, Franklin~emplayees made,tapies of several 
l , '\ ' .... 

" ~ 

" 

, 
" 

" , , 

of Applets operating syst~m'programs--. Apple~~iled a sLiit in ' 
-

,Federal COurt al)~ging' in ,part ,tl1at Frankl'ifl 'i,nfringed its 

cop~rig~ts\ in these programs. 

r'rhe' D~strict Court denied', Appl-e' s, ,m'otlon ' ,~or a 

injunction., On, 'appea~ to the Court of Appeals 
l ' 1 -

',Çircuit; two major,issuès emerged~ , 
" 

,1 
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(a) Copyrightability of Object Code 

, Since computer programs are r6ut~nely transl~ted fro~ SOurCe 
, 

code 'into' object' code, cQPyr i ghtabi 1 i ty 'of sourée code' él10ne 

does not offer suJfiç:i'ent protection against unauthorized 

dûpl icat'i~n of ,p'rograms. Franklin's twd major arguments 

against copyrightability of object code were ,t~e fact' that 'it , 

i5 unintelli'gible te humans, , and that it,'has a utilita'rian 

purpose'. 

\ 

The 'source of .the inte,ll,igibility argument ,was the dec'ision in 

'White - Smith Music, Publishing Co. v. Apollo (65). The CO\~rt , , 

in 'ApPle Computer rejectèd this argument, howeve,r, on ,the 

" ba sis t ha t the legi'siative ,history of the 1976 Act 

demons~rated that the Act, "was intended to obI i tera te' 

distinctions engenaer'ed by White - ,Smith", (66). 

ln addition, i t , was' held that-' 'there was 'a logical 

,inconsistency b~tween the inteiligibil'ity argu~enr and s. 101 

,of the Cop'yri~ht Act' cf, 1976" af? amended in 19-80,_ The 

'de fin i t i on ,o,f compu~e,r program', in s. 101 refers to 

"instruc,tions ,'to' be üsed directly 'or indJrectly~ ,in' a, 
, , 

,computer. As 'Source code instru~tions , must be, translated i,nto, 

object ,code before the ,compute~ can act upon them, only' 
,/ 

inst ruct ions expressed in, 'obJect code can be' used '"<Ü rect ly" 

"by the c'omputèr Jq7) . , " 

29 
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, ' 
purpose of The def'endant's 'second argument, "the ut~Iltarian , , 

the obJëct 
~ • t', 

t<:>de, ~'à'$ - aiso re~ëctèd, by the court. The,· C~ur't 

,using ;the 'example of . " 
i nstl:uct 1, on 

machine ~ -,Sinc'e 
\ " , 

SUCh, a bookle,t Qoes 
, , 

something u'efu~ (~.e., expl~ins·bow to operate the ~a~hine) 
, \ , 

r ,~ , '" 

but receives' copyright pr,otêct,ion, none the l<ess, the Court 
, , 1 1 J ... ~, ~ 

cpnç1:udeâ that ut"i li ty ,was not a' ,bar, ta copyright protection 
~, , '," ~ ~ 1 

(68). ~~~~efore~li~ w~s bél~'that since object ~ode is just 
, 

another means of, exp~ession, i t could receive protection 
1 ~I ... ~ \ 

1 • 

notwithstandiryg its uti~ity .• , 
, ' 

, 

(b') Copyr îghtabi li ty o'f opèrating Systems 
, ;' 

\ , 

" . 
Apart 'f rom the' !copyr i,ghta&ili ty of object coder the Court 

. 'considered Franklin' s contention that 
, , «,' ~ " 1 -

cppyright law·could.not , . -, 

. protEtct .opera t i n,g.'· system, sof tware • 
, " 

, " 

The Franklin argument drew a'distinct\on' between ~pplication 

programs' and operating systems. Tt was 'c'onceded that the 

f?rmer were copyrightable,_ bl(~ i t was arglléd that the' lattee' 
, ( 

were ~ot (69). Franklin underlined 'thiS statem~nt by cit~ng 
.: 1 1 

Baker v. Sel'den (70). Selden 'was ·the author of a copyr i ghted 

book about a novel bookkeeping system. The bobk co~t~{ned'an 
, . 

explanat?ry text and' sorne sample ledger sheets. Baker's "book 

on the same oookkeeping
l 

sy~tem included very similar ~s.a~p'le 
" -

-
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" 1 

ledger' she~ts,_ but 'us~d somewhat differ~nt ~olu~n headings,and 

rear,ranged columns. 'Selden's heirs claimed infringement of the 
, , 

" 

copyright. The' united States held j that 

cOp'yrig~t infringement'had not occured. 

In inteq~ret'ing the "original 'work. of authorship" standard, 
, \, 

the Court' sig~ificantly limited the scope of cppyri~ht la~'~ 
, ' 

protéction (71). ,I t was held tha,t 
, 

copyright law di d n'ot 
, 

provide protectfon 
,p \ 

against the' appropriation of'.ao 'idea or 
~',) 

process utilized in an author's work, [ but rather piotected 
, 

o'nly the part,icular e:Kpression adopted by the a'uthor to çOIWey 
/ 1 1 ., 

thi s idea or proce9s; Thus, a 'book' containi ng"explana~ ions' and 
, 1 1 

examples 'of' an author'js inde,penden~ly developed ac;counting 

procedure wa s:", c'9Pyr ightalHe, - but 

preclude .ethers' 

explilna t i ons and 

p~ocedure 

t rom publ i sh fng 

examples which 

Essentially, 

the copyright did oot 

, s ubs tan t i a 1 l'y ,d i f fer e nt 
\ ' 

utilizèd the author's 

copyright prevents 

misappropriat ion" of 'an idea r s ~part icular expression,' ra't,her 

than the use 01 the idea itself. 

This qualification has become 1 signi ficant in operatinq sy~tem . , 

"-Înfringenment disputes. Franklin contended that Applets 

operating system,programs were not copyrightable under $. 102 

(b) of the 1976 copyright Act; which codified Baker v. 

Selden. Sect i on 102 (b) prohibits copyright protection for 

any "proc,ess, ,system or operation" __ Franklin argued 'that 

operating system programs are part of the "process, system, or 

,31 
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,\ 

l" 

method ~f ope~ation" of computer programs, and d~~ not as s~ch 

qualify''for, copyright protection. ' 

\' 

The court in Apple Computers refused ta adopt ,this expansive 

reading ,o~ s. 102 (b), ,but held instead.~h~t' Franklin could 

.. re-create, but net êOpy, Applè's operating 'system,programs. 

It ,was stated that although tne programs' method of 'operation 

was not protected', the , in?t ruet ions " useç3 as a ,p~rt ieula r 
" \ 

expression of this method could be protecteÇ! (73).' 
, t} 

Franklin's argument that Apple's, operating system programs, 

monopoiized the ideas' on ~hich they were based was dismissed 

:by the Court, ' which formulated ~~"iest of copyrightabili ty" 

for su~h situations. Simply stated, the ,test asks whether 
\ 

'ether programs can be written or'created that perform the same 
, ' 

function as the prcgraTr)'in, t;Iuest.ion,f74}. If 'other programs 
\ 

,are possible, then tQe program in g~estion 15' an expression of 
, 

an idea and therefore èopyrightable. Howeve~, if other 

programs are net possible, then copyright protection, is 

unavailable (75). 

. , 
, ' 
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'D. protection' for Algorithms 
1 

',1 1 

, " . , 

i' 1 

No j~dicial \,d~cis,i9n has yet addressed the question whethèr 

algorithms (the spec i fic steps a, computer 
, - 1 

per formi ng an aSs i gned taSk) are' proteé t ed- by , copy ri ght law. 
, 1 

, , 
The answer depends primarily on future 'interp-r,etations 'of 

1 1 

s. 102 (b) 'of the' Copyright Act 0
16>. ,'Algotithms ~re net 

leadily comparable to either the ~ or ~xpression stde .ot 
c 1 \ ~. , 

the copyright law di,stin'ction. - On one 'haftti..an algorit'hrn is" 
,f \, 

'- , 

more than a me r;e idea beca use i t i nvorves dev-e loped' thought; 

" on the ether hand, it differ-s from an~expressioh becaus'e it Ils 

a tecl}nique that can be ad6pted and used in other programs 

(77) • 

As shown above 1 it was ruled that ' where . an" idee can be 

expressed in only' one way, the ~xpression,of that Idea cannot 
'.' 

be protected, unless the idea and 'i ts , E7xpr'esslo!îl are 

separable. Thus, protection of the expressionis not possible 

where it would, in effect, monopolize the iqea. 

, , 
'Aithoug~ ,most algorithms are more comple~ than- the -,' simple' 

ex'p-re$sion usua~ly effected by the "expression/idèa uni t y" 

, ruIe, the rule extends to algorithms becaus~ the ides of the 

"c'a'lgorithm i5 indivisible from its expression (78). A!gorithms 

ma Y' --,a 1 50 be pr ec 1 uded from protection, as consti~utin9 

method's" 'processes, or procedures as these terms are used 'in 
s.102'(b). 
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Additionally, th~ legislative history, combined with the tone 

of the statute, reflects a fear o~ over-protection. Thus , the 

~ouse Reports states: 

"Sectlon 102 (b) is intended, among other things, to make 

clear that ' th~ expression adopted by the programmer" is the 

copyrightable element rn a computer program, and that the 

actual process..es or methods ernbodied in the program èlre pot 

within the scOpê of copyright law" (79). 

For these reasons r one cannbt expect that the courts will 

protect algorithms under the COPYiight Act when a case cornes 

'up for consideration. 

E. The Semiconductor Chip Protection Act of 1984 

In 1984 Congress , passed the Semiconductor ChiE Prot~ction Act 

in response to the demand of the sernicon,ductor industry for 

special1ega1 protection of innovation (SO). Specifically, 

the ~ provides in s~, 905 for a ten-year terrn of protection , , 

from unauthorized rep~o~uction, importation, or distribution 

of an original mask work, defined in s. 901: 

A "mask work" lS a series 
enclosed 

of related images" however f ix~d or 

(a) having or representing the predetermined, threedimensional 
patter,n of rnetallic" insulating, or semiconductor ,matedal 
present or removed from the layer~ of a ~emiconductor chip 
producti and 
(b) in which series the relation - of the images ,to one another , 
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i 5' ..thst each ,image has the pattern of th~ sUl7face' ,of one form 
of the semîconductqr ch~p produê~. 

'The right dat~s from,design' registration with"the Registé'r of 

Copyrights (81)' 9r trom ,tl;ie, date on which! 'the
4 

design i~ Ifi'cst 
, 

co~mercially exp~oited, which~ver occ~r~ first (82), 

'_ 1 

, ' 

Enforcement procédures 'and remedies are modelled on th05e of 

tradi t 10na l Copy r i ght' L'a~. The, chip monopoly, howe,ver, 15 

li.mited. Th~ Act prohibits protect ion ' for chip designs that 

c.onsist of stable f fami i iat 1 or common-place deslgns, or a 

mask work that is nQ\,t\ original (83), The 'hü allow's reverse 

engineering ,of the mask work for analysis solely for the 

purpose of teachi'ng, analyzing, or evaluating the concepts or 

tech~iques embodied in the mask works and further 1al19ws the 

t'esul ts of , , this analysis to be ' used in d~si9ning a new mask 
, , 

1 

work' (84). con~equently, the ~ permit's the use of concepts 

and techniques' from reverse 'engin'eered '. chips to,' , be 

'i~corporated into new designs, 
, 

but pr~hibits the exact 
, , 

replic,ation ,of 
'.-'/ 1 

the or~ginal ~hip. Additi6ha~ly, an innocent 
~i > 

- \ 

pttrc'haser of an infringing sem~conductor chîp product î~ not 
1 l , ~ 

liable ~ith respect to the i~portation ~r -distribution of the 

infringing semiconductor chip product that occur$ before he 
j 

haa notice of ~rotection; but is liable tor a reasonable 

royalty after having notièe of pro,tecticin ,with r'espect to,the 
, 

mask work embodied in the semiconduc tor chip product ( 85) .-
/ ~ ,( 

, ' 
j 

Since the ~ does not 
1 f 

extend tra't:H t i<;>nal copyr ight protection 

to chi~s, but pIpees 6hip prodyction under a new chapter of 
" 
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; t" . 
the CQPY7ight sta'tutè, ,the,,- Un·ite'c;l State~ ar.e relieved of any' 

" , 

oblÎgat,ion under t~e UCC {Un,iversal Copyr,ight 
l ,,' , 

Convent i on} to , , , , 

grant equiyalent pr6tect~on tO'ioteign' chi~5. ~e~~rthele~s, 
1 \ " __ ~;/ c <" ' 

p:rotectio~ for-foreigtr'drtps i,s grantè9,if the foreign nation 

ex tends protection to mask'works of ow~ers who are nati6nals , -

or domic~liàries of the U.S.~ ,upon substantia~ly the same 
, , 

basis as that on -whic:h the fo.reign' nation extends pr6tection , , 

to mask works of,- Us own nationals and 'domiciliaries (86). 

~part from th~t provisi?n( protection for a foreign mask work 

lS alw?ys avail~ble if the mask work lS first commercially 

.. exploited i,n the U.S .• 

. 
Whether or,_ not the Semicondtlct.or "Chip)')rotection Act of 1984 

·is a model for new intellectual property laws, covering . 
. ' 

technologieal lnnovations, it is",the first one in the ,world 

(87) • 

F. Conclusion 

To evaluate or criticizeothe latest develQpment of copyright 

protection for computer software in the O .. ,S.,' it i9 necessary 

to examine carefully the copyri9ht law. The subject matter 
" 

covered by, copyright law is described in s. 102 of the 

COPlright Act. Section 102 requires an original wOJ;'k 'of 

authorsh'ip , and lists seyen illustrative categories: of ",-

36 
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authorship including "literary wo-tks",.', 

"'Lit,erary works' ~~e ,works •• ~exp"ress~d 
, , 

in wOJ;"ds,' numbers,', 0):", 
, , 

other verbal or numerical symb6~s or indicia; 'regardless oi 
.0 ' , 

the natù're of the lI!~t'eria1 ,objec'ts •. tin which "theY· are 

embodied" (88 )'. The authoFship in so~tware 15 embodie~d in the' 

'origim~~ 
, , 1 1 

wri t ten compute'r . inst r uct i ons and cons i,st 5 o~ " the 

symbQlic manipulation of letters, numbers, and other 'symbol~; 

therefore, this authorship,fa11s within the definition . 

. 
An argument that has been asserted 8gainst copyright 

, .' 
,protection ~or' certain programs, such, as -operating programs, 

. " 
i's that they àre a process, ,sys'te-m, or metl)od of operation that 

~ " . , 
, , 

is 'barred from '. c'~pyright prqte.ct'lcn by So' 10~ (b) (89). This 

argument rel·ies on .the.pr~nciple, of Baker v. Se1den (90) 

,-'which is ccdified in ·s. 102 (b). ~his argument sho~s a 

misunder~tapâing of the purpose aod effect of the section. The 
_ j C ~: . , 

purp~$e of s. '102' tb) is 'to distingui;'h copy~ightability from 
v 

patentabi1ity, that means tpat copyright protection does not 

, ,extend· to the under'lyin<,3 idea of th~ work o('authorship (91). 

Conseguently, the fact that a ~omputer program rèpres~nts or .,-
embodies a method is irrelevant,' becàuse on1y the form of 

éxpressing the method (and not the rnethod itse-lf) 1'5- wi thin 
, 

'the scope,of copyright protection. 

} 

once'it has been initially established ~hat a comput~r pr~9ram 

is an original work ~f auth6rship, s. 102 requires thè watt ,to 

be fixed in a tangÎ'bl:ê' medium of expression, which i5 defïn'ed 
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,~I 1 \ 

tG .. :'" inc'lude 'any material 'dbject that permits the' work 'of 

authorship ta be perceived or' communicated with or withou~ the 

aid of a machine or device' for 
" , 

more [;than a, transi tory 

duration. 

There is a dispute whether object code embedded in a RGM 16 

copyrightable, ' because it i5 argued that a ROM' should' be 

considet'ed as a machine part ('92) • A ROM from the outside' 
" 

looks like any other chip in a computer, 50 that it is 
'r 

possible to argue that a ROM should be considered' p'<irt of ,the 

hard-wiring of the computer.t.i,This àpproach lead5 in the wroP>g 

direction. The definitiqn above shows clearly that the 
.. 

tangible medium of exptession does bot ~atter, so;long as the 
1 

authorship is at least reproducib,le: fro,m it with the aid of a 
.. ' 

machine or device. ROM i5 merely ~ m~mo~y device which me~ns 

tha,t the ,info:rmati'on in memory is repr?ducible with the ai,d~ ot 

a computer,"even if it consists of software (93). In none of 

, the \ cases do the technological steps make the' ~0Ms or' 

di skettes sa nhard~wiredn' that the s'Oftware i 5 not 

~eproducible from them, otherwlse the computer itself would be 
, 

unable to read its own software. " " . 

It is essential that the medium itself i9 not copyrig~tabl~; 
> " ! 

and that utilization of a ROM in a comput~r does, ,'not r~ndér 
1', l" 

the ROM' copyr ightable. 1 tahiays' ' depenÇls ' on the' message 
, , l, 

, ' 

whet~er the ROM is a util~tar~~n~ mechan ical part:, of,' the' 
" 

computer without ,an,Y , sot tw,P,re 

ihstruct ions, and then void of, any copyrightable' "authorsh:ipit.' 

, 1 
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l ' 

, charactedstics'. 
" 

AI) open" quest ion, which has to be answet'ed by, the ~ cour'ts 'ih', 

the future' remains' w~ere 
" 1 1 1 

, ' , 
to' draw:' the ~ 

. 
li ne 'between,' a 

.' copyr'ight~ble" ç;mputpr program and, a' pa tentab.le ut'il i tar iàn 
1 

device. 

If 
i ' 

Opponents of the ROM-embedded objeçt code copyrightabi lj t Y 
J 

also argue that the purpose of cOPYf i~htab1!e work' 5 creat ion ,-
1 

mUst be di r,ect communication 
,1 

wl/th humans ( 94) • ~eca use 
, 

ROM-embedded object code directly in~tructs 'and- manages ~he 

intern~1 hardware functions and 'faci l i tates source' code 

opera t ion t i t i 5 a s6er~ed ,tha t 
. ' 

ROM-embedded object'code' lacks 

't~e requis i te' co~mun ica t ive purpose. l t i 5 ma i n ta i!'led t hat ROM 
, . 

'is an unintelligible medium, and is created for the purp9se of 

communicati~g directIy with the hardware rather than with the 

user (95). Both' the language and the leg i slat ive hi 5 tory.' ('96) 

of the 1976 Act indicate that the 
• '.. J J , 

commun lca t l ve regu l remen t, 
c,.> 

shou1d not be interpreted to mandate direct communication with 1 

the user as a prerequisite to copyrightabil~ty. The statute 

itself al10ws object code programs ta be communicated dfrectly 

or indirectly with'the aid of a machine or device. J 

Thu,s, Ulfde'r American copyright of sot twa re 
, 

law aIl types 

(operating system or application), in aIl languages (high 

level or mach ine), in a Il codes (source or objec t ), and in aIl 

fo~ms (writte~, printed, in ROM) are 6opyrightable. Attempts 

" 
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from' i ts , , ,to ?'~ ~t ifrgui sQ, .. a copyr i_ght~ble SdU,rce ,c?~~, program 
~ ~..' \ 1 ~ , ' ,,,,,- L ~ l ' 

,r', -; objéè't ' .' c-ode 1 coulfterp~ rt 'c~ntr,adiç:,t the" pla i n )1lean ing and' 
:'" _~ .... ;.:.... \" r!",' , ,\ 

r - -le'gisl~tive 'hi s'tory of ,the, currenc, COPY,r'ight Ac:t; 'object' c-o~e' 

! 
1 • ( .: 

...,. , ) , , 
/ , 

- i,s-,copyr rg~ta~:ü! suhject. ll'1at ter: l ',1 , 

-~e~~rt_hel,~Js" the federai' j'udicia~y' sh,oulq de;v'e{op:,'~~'a~i~9fU; 
, ' '" t' .l' 1 

" j'" ~ .. ' l' ... 
9~'id~)ine5' tor Qi'stingl,lishi~g ',.b~t,ween, a c,opyrightablè'l 
r~ \ 1 

~OM-èm~ed'c;1ed objec{:cOde frOni l 'an ;~n~9PYr.i9ht~b'le R9M~r.~-side'~t 
, '1 l 't \ • 
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,'III. Interaction b~t)1èen COEyri'ght, and Trade Se,c're't, 

" Protection' 

, , 
" 

, , 

\ ' 

\ ' , , 

Another' appr~ach to', compu'ter ,so'ftware pro,tect ion i s ,.the 
, ~. . 

concbrr~nt use of trade 
) 

secret and; éopyright la,"": : 13ecause 
l ,\ 1 ; 

'copyright 'protects only 
, , , the specifie 109ic and -design, of the 

" , 

program~ the 1egal protection 'for~ most widely utilized by the 
, 1 1 ,.. • r j 

i 1 I~oftwgre inÇiustr,Y has been 'trade seé:r~t law,. Trade secret law 
) <, 

,/ protects t'he unique log,rc apd ~ohetence of th~, pl;"og~am as weIl 
If l ' .. 1 

'. 
routines and :as' the junderlying pr~grammihg ,techniques, 

/ 1 ~ 1 1 l , 

. ': '~190l'~thms,of the progri\ID, ,the input and oU,tput "formats of the'" 
1 1 r , .(:) 

, , , , , ". ' ~ /. 
/, 'program and the' ,ways' in ~hich the ,program i ri ter faces \ft i,t!) , ~ 

/ 
, , ' 

'.' jother,'parts of the comp~ter. " Protection undet't~is pr'ao'ch of 
'I! '. 

, 
1 

, , 

i s perpetu~l, be i og" ';te rmi nable on l y by, di scover''1 o( 
, , 

J~ t~~ secr~t 'by·others; \\Ihereas the durat'ion' of ' copyright is, 
/ . 

"statuto,rily limited to the authar"s li.fe plus'fifty, year,s 
" . 

The ,system"of intell~ctu'al property law in for,ce in the Unit'ed 
/ 

States see~s' to r~~t upon the ~ssumptlon that aIl intellectu~l 

proper'ty will fit, neatly within' a part,icular cate9~ry_ 'Thus., 
, 1 1 

, ' 

obtaioriing one 'type of p~otection willoften prec'Iude r~course 

td another type 'of protect i 01'1,_' For thi s reason 1 the 
, l' 

comp~tibilit~ of copyright ~a~ with trade secret protection 

must be examjned. 
, \ 

.' 

, . 
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i:1hen ' the Copyright Act, of 1976' 
" 

was'passed, th~re was sorne 
1 

question. as t9 wbether ~. 301 preempted trade secret. 
l '. , \ 

,pro~çctiQn to~ 'iiems wh~ch'we~e gr~Q~~d 
, ' 

copyr ight' 'protect ion 
- ) \, '\ , 1 

('98). Sect'ion 301 states that' copyright protèc~iôn' ~re-~mPts 
, , 

'aIl state law remedies' which a"re '!equival'e~t~ to the ex~lusive 
..,. ,. . - " -

r ights gi ven to a cOPY,right holder in)l cqpyr i ghtable s'ub'ject 

ma t ter. ,The' problem was whethër the ri 9;hts' protected by 
l , 

copyright were, equivalent t~ the rig~ts, ~rotected by '~rade 
" 

" 'sec ret • 

l'n Videotronics, Inc. vr' Bencf Electronic~:'the' Court held that 
, , 

tr~de secret protection was unavajlabl~ f6r computer ~6ftwa~e 

tha't' had b.eEm, ma'de r~a~i l y' ava'i lable ,to 'the ; publ ic (99). 'The" 
, 

Court' noted 
1 

that once the prope~ty 'interest in'" the sO,ftware~ " 
, , , 

was cove'réd" by the C<:>pyright Act of 1976, relief ,waS 'no'longer 

T~is"is not to say 

that ~~e Aét ',pre-empted,: 'sta te trbde' secret l~~.' Both the Hoûse' 

of Representat'ives ~epo~t and the Final 'Repor~ of-the'National'_ 
, 1 1 ~ 

Commission on,Ne~ Techno10gical Oses of Copyrighted Works 

cpncl,uded that;: section 301 does not pre';"empt trade ,secret -', 

protection (100). , ' 

l'n Techn ioon Medical Syss., 1 nc. ,v. Green Bay Packaging, ,1 ne. 
, , , 

thé Court recognized that copyright law seéks to prot~ct "~he' 

form of th~ wot,k" ~ __ whi le t(a"de, seOcr~t law seeks , to, protect 

"contents' or idea in a work lf (101). The Court stated"that f to 

a certain d~gree, the ~wo respective rights ln intellectual 

" 

'\ o 

" , 
" 

- j 



, / 

, ' 

" 

,- , 

property interact~ Thus, to the extent' that a work hps beeo 

copyriglited and publ i shed~,,- the chances of unprivileged' 

'disclosure may increase. But the mere faci that ~n expressio~ 
, ' 

is copyrighted does not, in and of' ~tself, disclose the' t,rade ", 

secrèt or eliminate ,l'ts mantel of confi-dentiality. Since trade 

sec re t and copyr i ght pro:tect di f f erent - thi ngs, t~ey are not ,: 
, 

,equivalent."Therefore, s." 301 does npt, pre:7empt trade ,secrelt, 

protection. 

, , , 

, \ { 

, ! 

li 
, 

does not pre-empt state tra~e 

secret -prot';ection, copyright - registratio!] c~n creaté p'toblems 

for the protection of software under trade secret law. 

Reg,i st rat i on i s a: prerequi site to br ing ,an i rif ri ngerflen t, 
, 1-

action,_ '~ut t:hi~;"may result, in disclosure of the trade secrét. 
, , 

, As 'pOinted out' _eat:l,ier!"a way to retain~secr'ecy in spite of 

depositîng, :the work' ~'l} the Copyright 'Office i5 e i ther 
1 

to 
~ • f .., ~ 

depostt the object 60de rath~r tb~n the source code (102), 6r 

to' 'ilPply f,(;>'(' 1 r'speèia:l relief". Thi~,means o'f' retaining secrecy 
" l' \' - 1 ", ~ ,If \ _ ,l'. , ' 

'results in the'sou'rce,' code 'bein'g ,i,nspected for evidence of 
, \ ' 

- authorshipf ,and then returned- èxcept" for a min imal i~n t i fy i-n9 
~ " , , ~',' -

, ' 

portion 0.03'),. 
, ' 

" \ H 

o , 

, , 

In ,çonnect,i ~n, -wi ~h t,he- apt:>I ica ~ i on for specia~, relief 1 anofher 

apprnach to retaining secrecy h'as ' been suggested. 1 t is based 
~ , , ' 

on ',s. 411 - ,(à) of the 1976 Act, which' a11ow's an '~pplièant' 

refu~ed ~egistra~ion àfter complying with aIl 
~ 1 \ \ __ l 

, ' 

formalities to 

institute an' -infringemÈmt action. Usua,lly, registration, i~ a 
1 .;' ~ , 

l, 

, / . ~ 
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, ' 
" 

, ' 

prerequ~site to il)stitute Slich an. action,' but the approach is 

~o apply -for registration with spec ial rel iet 'and, i (-special 
/ 

relief, is refused, gain' ret':lr_n o( all_ deposits, theréby 

allowing secrecy to be- r_etained. ,- When, an ,int"ringement action 

,-,i6 later i;nstitut_ed( orle can claim jurisdictü>n despite lack 

9f registrafion, on the basis of 's~ 411,(a). 

~ 1 1 1 r \ 

As the -study 
. \.. \' \. 

showed, the, maJor dlsadvantage ' of tr,ade secrecy , , 

as ',a pro_tective ,deyice, "arise'~ , in -, its, ,application' to' a-
f -, ~ 

mass-market product~ The sa,~twan~ 'owner may 'f~nd"that- he m~pt 
;, 1 !' 1 l' 1 

!,' , 

expend large -sums ',o~ , money ", a,nd ',~onduct- busin~ss in an 
r 1 J; , r 

encumbered mariner 'to' ma inta,i n ?,i s t rade: secret;. In contras~,-, 
• ; Ir } l " ,'- r} 

copyright law,'as' aj"pr~~r;~e~ar'yl_Qe~ic"e ~s l1f:üther, ~lCpe~sive n'or,' 
-~ l' l' 1 1 l , 'l' 

,di!t'iculL -to m~inta'i'n. r' Jh,'ere,for:e'; concurrent' use of '. trade' 
l ' 

! ~ , f 

secret and copyright, protectiqn i,s advisable }'lher-e possible.' 
J ' r 

Nevertheless, the util'ity of 'this cbmbined, appi"oach will most , , 

likely be limited to proprietary software which i5' licensed on 

a confidential~ba5is to a limited number of customers(104). 
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IV. Patent Protection 

A. Historical perspective and Statut6ry ReguiF~~~nts 

. , 
\ , 

The principle forums for the dèvelopment'of the law on 'the 

patentabili-ty of prog,ramming are: the", United States Patent ,ànd 

',Trademark Of~ic-e- (USPTO), the Court' .'of ~Customs 'and Patent 
- , 

Appeals (CCPA),' and the'United'States Supreme Court (IDS}. 
1. ".., ~ 

, , , 

.. 

Traditionally,' patent law , ha s 'been invoked 
, , 

to protect", 
" . 

techhological·~nventi~~~. qoder ·the , Patent Act" cq~~tor:~ of' 

inv'en t io~s 'ar~ , gi y~n ii sevehtee~ ~èa r" per i od of' ~xc l'us' ive use, , 

which pn),tects against· inde'penoen,t- creation, use, or sal~' c.,f 

~r 'process by all ot'hers in. ,the Uni t ed 5 t a ce s ' 

not'paity ,to'an express licensi~g pgreement with the patent, 
, _ 'l' \ t ~ 1 ~ , 

'hold~'r' (106)'~ , . 

. 
Sections 101-3 

. ' 
, 

'of the p'atent AC;.t outli.ne 

, 
1./ " 

three r~qùiremèn~s 

which must b~ met ~y any invention in order to obtain patent 

pr?tection. The invention must fit, into one- of the statutory 

subject' matt,er classifications, ~l07}, it must 'be nove~-, (lOS), 
, -

,"\ and, i-t must be non-obvious to çne skilled in, the art (l09). ' 
, . 

. Whi'le' a mathelI)atical ,or functJona_l princ,il?~e inc~rporated in a 

p~og~am may,satisfl fh~~e'requirements, courts have held thai . , ~ 

. the' sQf tware· i tse,1f ~i s . patelltaiüe ooly if. the manner .in which 
, , 

\ ~ ... 

l> , 
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the principle i5 utilized is also'néw and useful fllO)., A~ 

a{)plied by most federal courts, this ~riterion has operated to' 

disqualify most claims for software patentability (111). 

'One eould 'argue ,that patent law protects 
, 

only those programs 

which are integral parts of inventions of ma~t~r-tr~nsformiog 

processes, and excludes from protection the' logic number of 

programs which simply calculate~ , keep reqnds, or otherwise 

manage information 
• 'J 

(112). To evaluate whether patent' 

protee,tion deals with aIl aspec'ts of mass-products ,like 
, ,> 

, computer sof t ware regui res a c 105er look a t the sta t utor.y 

regui remen ts. , 

, ' 

, ' 1. Paten table Subjec t Matter 

Section 101 of the Patent ~ct describes th~ stibject matter 
\, " 

protected by the Act: -
,Whoever invents 'or d~scovers any new and useful process, 

, màchine, 'manufacture, or composition of,matter, or any new and 
'us~ful improvement thereof, may obtain a patent therefore, 
s~bject t9 t~e conditio~s and requirements of this title. 

Attempts toJpate~t software:usually try to'char~cterize it as 

a' process or as ,a part' of a new machine (113). AlI of the 

-categories of 
, 1 1) 

, 
statutory subject ~atter have bee~ interprete~' 

to ~xclude sc.ientific principles, laws of nature, mathemàtical 

46 , \ 
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formulas, 'and,methods of calculation (114). Most of, the 

attempts, to patent compute'r-related invent ions have centered 
, , 

around the" ,presence and effect of a mathematical algorit.:hm 

irnplemented by, a co~puter throug~ a co~puter program. 

, 
(a) Gottschalk v. Benson 

In a 1972 case, Gottschalk v. Benson~ the U.S. Supreme Court 

!Jeld that a patent 'claim' relatinq , to a simple mathematical 

for~ula without,suhstantial practical application, except i~ a 

connection wi th digi tai computers, was not patentable suoject 

matt~r (1~5). The claim in question related tq a method for 

converting one type of internal ~epresentation of numbers to 

anothe~. The theoteth;:al, background for" this decision was the 

reference to'the "mental processes doctrine", ~tilized by the 

USPTO, and first considered by the CCPA,in In re Prater (116). 

The "mental processes doctrine" 1 c10se1y 'related to, the 
, 1 1 

principle that processes of nature are not patentable, 

specifies that patent cla'ims :which' ,re1y' on mathemat'ical 
, 0 

formuIae and expressions, 
'Q 

\ [ 1 t 

patent are' unpatentable. , ' 

whic'h ,a~e inhetently not, subject, to 

Computer ~rograms 'which derive ,their. 

utîlity from mathematicàl algorithms ,ln 9~nera1r and ",hich are' 

not con f ined or l irni ted to a part icular appara,t us' or end use, 

are particularly uijli kely to be granted patent prote'ct ion. 
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Prior to Senson v~ Gottschalk, the CCPA had upheld. the 

patentab~rity of computer programs. !he following statement 

a'ppears in the prate'r opinion, ,for 'example: "No reaso~ 'is no:w 
- 1 

apparent to us why,; based on the C<VIn~t i tut ion 1 s~atute or case 
\ , 

law', apparat'us - an~ process claims ' broad enougl) to encompass 

t he 'opera t i on of a programmed genera I-purpose digi,tal comput~r 

are necess~rily u~patentable" ,(117). 

: In a' late'r case, In re Mùs9~ave, the CCPA again founÇl that 

"programs ~ère patentable subject'matter (118). It was held:in 

the MUS9rave' decision ,that-method ,or -procesS claims' which 
l' ' 

could be 'performed ' on a progr,atnmabl'e computer f ,or -whièh were 

, . ~ otherwise ln 'the ",technologic~l ,'arts ll because they were not 

, ., 

"purely ~entaln~ were patentable sûbj~ct'ma~ter. 

The Supreme' COUl7t deèision, ln 'G?ttschalk V"Be,nson ,appears tcr 

be , a ~tron9' repudiation oif ,t~e 
l ' , 

.CCPA· s '"teèhriblogiè'al arts 
, ' l 'r 

tes't lf
" Howeve'~i it is noteworthy, that in Gottschalk the court 

e,xPF'es,sly restricted i ts .J:lold~n9 to t:he "part ieular facts of 

th~ case, and ,~oided statipg ~ general rule. 
1 

, 1 

1 • 
1 -

" ' 

- -
1 

" , 

., " 

l , 

'1... d 
1 
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(b), Parker v. Flook 

... , - > 

In' P,arker v. Flook, the' Supreme Cour t addressed the i S$ue 'of 

\pate~tabinty of a me~hod-for updating alarm limits (119)'. An' 
" 

'alÇirm limit Wi;lS diselosed in the, patent application as a 

parameter in a eatalytic 

Supreme Court held 

, 
hydroca~bon conversion process. The 

6:3 Flook's ,ptocess was 

unpaten table un~er - :s. l Q,l: not because it contained a 
, 1 

mathematical algQr'ithm ~s one componen't., but- because' "onc.e 
-

that algorithm lS assumed to-be within the prior art, the 

applica t ion patentable 
, 
a 

invention",. Furthermere, the Suprem~ Court' re'terred to the 

CCPA by 'sta~ing "th~t "if a ,'cliHm i's.direct'ed_ éssentially to_ a 
- , ~ '1 _ _ 

. ' 

'met~od .of calculating,'. -using a mathematical -h)rmula, even, if 
~ 1 _ 

the solution lS for a ,specifie"' purpose! the claif!Ted method 'is 

:nonstatutory~ (120). The Court re~ected'Fl~ok's argument that 

the presence of a special rp~st-solutien' activity --the 

adjustment of- an alarm limit ta ,the figùre'computed accor~ing 

to the formula-- disdnguishes the, case from _ Sensen, making 

the pracess patentable. 

The Supreme Courtls test in Flook "that (the) algorithm is 

assumed te be within the prier art" provided a basis 'for ,the 

ÙSPTO to Hod most f~rms of programmi ng unpatenta~ler' subject 

matter, and was soundly criticiied with considerations of-

statutory subject matter (121). 
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(c) Diamond v. Diehr ", 

ln D.iamond v. Diehr, Diehr appl ied for a paten t on a procE7ss 

for molding t:'ubber' which ensured tha t the rubber w,ou1d always 

" be 'per~e,ctl,y cured (122). A computer,' 'opera ted by a program, 
, 

took çonstant measurements of the temperature of the mold, and 

applied a known 'formula which constantly recalculated - the 

remaining cure time based on changes in temperature during the 

êl~ps~d "cure time. When the computer ca1culated that the , ' ~ 

remainin9 cure time was zero, it automatically opened the 

mold-:-'~ 

Diehr did not ,attempt , to claim patent protectîon for the 
, , 

\ 

Formula itself, but claimed ooly the improved process for 
, 

curing rub~er ',(123). In an attempt to clarif'y 
, 1 

the elements 
, , 

,de1ineating patentable . " 

\ 

and ünpatentab1e \ subject matter, 
\ 

the 

u:s. Supr~me Court stated that the dlaim in question must, 

in i t ia11y -oe" ex'aini ned, \ to ascerta i n whether' i,t conta ined a 
" " , 

'mathem-at ica1 formula. 'Then i t must be determined whethe-r the " 
, \ 

clàim sQught patent protection for that formula in the 

abstract {because ptotection is not ava i lable for a 

mathematica'l, formlqa ;, scientïfic prin~ip-le, or law of 
, ,~~---- .. ----.. ........... --.....- '{ 

" 
nature),. 'l'he Court' explained thélt ,unpatentable subject matter 

,c, 

cannet be converted'to patentable subject rnatter'merely by 

1,imiting the 'use 'Of ~he'~ fO,rmula to a particular technological 

envi ronrnent" or by 'ad"ding, insign i;.f icant post -solut ion act i vi ty • , , 

l' 

1 

, \. 
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Since i t 

processl' 

was attempted ~n: Diehr 
~ 

r' 

and ne i ther ine' formula 

to pa~ènt only a tQ~al 

itself ·nor a method .of 

'calculation, the Court held tha~ .\he, presence of the for~ula,. 

and the computer solution of it, did not destroy the statut6~y 

subject matter of the process as a whole (124). 

(d) Post Diehr Dec'isiom:) 

, "[ ~ , 

After the' ?upreme Court decision in Dl-éhr, 'the. CC'pA decided 

- four ·cases dealing .. with the patentability of c'omputer-related 

inventions~ I-n, re Tan'er (125}; , In .ré Abele (126); In (e 1>ardo 

(1~7); and, In re Meyer (128). , . 
[ 

ln those cÇlses the CCPA followed the two-step analysis which 

'was' originaily set ;.'f·orth i!1 In 're.FreeJUan (129), as modified 

hy' the Supr~me Court· in- Diehr. '+ake~ as a group" these 

dec-i sicn's refined the two-steP analysis - i'nto".i t's present form. 

Under the present analysîs-; the 'claim' in question must first 

'be evaluated to determine whether it iI1cludes a mathematical 

algorithm, or whéther H encompasses an applicatiQj1 of the 
. ' 

algorïthm iocl udes statut ory subject ma t~er. ln the 

former case the, c laim i s n'ct patentable, whereas i,p: the la tte'r 

it 19. ~t: should he noted, though, that for patentability to 

exist in the latter caSe, the statutory subjeèt matter must be 

something other than a field"'of-use 1 imi tat ion or 

non-e$sentihl post-solution activlty. The effect of these 
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, " 

rules is that, ,for the fir-st time" m'any a~eas of programming 
.. ' , 1 

"are establishèd 'as being, 'cle~t'11y. patentable, supject matter. 

The previous uncertainty about patentability has been removed 

for most types of p'rogramming, ('i30) • 

, ' 

Tl1ese judici,al de~isions hav~ prompted a 'number of critical 
\ 

commentaries concerning ,patenta,ble ,subject matter. Sorne 

'commentators have proposed alterate criteria for ,evaluating 
J 

the patentability of' algorithms. 'For example, a court could 

require simply that the input and ~)Utput of the devi,ce or , 
-'\ ,-, 

program be concrete enough for thé method by 
. ' 

.WhlCh the input 

data is to be determined, or' the way in whic,h the output is to , 

, be used, to be specified.' Thi 5 proposaI was made by Michael 
, 1 

Gemignani, who believes ,th(:t the distinction the Supreme Cou!',t 

~as drawn between patentable' 1 processes 'and mathematical 
, 
algorithms ,is confusing and unnecessary'{13l'}. He ,has statéd 

that, if the application and the input/output spe'cifications 
, , 

are drawn sufJiciently 

grant of an excessively 

sharply, the dangers Inherent ,', in the 
l '," .. .. • • 

broad monopoly are aver~e4. 

Applied to the cases in question, one gets the reiult that 

Benson's invention was the most obscure in, this regard, citing 

no application to which his process' must specifically ,attach ' 
, , " . 

or '_ to which it was restricted. Fl~ok's invention was 
, " 

constrained to a particular 'context, catalytic çonvers~on, as 
, ' 

was Oiehr' s, the production of' pr~cision 'rubber products., 
, 

However, there was a distinct de9r~e, in the specificiiyof 
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, 2 .. Novelty " 

, 1 

il, 
, , 

'1 

, , 
, JI 

, • 1 1 Il! ' 
1 
1 l' ~ , ".; 

, '. 1 l 'l, 
l '1- ',l /1' , 1 , , , ' 1 

In addi t i on -ta fall in'g w,i ~l) l,n, one', Ct "the ca tegori ~s q~ 1 
l , \ ), 1 ~ J 1 1 j ~ , r ) : 

statutory sUbject ma'tter" an i,~v*tnt'.i''9n b~F,t a Is'q" l "b~,in~lv,e'~ ;t:o.: ,', 
.- J li, '.. " ~ ,1 • ' / \ 1 

qualify f!-">r a patent (133). Ari 'eprliEp: ÎI\v~nti,on" nee'~ ,?O,t ~,e 1 

l , ~, ! { ,1 l ' '/ 1 Il 1 1 1 1 1 .J J 1 

,{denticai te the applicimt,' 5 i!lventiOrl, 't~1 ant'~,~.ipat:e, ,it( ;r~ ,,' 

there i's an inve~tiqn c~e~ted ~~f'6t~' the 'alpP!J..i~~ll~ 1 5 linv~.nt~~,~, 
, '1 1 /' 1 l' I! 1 ! 1 

( l ' ~... fi" ~ , , l ' 1 1 Il 

that woulè rav,e\ viola~~d a patent grante,d,: ory 1 the,' apPl~qa~t ':~ 
,/,' J 

1 

, -?I ' 1 1 

inv,ention ,iLit'hi;id, been invel'!ted Iater, the' ééi-lier'"in\'ention 
l ' l, 

ant le ipa tes 
• Jo 1 l, .-~, 

'the appl·icant' s' invent ion " '.( 134).- ,Concept s'and 
, ...'~' l' _,' 1 1 - , 

'po i n t s,of sim i :l a r·n Y' 
, , 

from severa.l prior ,inven.tiions cannat be 
" 1 . \ 

1 

1 

! 
1 

" 

1 , 

" , r l, 

,f 

, , 

" , 
" ' 

/, 
,;' tl 

1 

l, 
1'\ 

,combined to anti~ipate the ", applicant's • .. 1 

Invent'lon. This, : , , " , , 

ant icipat ion must rela te the whole 
. 1 ., 

c la'i'med, not to 1 nvent l on 
, t' 1J 1 

parts i t, destroy ft 1 etnen-t o,f 
, ( 

merely to of to the, novelfYI' , , 
, 

i ' 
' ~ 

(135). l' , 111 1 

l' 

: 1 '1 , , , 
l' ',1 

, 1 

, " , ~ , 1 

,1 
'i 1 

1 
' , , 

i ,) 

" " , 
, t 

,,' , 
; 
l' 

c, 
, 
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,,3. 'Nonobviousness 
, Ji 

1 
1 

, , 

1 J J ' 

. " l': 1 1 " l"~ , , 

\ . 
" 

, i '"f, 

, AJ.thOU9~\ ~ar~ier ".,inventions bl' other·s ' cannot bé combined to' , 

d~,~t.r~~ .' t:he n'ovelty' of the a~pl {'cant t ~ :in~ention 1 ear lier 
f,', l '", Il; 

discov,eriies dan be .. combined"and :viewe'd as a mosaic to defeat 
, j,' / ' l " ' 

th/?' ~P'pl;i!cart' ~' claim that- his inv.ention is not obvious. A 
," , , 

rèquirement of' nonobviousness 1S prescribed by s. 103 of the 
l,' 

\1 

Patent Ac't. An invention ma y, not be patented "if the 

differences bet~een·t~e 
'. 

subject matter sought to be patented 

and the prior art are such that the subject matter as a whole 

would have been obvioui at the time the invention wa~ made to 

a' ,person havin~ ordinary skill in the art to which said 

suqje~t matter pertain"s". 

,'Since most computer progra~s resul t from the 

'~ombinations of, g~nerally k~own programmin~ 

' ~eneral known data processing concepts 1 the 
, " Î1 ' 

1 , 

r:l 

application of 

sk i Il s and/ot 

requi rement of 

nonobviousness wi11 preclude l patent' protec.t ion 
LI 
for' the 

rnajority of programs. , 
, , 
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B. S'cope, and -Enfôrcement 
, " 

" 1 

, , 
, 1 

, , , 
1 , 

: 1/ [' il, l' 
, / 

, " l " 
JI, Il 1 

a patent is gene~ally expensive ~n~ r~q~i~es'~ 
, J, l ' 1 1 1 J 1 

Obtaining 
, \,' , 1 1 " l ' 1 \ 

of time, (typi'cally l,rs~~er,'81; yeats). ',Thel' de,l~v", lengtny period 
/, l' " ' , 

seriously limits the usefulness of patént protectlorl, since i'h' , 
'1 " , 

the h~gh computer$, the invent ion' li , technology of atea 
, , 

commercial life may have already expired, by' the time patent i5 

granted. 

l, 

Another problem w i th paten t 'protect ion 'of sof twa,re i s the d Sk 
, , 

' i' , 1 

of ,'taldng an infringement acUon . 'to ~nforce th,e ; pat;eht, 1 wh,icQ 
• 1 1 1 1 J 

,:, may t r5ult in a j.udiéia~ 'determination, that" the' pat'~nt is 
, , - . , 

,The' perèentage lawsui ts f,or' pa\tent, toncluded 'J' ,inva'lid.' 
, " . ' , 1 , , , , 

- 1'1 j , 

, '/ 1n,fringement in which the patentee 
" . 

has emerged the winn~r has 
Il, , l' 

, , ' Il ,'1 

~-- -~ be'~nllow, and con,tinues to'decline (136).' Moreover, sincè, 

.) 1 proof'l'of' infring~men~ 15' 50 ,uncert'ain, taking ,~n action rna.y' 
1 JI J, ' ' ' " ' l ' 1 ( ,'/ 

l'! , 1 l' f 1 ~, ' 

Il' ,not,'be advisable in every case. To prove infr!ingemènt, the 
, l '1 

that hIS ïnV'~nfion ;vas made, used, 
, ' l, ' ' , ' 

a paterit by one wi~hout atit~or~ty 

, , 

pa te,n'tee must demonst rate 
~ i! ' J 1 

or- ~old during th~ terlm of 
'IIi 

'1 - / 

Il 
" 1 Il 

" . 
'1 ' 

, " 

J ' i 

, , 

,"'il,to, do '50. rn the unu5ual case where spff::ware can : ;'!lleet the '" 1 

'1 
, 1 , ' 

" , , 1,. 

statutory subject D'!8tter l , nove~ty 1 and ',1 requi remen ts 
f _ 

of 
" 1 

,the' x td li'fespAn of'tWe ,; e ?ec e , l, ~, ,~I • 
, 1 l, , J 

long, ,and the va}.'ue ,oÏ,': thel sof'twe,r,:e 'i ' 

1 1 1 ) ~ 

'~onobvlousness, and ~hére 
1; ,III 

, l' 
software ls relativel~ 

\ , 

l , )' " : '): " ) \ , ',l".. !," \, 

prote'ct ion may : be" :wor,th tHe ti,me ~~,d l ' ' 
1 \ " r 1 l , 

, " 

relatively high, patent 

1 
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1 1 
1 
l, 

, " 

l , 
, , 

l' , J , _ 1 

as it, presently ~xists, ,- is j' 
1 

1 
/ 

AlI in a,ll~ the p~te~t system, . ' 
, -' .. 

\ clearly not the, ,b~st, way tè' p'rotect "innovat,ive 'de~elopme(lts in 
, t , ~ 

computer soft~aie. 

C. 'Paten t and ,Tr~de "Secrët 

pate'nt and Tr'ade, secret céfnnqt coexist: for the ~ame material, , ' , 
, , 

becau~~ ~he di~clqsur~ requir~men~s for patent'protection are 

di~metri~allY,opposed t~ th~ secrec~ require~ents f6r t~ade 

secret protection (137). Furthermore, ;the " uricertainty 

,,' 'surrounding patent p'roteotion for computer software' Carl leav'e 
" t , 

, ' 

,a ,publisher or programmer without, ,either paten~ or t.rap,e 

secret protection, after a long and,expensive appl~cation 

process in which sorne or aIl his secrets discloSed in ,the 

appl i~a t i 0'0' are printed in the publ,fc record 'of the opini90'S 

written by the court;s when the denial of an applic~'tion' ,is, 
-

appealed. Thus, 1 wh en paten~ ,~ppl ication is den'Îed, ' .' the a 
r ! ' 

applicant ei.tne~ ;Jorgoés ' 'hi's right' to an appeal - ~nd give ~p 
,- ~ , (!! \', \ 1 • _ ' ~ , ' , " ~ 

,aIl hope of ever obül'ining a patent, ,or takes his appeal' and 
\ - , , 1 ~ ~ ~, 

.. ' 1 ~ ,l' 1. ' l 'f 

'hopes that the se'crets '~ll~ 'not be disclos~d in 'an opinion~ 
:, 1 

",' 1 1 

f ," 

, " 

'. 

, " 

" 

,1 

" , 

, , , 
, /, 

, , , 
" 

" 

-,56 ' 

\ 

. / 

, ' 

.' 
- , 

" 
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" 

l , 

D. Patent 'and Copyright 

, , 

, f 

, 1 

, 'Pa tent and Copyr,i ght prot;;ect ,ion can' 'coex'Î-st for, sof tw,~ r,è, but" 
~ , 

/ -
th~ two ,types' of d'Ù fer~nt,' parts, 

, / , 

~~otection protect of the 
".. ,-

software. ' Pa. ten t protec,t,Îf:>n 'c'over s th;e,', proc~ss wh ich the 
, , ' 

" 

software contaLns ' while c'?pyr~ght protects the'", è'xl?reSs,lon, of 

the idea embodi~d 

for e'i thér 'type of 

in th,e" software: 'N~ne_o~o, the,fequirel1le,nts 

~rotectio'n precl~de .th~ 'existend~ of 'a~y .of 
\ l ' ~, 

the, reguj rement's' ~ or type of protection . 
. 

the other À 
, > 

, " 

'-

"'" , 'combination of patent and tOPY't"ight protection do'è~, no~ "give.' 

software that is paten'table any greater prbt~~t ion th.an, wO'uld, ,\' ' .... ' 

" 

, ' ) 

pa tent, protec,.t,i'on alone because, except for the, pe r ~ od, of ;/ 
l , , , 

prot'ection, p~tent p~otecti6n is much broader, tl:tan copyright 
> 

1 
> " 

p~otection. On the other han~ the 
, ' \ ' 

, ' 
chanc~~ of 

, , 

.. \ copyright" infringement action 'seem to be better', 
'- ' 

expe~se 'involved is much less~ 

\ _ ' t 

, , 

, 
" , 

w i nn 1 ng a', 

and 'the "0,, 

r--_­
'~ 

, ' 

, \ 

, , 

~ 

, , 
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. ,. 
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\ 

, .. 

, \, 
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" ' 
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" 
\'1 ,', " . " 

v. Conclusion , 

" , '1 
\ 

, ,~ 

\ -, ! ~ , 

:The " tr~men.d~u~ 9r:owth' 9f computer tech~ology, and the resul,~ in~l 

need for ,S,.oftware has, magni,f ied, the' importance of intell~étuar, 

'y "pr6per,ty ','law tor pr~t~ct~ng c,ompute,r so,~'twa,t'e., .There ar:e th'ree, , , , 
, ~ ~ \ (, ,,1 I~ \ \ 4 ' ~ _ _ l '~\I" 

'forms of protect i on 'Çiva ilable.. Whi le 'ot rade sec recy was ,onc"è· 
1 1/ \ 1 • 

,the éhief mea'ns o'f protect ing 'software~', t'hè.,' ~.~ss' 'ma rkJUng 9:f': 
, 1 \ ~ 1 

for;",' the 
_. ' \ , 

éomput~r progtalll' --e'spec i ally 

" 

" mul t i pl~ cop~es of 

. per'soqal' compute'~ market'..,:':' has" rend~red' " t,ra.~e, sec~et 
\ ~ '} ... ,~\ -' r .. 1 \ 1 

, 'inef f,~cti\ve' mechariisJ)1,' fo~~ p,rotecti,n9 most, software,~ 
, , . .- ( 

" -. 
, ' 

1 ~ " 

"The :CoQyright Ac't of " 1976, , as',: amended' " by the 
) 

~ \ 1 _ 

,ëomQuter' Softwaré" Act" of lQ89, .is no~ the. chief vehicl;e for 
, ' 

p'rotecting software. 
, \ 

l ~ ,pOS'5 i-blee, ,çual protec t i on, under, bO,th, .... 
- '\ '" 1# t , , 

" . " ~ , 

cqpyrj~ht, ànd trade 
. , 

~tili~ed tp protect sec',ret law shoU'ld be 
\ ~ 

. ' ') 

s6ft~ar~J' but eve~ ',' .~ 

'the _ combi:nat ion '. do'és 
. 

not '. prov ide 
~ r "r'" l ~ 1 1 ~ 
J \ \ .. 1 l ' ~ 

sqftware owner with,. ful1y' ;comprehensive legal·' coy'eragé.' ,The : 
, ,," 

s9ft~are',: ~ 'renlélins .s;"sceptible to' / honèst 
, 1 

, 
or' ' accidentaI 

, df~c,overy. The added 

sec ret holder, w i tl). 

measur:e of' copyright prov ides - the !: rade .-
i _ ~ • ~ , ' 

1 \ \ ~ , f \ .... 

'relief in the' 'event of accidental' 

-; in'ju~cti'on Ç>f\ the' trade' ,secret into tne public domain with 

'attendant 1055 'of t ntde 'secret 'pr:otect ion.: 
, 

l;Iowever( the 
l ' 

not p~d~ect algorithms, a~~ in 
, r 

·a(i~i.tion' there ' is ~n uncertain'ty co'n'cerning the question, of' :', 

where to drâw the l ine 
1 

betwéen a ' c'opyrightable ROM-embedded' 1 

, 

~bje~t code, and él;n uncopyr.ightqble ROM-resident hardware, 

" \ 

58 ',' 

1 • 

" 
1 

1 
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\ 
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• , , 

, 

\ ' 

- -', 

" 

" ' 

'" 

0' 

~ " ,1 , , 

... \ " r 

c''ïr~,~.itr,y pat:tern. 
" , 

'. , ' 

,\ . 

.,' 
, / . 

, patent' 'l'aw; oh:' the o,ther h~r'ld, ;'provides quest ioriable mea~s,' of 
\ ... \ j, ,\... )' ~ - '- .; ~ \ 

'p~o~~d~ï'n,~" computer ", so'ftw~r'e'J :,bec;,~u~e' tJ:ie': pr'ocedure .'. for, 
\ ~ ~ - ~ , \ , ,..1.'" ~ , ~ 

obtai,t'lirig' a patêl1,t 1'5 ex~n~iv.e-: and t rme--c'onsurnin9 .. Mor,eover, 
, t' ' ,'\, " 1 \ ) ,- '~I' \..,) .. _' ~ ~ , , ~ ," 

the\ '!=1'i s'tJnc,t ion '\tQe ISupréme' CÔlJ,rt, has drawn 'between pa tentable 
t l , , 1 

~,roc,e~se'sJi,a~'d :'mathemiü'icztl algorithm i~ no.t, real-ly ',Obvious'~' , 
, , 

" , 

f '! Ji { 

and therefore less convincing., 

,AI,l. 'ifl a~'l, the protection '01 cq,rnputer s~ftwar~ uqder 'America.n 
~\. _" , t, '" ~ 

law 15 'ryot avaïlable in eve.~y: çase, and ',s,eèms: 9,c~aSr,onaill~ . 

" 

, ' 

" " 

" {' r' 

, " 

, , 

" 'f 

" " , 

" 

, . 

, 
" 

. ' 
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ChaQte'r 4-: 

Protect ion of ComEuter 
t> 

Gerrnany 

l ~ Intr'oduct iàn 

, " 

, \ 

SoÙ:ware 

" , 

, 
" 

in tme Federal 

, ' 
, 

" , 

ReQublic of 

Si~c~" :the, Ù~60s the <..:ontrovet"sy concerning protection of 
\ 

,computer " sof tw-a r~' 'na 5 been 9t:0W i n9 in West Germany. 
.' 

,~c'haract-eristic of the Ù~g{l<l d'ebate 
, : 

in,Germa~y is the analysis , 

~of comp4t~r Qro9rams nct as an integral whole, but rather 'in 
'\ ' 

their compone~t aspects. 

, ..... \ ,. , 

que~t,ion -, turned 
, - mainly on,' the 

"posai'bi ~ i'~ ies 'Of,' prot~ct'ion by ',p~tents (138),' ,and even _the 

Gèrman Fed~r.al' Pa'tent' -Court i ndica ted '-a ,p~e'occupat' ion wi th 

, thïs particula't;. form Qf "protec:t~on 

the' Pa'te-nt Act ,in 1978 has put 

preceded by an European, Paten~ 

ra ti f i~ed by t~e' Federal' Republlc 
1 

(139). The Amendment of ' , . \ 

, " 

an end te speculations .. ' 
) :, \. 1 \ 

Ag~eement (~40) which ~as 

o.f ,Ge~màny, , the "P8'tent 'Act' 
, ' l ' ~ 

now expresslyexcludes the prot~cti?n ,~f,c~~pute~ pro9~ams 
, 

_ f 1 ~ " , l l \ \ ~ 1 • ~ 

(141)., liowever, in ,19~5, the Copyright, ACt, wà~' amended;' and' ," 
. , r--, 

it now -explicit'lyZ includes ,the .protection" pt ,comput~r p'ro9ram~ , 
\ \ ', ~' 1 _ " \ 

explicitl~. - Because of t,he late development .in . the 
"" , 

legislation,'.all the crucial, d~cision's were rendere-d before: 

the' Amendment was in ~ff~ct; theydeal' 'therefor~ w~th the, 

'60 , ' , 
, , . .':. ~ 
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question of protection 

manner. 
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0 .. f ' .... computer progralIIs in 
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II.'Patent Protection '\ ' 

Under the German Patent 1 Act, creators' of, invent ions.' are gi ven-, 

a' ti~e~lim'ited e~clusive :right,,' prov~de.d that th'e in~ention is 
" , 1 \ 

t'rue and :n~w C' ~ection 9 and 1'6 PatG'). 'The German Federal 

Pil-tent Coùrt first appreved a digi'tal' c~mputer, program in 1~70 
.......... " ' , " 

(142)., ~n i.973 the 'invention which had just 'been 'the $ubjeç,~ 
\ 

, , 

" of Uni ted' States ~ Supreme ,Co,urt in 
( 

Ç;ôttscha.lk v. Benson '(1:13) 'w?s'approved in, Germàny (144). The 
, , ' 

" '~ek~. y~~~; however, th~ Fed~ra, 1 :Patent Court' b~gan retreating' 
, , 

from thïs ,pos'ition, "ari'd in 197,6 the Federa~' S,upreme 'Court- held-
-,~- ~., ~-:,' 

" ' 

tha t ' pr,ogtams relying upon, mathema~ical, formulae and 

algodthm5 are not pa.t'eI1tab1e (~45). ~in'ce',thén"the' 'German' 
, / -./ 

Patent Act, has been amended te, e:xc1ude ,"programs for data 

processing installation5~: 

'> \ ~ , 

Sçc.1 l PatG 

Patente wer-den'" fue'r' ÉrfÜldungen, 'ertèilt, die' neu s'ind",' ~uf 
einer erfinderischen 'raetigkeit ",beruhen und' gewerbl'lch 
anwendbar ~ind. ' ' 

Sec. 1 II Pa tG 
, \' 

, , 
1 

Als ~rt indungen :im $ i nrie, des ' Absa t2(es ' f' wer.defl i nsbe'sondere 
n~cht angesepen~_~ .'. _ ":!~'-',,' , 

, ~ ~. - ~ - " , - J ,1 , ' 

"3. Pfaene l, Regeln und, Ver fahi~n fuer ,gedankl iche Taelt igkei ten', 
"fuer Spiele, oder' fuer, geschéieftliche Taetigkeiten sowie_ 

Programmè fuer 'Datenverarbei tun,g's,anla9~,n. ' 

1 

Section ~ ri, 3 PatG is applicable i~ the 
l ' 

progr~m ln questi~n 

, i s'an appl icat ion' - p'rogram, wh,ich mearis t tha t' i t 

Xhe dat~ pr6ces~ing 

, ! 

, ' 

lns~allatipn when~ver a~d as 

... \ ~, 
, 

, 1 

\\ \ 

, ' 

, 

i5 used by 

often às i t" 

1 • 
\ , 1 

1 ~, 1 

: 
·1 

. \ 

, \ 



.. 

\ ' 

f -
r 

• 
, ) 

, is Ilecessary. However, patenct protection is, possible if' the . 
pl"ogl":am, be~ides contar~ing ,instructions for the calculations" 

, c 

would,also involve the construction of a new data processing 

system, or wOI.lld at lea-st 'use a known arrangement' in a 
" completely new way (the' cr i terion~ of novel usefulness) (146). 

'Consequently, patent pr,otection is reserved for technical 

solut i ons, of problems ~n the" area of data process iog . 

, " 

,\ 

, . 

'1 
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rII. Copyright Law 

A. History 

When the German Empire ("Reich") was created in 1871 and 

Germany thus became one country, copyright wàs made a matter 

for the central government and the first German copyright law 

was promulga~ed in the same year. It Was superseded in 190~ by 

the Law on Copyr i ght in L,iterary and Musical 'Works, and 

supplemented by a statute relating to publishing law. __ 

Copyright Ct' 
c:::..-

On January lst, 1,966, the first comprehensive 

became ef fect ive. The !fJ. was intended to reflect the 
r 

,4 

technical advances made in the area of 

distribution, and formation of words, sOl,mds, 

reproduction, 

and picture?" 

"·'The 1966 Act did not protect computer programs ex~üicitly" but' 

·'in general-protection was granted under' s. 2 1 3 or s. 2 1 7 

UrhG to works of literature, and/or scientific or technical 
l 

r.~present~tionsf . Since July lst, 1985, the CopyriQ,ht Act 

'prot:ects I?l-ognims Îor datR': proce's'sing installat,1j;ons explicitly 

in s .. 2 ~ l OrhG. Section 2 rI of the ~ proyid~·that the 

wo~k ~f' au~hor~hip . has to be a'n indi viduai ·,intellectual 

-creation. 
c \ 

. , 
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---------~------~-~--~--~~~~~~~-

" , 

Sect ion 2 1 

Zu den gesc,huetzten W~):ken der Literatur~ wissenschaft und 
Runst gehoeren insbe,sondere: " 
1. Sprachwerke, wie Schriftwerke und Reden, sowie Programme 
fuer die Da ... tenverarbeitung •••• , ' " , 
7.,Darstellungen wisseryschaftïicher oder technischer Art, wie 
Zeichnungen, Plaene, Rarten, Skizzen l l' Tabellen und plastische 
Opr~tellungen. ' 

Section 2 II 

Werke im SÎnne dieses Gesettes sind nur persoenliche geistige 
Schoepfupgen. 

prior to the Arnendment of s. 2 1 in 1985" the'first Court to 

he engaged. with the,issue of ~~otection of compu~er software, 

the Higher Distric4 Co~rt of Mannheim (147)1 held that 

programs for~ data they' processsing installations , --even if 

fatl under s. 2 r UfhG-- "never fultill the requirè~ent of s. 2 
" , ' 

II 'UrhG: The 80urt stated that a computer, program, even if i t 

.is created with imagination and ~ncomrnon cbmbinations, ~ill 
". . 

always be oeyond 
y 

the sensuàl percepti?n of a viewer, because,' 

of its abstraction and i ts 

',charàcter i st lcs. 
, .. ,~ 

Therefore, it 

, 

lacl~ of any' aesthetic 
, 

the 

debate about protéction of computer software' in Germany ls 
, \ , 

'. p.rirnarily a que~:tion of the interpretation of s. 2 II OrhG. ) 
,? 

\ . 

• 

6S 
,1,'-. 

" , 
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B. Elements . 

", 

" 

. .' . , . 
,1 ( ~ 

---6 

1/ .' j <,' 
• .' >, ' 

" .' . ' 
\ ,.' '~ " ~ N ~ • 

. , 

. , 
, ' . 

.' " t" ) " ":' '.~:. "" 1", " j", l. ' .. ,,- ,f, .t 

• Il ' , j ,,, ~ 

• 1 'J • \ ~ ! l , 1 \ ' :;. " ' " 1 l ',' .; ~ ~ 1 .. ; 1 

., 1, , .: /. (!, "r " ~ , " ,'1 JI \ 

, ~ .;' j , , 4 J ': ' 

A f te r t lie Ame ndmen t :'~ft l)'e~o~~ q;ht AC t ,ï ~ :198); ,tHe, dé liatL ' · : . 
, '. , ," ',' '. ,,' "f ' .' " " • • ',' f,' ••. ', , ,'f , ' :' •• , •• " .... :' .' '; :; .' • ' 

CO,ncern ing protect 100 of, cO/Ilputer, r;;of t\'i,a,t;e .ha's :chang~,a,.. :f'ro~,,:' .' 
! l , " ., ~:' !,~ "",. ,', '{',< "" ~. ~"'.; • ': : 1 • ,', ~j~' ,~ <"'f' 'j'~', ' 

an initial discussibn<'of :'$:.;:,'~ .. r: Urh~" t'o 'a 'pr6blem' of l' 

l " . '.-. 1 .,~I,~~I;'I::'{'\~l:J·~":(~ ',w'J~.' ',,('~ 1 I,E' '~'r"' , .. , 

in terpreta tion :concer.n,i 09;~::t)iè ::"not'i'o,n of :the ~eq';l,~,~,én:te~;~, .of'- ',:" " ... 
.y, , ... : 1 ",1 , \ ' ,': ~ t' J: ' " ,'" ',7", J ~ .)j., \ V ~ ~ r 

individtlill intellect1:J~l,',:,cr'eat:ivit~" i:n s.".'Q,,~'l; ,Ur'QG~,:>The:"e,/, 
1 l '/ " .. r " tir f " ' , 

, ,', l , , ~ 1 ~ 1.... t-

'interpretation 6'f, s. I.i/l't' 'UrhO' 'goeS:'bac;:k'"to the ve~y'b'~gi,nrii,rig:, ," , " 
, l ~ , .' /" 1 ~ , • : 1 J ' , t' .. ~ l '1 ~ 1.. ! • li' 1 

of German jurisdictî'o~~, . Th~ sup~e~e'<,Court, Of\' the :~,G~~;a~' .. 
• , 'r • ,r ) f.... j \ \~ l''', r J 

Reich, the pre-:-w'a'r 'equi v'alent' of the' F.èdera"l '; SUPJ:.eJllé Cour;-t, , ,,'1 
f • • 1 l' • .'" '. l, ' • 

,! ( ,1 ." • l ';. ... ~ 

,interprete~ 5.,2 l,t :QrhG by ,u'si'ng\,.~he '·concept,of aesth'et)cs.' 
, ... l, ~~~ : " ~ .~ ~',' ; " • '.., .f, \ ~ 

The Court argued tha t ,an \ indi v i'dual i.n t'ellectual c'reat i'on . i 5 a . ~ '. ,. 
',' ,' .. ' {+ , 

work of. author'ship' .tha't i s' pi'odU'ë.èd' by rri~a,ns' o.,f' f orma'b.ipn of 
'~I. • ~', ~ ~I~t, 1), : .' l '" ~ , 

1 • 1 l , 

art, and is intended for 
" 

the. stim~:l;?t~on' of .. t~e ~es,t:.heti.c, 
~~ , ~ " ~ • f 1 

',sens?t.ion. of, the viewer' ,( 148.). , ' 
t '1;. 

! , , ~ 

, 

,;Th~ 'Federal' Supreme 'Court ( BGH .) took .over most (!)f the, , . , 

jurisdiction of. the Supreme Court of the German, Reich. In 

1971;','the fO,rmer ~oi~ted out, that a work of art' has tb 'reach 

. ,such a high standard of aesthetic substance, t'hat from an 
" . , 

average ~olnt of vi~w society, Qr someone who is fa~iriar with 

the prevalen~ evaluat~on of art, would speak of an artistic' 

pe r f or,fllance C149 f. 

Con~id~r,in9, tl)e " recent jurisprudence of the Federal Supr.eme 

Court, one can aScertain that' the Court 
1 

now renounces the 

66 " 
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'., i" 
• 1 

:,/ 
.', 

, , :~ .. 
< , 

. 
r.... , .. 1 ., ~. /,1 1 .. 

, ' 

• (,.. .... t .ç. , 1 ,.' (1 ,; • ~, ,_ 1 4}' , ~ .......' 

i requirernent ,6f the aest,het:ic'-illtellectùalr, substapcé or ' ,the 
-<"~ , j • \, 

• 1 1 _! - .'. } . 
~esthet'17 sensat)0'1" P'50, '., 

,. • , • ... , ~f , ~ .' l' 

Court. arg'ued " that s. ' 2. II' Urh'G pbes not· . l' , ' , , 
r ' 'f ' \ ~ , "'.1 r _ A 

. l' ~..: l • st~rnu a~lon , OL 1 
'1 .... 

, , ,'~,.' f , 

BGH BB ·1985i;17~O tb~ 

1 n f' 

dera'nd ~n t~est1'ie~ ic subst~nce,:' in, ~~e ... ~~~,~e lf~,: ,~~~~r~,: ',,'At;. 

"pr~s,ent",t~e Court ~ather cal:ls~fot Indivldu~l, ch~.raêt~nst~<;:s " 
1 (, .... 1 • • 

o ~ ~ 'f, 1 J p, ... 

, in the' p.çt<u~ l, res"!lt .. Tbe -evqlya t ion'?f' th'e r~qùi red deg re,e 
, \. " - . 

of oisting~isninglcharacteri's'tics i,S,,?pW jùd9.~~ by the entire 
~ , ' ... ',' 

,impr~ssion of ,~hat creéftion, ,and, by an 
", 

" ~ .. t ~ .. J \ 

overalI comparison to' 
, l , 

prior c'reations. 'It must, b/liossible ,thereby to ' .~eçognize 

in9iv~dual, intellectua'l 'creJf'rvity: 'Thus~' the 'a'uthot ,'of,:thè 
l ' 

work must realize his o~n ideas·,in. his creation. 
~ 1 . , . 

, , 

In thé ~ourse' of crrne, le'ga-l authorities' 'have ~evéloped sorne 

Il indicia to' ,de'termine when a work of authorship, is 'a' 
, ,-

" \ , 

'L, protectable ~ubjeG,t matter. First of âll, 'the cr,eator of the 

wor:k',ha~ to have sorne kind,of scope, bec-~use _a d-ep~l)denéy on 

inst~~ctions would necessarily exclude a ~roces5 of:creation 
l ,~ , 

. . . . - " \ 

. (l!.:ll) '. S~cot1dly, .~the product should 'not be earmar ked only'·.f or , 
J ' , 

à 'spec:; i fic purpo5~., There has to be latitude for individual 

creati~ity (152Y. An6ther indication is ih~ p~~of of novelty 

, ,(1~3); and finally, an expert shoul'd be' con'sl1;lte'd to ,eva,luàt,e, 

t~e degree of ·creâtivity. 
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Hi9h~r, Re~ji:onar, ,Court ,of 'F,rankfJrt ; ln the', summer 6f 1983',' th,e 
, " 

, " 

had to ,settle three ,cases" C9r'lCerning' the . pio~ec,t ion ,of, 

çomput~r software J 15:t1.}. RU~ ing , in t'h~ 'pioC~~ding;f Jun~', 
, 

13th, 1983, the Court, determined that,' as a rule,'the' s'ta,t:ting 

,'point 'in' the 'd'eterminaJ;i~n' of copyrig,ht Ig'rant~ ~ou1d be 'the 
v , 

, il)dividua'l impression' ot the creation' of· the "frame",' 
, ' 

disregarding the content of the program (155)~ T~e çourt 

argued that 'the ~ 'source code, 
, \ 

. 
,p~int~d .. forro, or its 

,/ 

\,,' .... 

" 

'·proj~ction on the, screen ~n partièul~r,', lS' 'a: proper .means of",' " , " 

, / 

: determi n in i ng the qua li f i'ca t ion of'· the 'select ion' ,apd<, 

,arr'angement ~f ~t.h~ u:§e'a.~aterial às à'n i'n?~'~idUal,1 in't~',~~'ec't~al 
,'~ 

'creation., 

'AlI cases were ess~ntially bas'ed upon similar fa~~s,".' Jn, the 

proceeding of'June 
, ' 

13th,.,1983, bot'h 'parties were cOIDl2etitors' 

in the mark~t for vid~o ga~es ~156) . 
• \ 1 \ ~ ( 't' 

.' 

~opied and s61d on the 

Germa'n marke,t by the dé,fendant 4nder th~ na,m,e "Pento"'. First 

of aIl, the' C~urt stated·thai é computer program i~ eit~~r a~ 

work of or a , sci~~tific or 'technical 

representation, and therefo-re copyr ightab1e subject matter 
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l" 

, under s. ;2' l UrhG/. Furthermore~ the: Court 'concl'uqed tha't', it/ , 
// \ 

J .., 1 \ l "J ~ 1 1 1 { 

i5 impossible to.evaluate a computer program by looking at lits,' " / 
,1 l ' , ' _! > ,l, ,,1 

j - • l '- • 1 -

art i'stic or aesthetic' effect" ,'be/cause! a' computer program' coul,Cl .' 
... , "1 l' " 1 1 l ' 

oever hav~ an artist'ic 'form' ~f ~~p'rese'ntatio~'~ ,The C'Ol,l~'t' 't',', 
II/" ,.. (}) 1 l' ", 1 l '4 

_. l , /. J 1 1 ~ ... l, 1 

expanded )lpon t.his ~onc}~s ion, ~y . "mph~si ~in~ t~at the,c,ruc :a~ :,~ l' 
point,' ie. the, 'e>tterna1 tr,alO,' of; t~ought" 1$ ,ne'c'essar:lly:; ',' 

" , , , 

i'nfluencéd' by 'the content,/of the information. But, ,t'he' '~onten~,i 
itself 'is not takèn into"ac,coun,~', for 'the' dete'~'mi~atio'n of the 

work of au~~qrship. 

1 

consequently,,'one,can find·' indi'vidual intellectua1 cre.ativit,y;",' ,I, 

1 
, i 

j l 

ih ,the, sel)se o'f, s. ,2 IL UrhG in 'the selection, arrangement,' l' 1 

~,-_ '_,," ' , " , -. l, ' l ' "i ' 

and attachrT1ent of exi5tïng or 'new ~ateria~ used ,to ,writë the i ,i 
,tj l' 1; 

1 JI' J 1 (~ 

,This 'c',reativity must a1ways be\f'o~n~'in the';,'1 
( ,~ ~"'. 1 1 1 1 

form of the woz:-k '<?f' author.ship, di~règarding whether the 
, , , 

sof,twarè (157). 

l, 
, 1 

, ' 
beeri c6nceptualizetl 

1 

di f feren't s,teps of 6r' _~ ,1 

( 
:oeve1opment have 

'" 
carrie~ out ~i~h ~reat intelle~tual eff~rt. , " . , 

t 1 l , 

" 1 ~ , \ 
f ";, 

::-:' " ' 

Rul'i n~ î n "the ' -proceeÇlJn'~ on 1 J~ly" 2~s,t', :,1983, ,'t'he' Cour't '~,ounâ' 
, .. ' ", ,1 , l " ,l' ;' 

that in', the d~termi~~tiôn 'o,fla~~~or?~i~' i! is-not decisï've 
, '1' 1 

that various writer5 9f program$' wourd' de~elop dif~er~~t 
, ' l' ,\ ,\, 1 

~ f ' " , ,.. 1 \ 1, '1 '- \ ' , ' 

programs, al t~ough ,they , a Il ha? ,the 'sa~e proqN:!m l ' .to, sol v,e 
, .. '- 1 \ 

l ' \ • "1 \ \ \ 

" (158) ., Such a, requi rement woii~d ,be a' limi tat i om to -'i nd(vidual. 
" . 

,1 

,performance, and would not tàke 
\ ' , 

'of intel1ect'ual 
~ _! • \. 1 : \ 

t,~e element 

, \ creative activi~y into account. , '1 
') , 

" 

, . 
l , 

Ruling in the ~~oc~eding,on A~g4~t 
l, Il 

4th, 1983,' the Court ,added 
r 'l 

' 1 
1 

\ 

" 
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tha t" the, ot' steps involved ~or the of 

l ' , ' 

" software 

quantity 

prod'~c ~ i on i5 not a - . cx:.i t~r ion 
,,,,~ . the 

'1 ':',copy,rightabili ty ,of 
1 j " J 

Aecordingly, the software' (159). . the 
, , 

",' Court di'smissed, the action, in' aIl thre~ caèes' on the ground 

that video games 'on, their own ,are not.proteetable under the 
, l , .' ~ 1 1 

COpyright' Aèt,b~çause the visible game is émbodiéd in, the 
\ 

," , 
underlyihg sourc~ code', which is . already' p~bt~cied by the-

Copyr ight AC,t. 
\, 

l' 

l' , 
,I, 

, I~i'ke', the Hi'gher Regional, Court of' Frankfurt l the Higher 

,Regiona,l, Cpuit of 'Karlsruhe a f f i rmed the' fundamental 

copyr ightabi ii ty of c0mput~r, pro,grams (.lbO). 'The i.ssue in 

"that' case -was a, 'colle,c'tion· program, ~h'ich 1 condidered the 

0,,\ dif,ferent 'r,isks' arising' ,d~ring the e"nfo'rcement of' sum~~ty 

proceedings for the re~overy of ,debts ot ' l'iqiuidated demànds 

'The crucial point was that' the pèrsanal 
, , 

da ta of the c redi tor, .and debtot"', ", and the 'da ta of the Di str iet 

Court had been . c'ombi ned with a 'cost-benef i t and 

debtor'"7structure' ana1Y6i9. "T~at data wa-s used wi th a program 
, , ' 

to calculate a variable 'scale'of 
< l ,~ , 

charges.- Thi s 'pa!'t icùlar 
, 1 

com~ination ~esulted in the' Court e'vfa~ua~ing : ,the collection 

program as' an 'indi'vidu,al intell'ectl-lai creation. 
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The Higher Reglot;lal Court of KOb1enz, cbntrary to' the Higher 
- , 

:Re,9 i 00ha l, C9,u;r t, of 
, ' 

Kar l~ruhe, argue~, tha tan, i'ndi v idua1, intellect ua'L crea t'ion in 
l ' 

'the, 'sense/of s. 2 II UrhG coul'ct re's~lt'-from the content ~i--th~ 

" prdgram, ~s, weIl ,as' f rom:) t5 '/eX\€l-rna1,' ~~peara'n,ce (forro) (161; j • 
, l " ' , ,.' , "' 

The. dis~ute before 'the " Court was the ,q'uest ion, of. 
, \ J' 1 

~o,piright~bility, of -'a program"carrying informa'tio,n 'about the 

cons.t ryct ion of, ' hui'là i,ngs,~, ,Th~ prograin . made, ùse of a,po'ut', a 

hundreq o'ther /, computer: programs., the: " 

copyr i ghtgoi l i ty. of the pr,ogram, the Court looked at i t's 

.'ç-ontentl and in P?rticular a~ the' select;ron a'nd structure, of 

,the ,inro,rmation and the disclos\..1rè of the facts' .. 

. ,Th~ reason Qiven ,by_ the Cour,t fot:, 'int1uding the- internai 
, , 

elements' il1 its evaluatiqn' of 't~e program as 'an individual 

intetléctual c'reation wa's ,that the Fe~deral Supreme: Court ryad, 

decided that ,exclusion of , content applied only to prol;>lems 

explained 

, 

concerni'ng . 'techni,cal drawings. The Court, 

furth~ermo,re that the reason for 50 d~ïn\g, wa5 tha't, tec'hnica'l 

théoriès' are prqtected by the Patent 'Act, but that this 

arg~ment i5 not- applicable to data processing installme~ts 
, , 

because these ar~ explicitly excluded,from, 'patent pr~tection 

by 5. ,1 II 3 ~atG. 

The Regional Court of Muenchen l, also came to the conclusion 
1 

j 

'~----- ....... -....,., 1 

, ~ , 
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, " 

'that the individual intè~lectuai creatio~ can be Jound in both, 

" the content and in th~ externa1~ forrp pf ,representat ion (162). ' 
" /'" , 

The ~on.troversia1' pn~,9~am,' wa's a ,comprvehensi ~e 'data program 
, " : , ' .' " ,-) 

wi th, a~o~t ,tenth,ousand' program command'~.' 'The, Court fo~nd th~,t 
, ' 

, the cO,~tent ,is expre~sed. ,in the fo(matlon and ,directlon of' 

tho~ghts, ahd/o~'in, the pa~ticular ~and ingeniou~ 'form the 
, , 

presented m~~erial : 'was ,co~lect~d, distributed, 
\ , 1 1 

, 
ànd arran,ge'd.' 

Wi thout goi,'ng', ~n(o, deta i 15, the Court reso1 ved, the quest iç>n of 
~ 1 ~', ~.J 1 

copyr ightab,i 1 it'y of the part lcular ,computer program under 
-

discussion' in thè affirmative. 
1 1 Y, 

Th~ ,Court he1d. tha t 'every 
t " f " , 

p~ogram, w~ich ï 5 not. tp'o simple wou Id 
, 

show indrvidual 
, " 

charac ter i st ics, )111., the i ,mo~e 50, aS the '[ prografIJ inc reases in 
, 1 

, 
complexity. Another reaSon given by the Co~rt was the 

plaintiff' s' reference to"newspaper articles in wh~,ch pr'ee,ise1y 
, 

thé high qua1ity and origi-na1ity of the progràm was 'affirmed. r 

, 0 

3. BGH, 
,1 

, , 

" 
" ) 

, , 
, , , 

, 
, ' 

RecqnfIy, the Federal Supreme Court settled a case,con~erning 
Q \1,' " l ",' 

'the copyr ightabi:J:'i ty ,of computer programs (163)., 'Subject 
" / 

matter of that appe,llate decisïon 'woas the èollection program 
, 

which had already ,been~brou9ht before the Higher 'Regional, 
J 

Court of' Kariisruhe. Li ke thOe lower Courts,· the Federal Supreme 

Court confÎJ;'med the copyrightabi1ity of computer progr~ms. 
1 

Nevertheless,. ,in this part icular i,nstance, -the, Feder,al Supreme 

, 
\ ," 

72 
lot 



! ' 

• J 
, " 
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" , 

remanded th,e case 
t 

to the Highe~ Regional Court of 

Karls'ruhe for the ~urposJ~ of cl~ri,fying evidence. 

, , 

The f irst concern of the Fede~al", Supreme Court 'was the problern " 
" , . 

of lega11y, classifying the different: s-teps' in the creation of 
, , , 

,a computer program (164'). ' The Cour:t: s,ta t~d" tpa t t'he fi rst 

step of 'writing a program 'i'~ the general. solution,of' the 
., 1 1 

problem, which ).~ ,b,ased on mathematica,l ,pt,emises and logical' 
, " 

reasoning. The' result 'is d,escribe,d in a "st.udy ~a~ied. a' dutiies 

record book. Thi s l s undoubt; 1y ,a, work ?f, ll.ter,a t ure 1 and ',~ 

therefore 'falls,under' 5. 2 'I i·UrhG. 
- l , \ 

ln the cours~ of.the,seoond ~tkp,' t,hé p!,:"o,je~,ted: solut.'i:>o'.:oJ 

the problem is desC'r:±bed in d,et'~ilf arid presented 'in' a 'graphie" 
, '. \" . , 

, ' 

called a f low sheet or a data flow plan. The ,flow shee~ i5'a ' 
, \ ... ~ 

, . 
scientific or· technical \ presentatiofl f and.for that ,reason 1S 

" 

"J.'t 

The code 1 i tself, the source. cod~ fol~Qwed, by . the object code',: 
, 1 

is written during the third st~p. This, ~omplet~~ prb~r~fu 

falls under t,he .protection of s. ,2 l l UrhG" as a wor k of 

literature,' e'ven if the, p'r~9ram ' is only lntelligible' to a 

machine (165). 

, Additionally,- the Fed~r'al Supreme Court ascertained that tne', , , 

crue iai point' for the copyriqhtabi l i ty of computer 'ptogr~ms 
G , . 

and ·the steps' taken in i ts creat i on ,are only the f orlJl,at i,on an'd 

the way, of coll~ct ion ( di stribut ion, and arrangeme,nt l : of t.h~ 

used,material. Within that area there would be enough latitude 
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! ' 

'c' 

.... , 

\ Il \ 

to develop an" argument based on individual 

cr~ation in t'he sense, of s. ,2 Il 'Ç1r,hà; a~d,this 

intellectual. 

.is 50 in any,', 

or' a11 of the three steps. 

maintained that' i.t ' is :even 
, ' 

intellectual cr~ation' within 

Thu?,' th~ Federal, Supreme ·Court _, 

possible, to hav~' ,an' d;' indi v:ïdu~l 
, ' -

the' 'select ion and, ~r rangement of 

the, source co<i;1e pe~aus~ of a lack of 'co'n,cretnèss conce'rning 

the flow sheet '(1E;>6'). 

l , 

Finally, 'the Court affirmed the l'ower' Courts' dècfsions in" 
\ 

saying tha~ s~ 2 Il UrhG does not require an aesthetic'cbn~ent 

i'n order to permi t t,~'e if copyrightàbfl i.ty of 'éomputèr :pr~9rams. 

In Jhe ab$tract ~hen!, ,the quest ion of "copyr ightabi li ty of 

computer, programs l,SI a,s' a matter of pr,inciple, l to be answered 

in the affirmatlve. 
, , 
Il l" , , 

ln dis6uss~h9 th~.particular ~ase before ~hem, the Court fou~d , ' 

',that ,one can discetn character:istic~ of 'a wor,k 'of 'authé'r.ship 
" , , 

whic~ satisfy t~e, (eq~ireme~t of,s. 2 II UrhG by considering 
, \ 1 ~ 

,the entir-e im~'ression 'of 'the intellectual 'creation, and 
- " 

~ ,.' compari n9 ,Tt 'H> 'pr ior ' programs. 
• 1 \ _ ~ , "\ :. 

of such a , , The r:esul't 

"compar,i'son' must r:éveal 'chatacteri'sti'cs ~peci fic to the' new 
_ _ ~ \ }, \ \ j l ,- t 

program., Accord~,n91Yr ,i,t,ïs n'ct important that' the program be' 

, , 'oI hîgh' quant'i ty ~ o'r t'h,a't the' process of developmept ha~ been 

eX~:,nsive or ',tim~-~onsumirig, or that the problem itself has 

,been a ~omple'tely oew one.' ,In addition, the' Court affirme'd 
...... " , /, t 

,the H~gh,erl Regional', Court of Frankfurt in holding ,that i t is 

insi,gnific~nt 'whether,' diff,erent ' writers 
,\ " {, 

of the pr9gram, 

74 

, \ 

, . 



, , 

,', 

'f, 

li 

'1 

, , 

, " 

- / .... 

'althoùgh ~he~ a11 haâ "to, sol ve the 
, "] 

, , 
" 

\ " 

same 
1 

problern, would 

eonstruct di ffereryt progràms. 'The crucial poil1t 1S that the 
, 1 

- !' , , 

writer oe 'the.'- progràm, has shown: unique efforts ir) thè 

sele'cti6~j, colle~tion, ",distribution, ~nd arrange!1lent, of, t,he 
, . ' \ J .. 

i nforma,t'ion f' 'as ' e~mpared wi th, an, av~rage perf9rma'nce l:l-67). , ' 
" ' 

" 
Supreme, Court retains the .principle :f ha t \, --i t 

deve~obe~ '~6ncerning ~ec~hical, dr~wirygs; namely that' the 

protee t,.i~n ,of' 'a 'work '. of 'autl;lOr~,hip f ollows f rom 'i t s' externa l 

forma~ion and repres~ntation, and not from its'con~ent~ 

, ' 

{'J 

If, ,in a particular -case, one can det'ermi ne a certa in 

uniqueness, only in .!ln early sta,ge of the' creation of the , . 

pro9rarn, and not during the subsequent writing of t~e code, a 

J~nial of the ç~'pyrightabi il t~ 15 not a nec~,~sari consequence. 

~s',a result of considering a work of ,a4thorship as a unit y, 'it 

15 "enough_~<? 'show an individual ïnte11ectua'1 'clieation in the 

preparatory wo'rk, because those pt;"ecedings' are m~rg'ed, in the 
1 

final work. , , 

, , . 
'D. Protection of Algorithms 

Concerning the c:opyright~bi1i ty of computer, programs, i t l i5 of 
, . \ -, 

~reat signif~cance ~~h~t the calculation itself, and aIl the 

underlying mathematical' princ,iples su'ch as the algorithm, are 

not ~rotectable ~ubject matter under the CopYright Act (16B). 
i 

7S 
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. \ 

\\ 
The reason for this exclusion' i5 that an algorithm is an order 

to tne machine, consequently a .principle which" i6 ' not. 

protee table under the Copyr ight, Act (1~9). 0' Sc iel1t i f ic 

perceptions have to be accessible to'the public; the purpose 
()-

, . 
of Copyright Law is ndt to gr~nt a monopo~y. If the algor,fthm 

\ 

as a scienti fic order is not copyrightable, the con~requÊ!nce is 
, . 

the t , i t cannot be take,n in~o account to determi~e' th, 

copyr ightabi1i ty, of the program' as ,a whole (170) • " ' r 
Nevert'ieless, ft is atgued that single elements of the 

, ;/ . 
algori thm, which are part' of the' program in question shbuld be 

, , ' 

taken ioto' consideration for the determination of the 
-

individuâlity of the progr~m, because of their specifie fusion 

with it (171)., 

" ' 

'Under the, Patent Ac~ there is no protection available for an 

algorithm either. lndeed l thou~h the ~lgorith~ can b~ the 

foundation of a technical invention there ' i5 no protection 

'obtainable inàependent of' the final product or'process (172). 

: ' 

-B. Scope of Copy~~ght Protection 

The copyrightabllity 9f a computer program substantiates~an 

exclusive right for the au~hor of the work or his - legal 
, 1" 

• 1 

'successor vith regard to it5 ~xploitation. The author has the 
1 ..' ' , 

1 

'~bsolute, right to ' exploit the work :in' îts 'original or in its , , 

" 1 \ 
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, " 

treat~d-~orm, in particu1ar to repioduce-~n~-distribute it 

(55. 12,,15; 16'and17 UrhG).. As 'a resul t of ' that abso1 ute 
- . 

right, every ~S~ o~ the protected ~rogiam' by a t~ird ~erson 

with_out permissi8n of the author.- or . his 1e,ga1 successor 15 an 

infr;ingement. of the copyright. 

Î , 
Nevertheless, ;the Copyright Act does not p'rotect 

indep~~dent rei~~en~ion. ~ltbçugh, 6ne could argue that the~e 
-, 

is not as muchJ scope to 
~ 

• , \ l , 

the creatiqn of computer program as 

there i 5- t ° w rit in g a l$~ok or - to painting, 
' ..... ,. the danger 

,independent_Feinvehtion i5 nq more like1y than for any other 

comparabl~ woik of àuthorship (173). In a case in,which-the 

court determi~~5 that a computer ·program i5 ~d~ntical ,or very 
. , 

similar to one already protected, the burden of prodf'shifts 

from the plai~tif~ t; ,the d~fendan~. 

, 
Fina11y, the Copyright, Act permi ts the distribution 'a09' 

publication 'of a work which was .d~velop~d wi,th the aid'tJ.. of 

someone elsers program. However, the German legislatio~ 

conc~rped' with that problem is ~ery exaciing. Thus one 'ha~ to 

shqw individual . ,chàracteristics ,of the new program, 50 that , + -- , 
- the dthér, ele~ents used ~ill be !ecognized as ~erely 

stimulàt,ion'. , ~ 

The ,- right' o'f repn;duc,tion 'allows the - owner of the com~uter 
, , . ~ , ' , ~ 

program ta, control- aIl essential possibilities of application 

and exploitation. Acco~dingiYI the translation of th~ source 

code into the object code" -the transfot"rri~tion "of the source 

.' 

/ 

" 
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" 
, ' , 

\ i 

cdde or object ~ode from one d~ta carrier to another, as well a 

as the keepi!lg of the computer pro9ram in an 'internal 

ma,chine-s'tore, falls' under the right of reproduction. The saUle 
, " 

pr?tect',ion appfies to a program stored in,a ~OM (17,4). 

The right 9~-~is~ribution enab1es 
l ' 

: 1 

work; in -'pa rt icula r to; exploi t 

the author to ~pub1ish his 

the program by ren't lng 1 

confering 6r lic~,sing. 

In ·contrast to th' American.Cop~ri9ht Protection, there are no 

forma1ities to be observed, such as registration- of the work 

of -authors~ip; rather the right automatically arises with the , , 

, 

F. Protection or Mask Works 
- , 

; ~ n contrast to the ' Uni ted Sta tes, where the 
:' 

- al-ready 'pu~ Semiconductor Protect ion Act was into force 1 the 
, 

discussion about protect i on of "mask works" in Germany, has 
, ,1 

just 'begun. - In Germany, th~ question turns, on, the 
\ ~ 

possfbi lit i es of 'protect i OIf~"~, the \ masks under: exi st i ng law "" \ -
(175). First of a'll, one could"~o'jî~ider protection under the 

,Ut Hi ty Mode-1s Act (Gebrauchsmustergesètz) .. 
) 

l?rotect ion under 
, , 

the Utilit~-Models Act is granted on the premises that the 

mask work is novel' and shows' a certain extent of inventive 

actiyity. Copyright protection ls in principle possible for 

technic,al drawings and other graphie representat ions - which 
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ariSè from ~hè development of the chips' an'd- th;ei r precedl ng , 

J 

products, much as d~ta lists are a p,recé?i,ng pr:o~Uèt of the 

'm'ask·s. However, 0'1e 'has to take into _ '_c~h~idel"'a~iOn " tp.at· 

p,r~sently there ex~sts n'o'prote~t-~0~-a'9é:1~nst 'the"utiiization 

of ,rnasks wh ich .a re produced w i th ' thé he'l,p ,o,f th,os~ è)rë;lw ~·ngs 
~ - ( • ~ 1 ::.' '" 

. ' -' -. ,-- ..... ~ 

... ' " ':. l '. _~ ~.. 1 

... ~ . - '" 

, , ' 

" , , 

'liÙin a1\1, there exists as yet no\pert.;n~nt.',;:,:tÉ;g:si~ùori in,' 

Germany, -50 that.the protection of ,nlask' works"ïs . r,a(gely 

u'nset t~ed: ~ 

G. Conclusion' 
-,' 

-
" , 

~ 'f .' , 

, t :._, 

• 1 • ,.. ~ :)' '": \ .. 

• # '.. - ~... ,. 

" ~ .... 
" . . - .. ~ -(,. ~ . 

~ ....... ,"''' " 
" ' 

: -
, ' 

.' 

, " 

" ' , 

The 'distinction dtawn by the Federal 'Supreme Court bètwe~h ,~h~ 

r, 

external (orm and. the content, i5 not conv~ nc ing. As' one co~ld'" 

see by,:looking at the defin·itions relating to the individua'l 

inteliectual creation g~ven by the 'Higher Regional Court of 

F~ankfurt and,the Higher'Regional Court of Koblenz, it is 

impossible to draw a clear distinction between these e}ements, 

since they do interact wi th',each
r 

other. : An idea (jf' the 0 '", 

d~fficulties the Courts have with the determination' of tl'he" 
. if{ 

individual intellectual creation can be seen by looking at the 

judge'ment of the Regional Court; of Muenchen l, which accepted 

newspaper articles as admissible , evidenc~. Moreover, an 

author of a work should not be without any protection It 

79 

\ 



: } --

. ' 

1 • 

1 

" . . 

o 

someone else produces a program with the same content but in a 

different form (177). 

, The classical notio,n of what constitutes "creation" as d~fined 

by 5. 2 II UrhG is in particular questionable when applied to 

the protection of computer software. Thus, i t __ i s 

characteristic of the writer of a computer program that he has 

a certain problem to solve. As a rule, his intent is not to D 

reali~e his own personality --as a musician or a sculptor 

might do-- but simply to solve the problem in an adequate way. 

~urthermore, the view of the Federal Supreme Court that 
<? 
various writers need not construct different programs, 

although they 

because that 

have the same problem to solve, is surprising 

view is equivalent to rejecti~9 the required 

element of individuality. 

The development costs of a computer program increase with its 

complexity, a notion applicable'not only to the form but to 

the content as weIl. After aIl, one of the main elements of 

the program 1S a logical arrangement of the commands within 

it. Therefore the mere protection of the external form of a 
1) 

computer program does not meet the pu r\i:>o se of theo 

Copyright Act, which iê to assure the author of the benefits 

of his work. That does not mean that there should b~ 

protection granted for simple programs or algotithms, bu~ 
'0 

ratper, that the interests of the author should be taken more ~ 

into account. 
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IV. Trade Mark Protection 

Q • , 

in addition to the copyright pro1fection, trade mark protection 

is available in ~ertain cases. A prerequisite to protection 
<lu 

is that the program contains a trade mark which can be seen on 

'h h h t e screen w enever the program i~ used. The production and 

sale of copies without the permission of the owner ,are 

intringements of the protectetl program. The best example is a 

program running a video game where, as a r~le, the traBe name 

is projected on the screen at the 'beginning (178) • 

Nevertheless, the efficiency of trade mark protection i5 

mainly a question of whether the removal of the trade mark' 

demands a substantial effort. 

In addition, the protection of ca trade mark is not comparable, 

to copyright protection. Under the Trade Marks Act there is no 

prohibition to copying programs, which means that trade mark 

protection does not become effective unless the copy i5 

brought into public. Moreover, there is no bona fide right5 

protection agûinst third parties, as there would be under the 

copyright provision. 
0' 

r, 
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-' v. Unfair Competition 

11 

Usually, an infringement of the German Unfair Competition Kct 

arises from t~e use of other people's work without having made 

personal efforts. 

Sect ion l UWG 

Wer im gescnaeftlichen Verkehr zu Zwecken des Wettbewerbs 
Handlungen vornimmt, die gegen die guten Sitten verstossen, 
kann auf Unterlassung und Schadensersat"z in Anspruch genommen 
werden. 

Section 1 UWG requires a violation of moral principles. As a 

rule, such violations result from the fact that the original 

person providing the achievement lost the benefits of ~is work 

in an inequitable way (179). Thus, the Higher Regional Court 

of Frankfurt (180) affirmed the application of s. l UWG-

concerning copies of video games, and the Higher District 

Court of Mannheim (181) has agreed ,that the sale of 

unauthorized copies of programs is a violation of fair trade. 

Concerning the protect ion of computer 'so ft wa re under 

Unfair Competition Act'n,there is one important point that must 

be recognized. The Federal Supreme Court has decided that the 

Unfair Competition Act assures the original producer the 

exploitation of his work during a limited period of time 

(182). There is no protection for programs against copying 

after this limitation period. The Higher Regional Cour~ of 
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Frankfurt has foun~ that the attraction of video games 

diminishes after six to twelve months. o 'consequently, the 

Court limited unfair competlon protection to that û period of 

t ime. 

Li ke Amer ican trade secret protec:tion, the German 

Unfair Competition Act provides protection against the 

unauthorized use of trade secrets in s., 17 of that Act. 

A prerequisite to protect;;ion is that the secret is not 

obviou&, and the secret-holder has expressed his will to 

maintain secrecy. Thus the problem is the sa me as under 

American law. 

The scope of the unfair çompetition prote~tion for computer 

software is not as extensive as copyright protection~ This is 

because, the statutory p~riod of limitation in the former 

(6 months after knowledge of the unauthorized 'use; and no 

longer than 3 years without) i5 not as" long, as the one 

establi5hed in the latter (70 years from the death of the 

author). In addition, there is no right te the destruction of 

infringing ,copies as provided by 5. 98 Ile UrhG. 
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VI. CO,nclusion' 

, 0 

o , 

, 

"In Germany, ,general prptection
Cl

, of computer sofDtwâr~ is ~now 

establ i shed law. Neverthele~s, t.he debate aboute', the c lass i.ca l 
, 0 

notion of creation has assumed a new importance, and incthè 

end the protection of computer programs wil,l depe,nd on tpe 
" 

, . \ 
result of that açademic àisput~. 'Protecti,on under thê 

Trade Marks Act and the Unfair Competition Act' can augment 
'..-)"?, 

copyright protection, but taken on their own, 
Je 

t,h~ y 'Oa ~l! 
o 0 

ineffective. 

'" 
,,0 

Cl 

Co' 

0 
ç 

0° 

0 

, , 

0 

'" , " " 
0, 

~ 

0 
0 

• r 
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Chapter 5: 

International Agreements 

An important consideration is whether a program will be 

eligible for protection overseas. The relations of the 
\ 

Federal Republic of Germany and the United States of America, 

with each other and other countries, are based on bilateral 

treaties and various international conventions. The two major 

copyright conventions are the Universal Copyrrght Convention 

UCC (183), and 'the Berne Copyright Convention for the 

Protection of Literary and Artistic Works ( BC~ (184). Both 

ensure crossborder copyright protection among a large number 

of countriès, and include provisions that define a~-~inimum 

protection either directly under the ratified conv~ntion, as 

to be established by the local ,la) of the in the BCC, or 

member state, as in the UCC. 

, 
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or. Universal Copyright Convention ( UCC ) 

Both West German~ and the United States are si9na~ories of the­

UCC (lB5). The UCC is the result of a compromise between the 

European concept of copyright protection and the American view 

(186). The compromise was reached primarly to include the 

United States in an international convention on copyright. 

Under the UCC, works by nationals of the United States, where­

ever published, must be granted ln each member country at 

least "the 

accords to 

territoryri 

The result 

a national 

program in 

degree of 
, Q 

same copyright protection as that other (nation) 

work of its nationals fiüst published in its own 
o 

( UCC, Art. l l (l }o). 

of tha~ national treatment ~equirement i5, that, if 

of a ~oreign member ~ountry publishes a computer 

the United States, that " program is afforded the 

protection granted the United 

Copyright Act, and vice versa. ' 

States 
\ 

(1 (" 

II. Berne Copy'right COr;lvention BCC _) 

, 
acceed"ed Most nations have to the Berne Convention, _~ither in 

its original form or with r,esJ2ect to one or more revisions'o~ 
1 

; 
the Convention (187). c Th~ On i ted Sta tes, in contrast to West 

GetmanYlc is not a sign"atory of the Berne" Convention. The major 

, , 
, 0 
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reasons for the American position are the Berne abandonment of 

formalities, in view of the formalities of notice required 

under the U.S.law, and the éXlstence of the U.S. manufacture 

clauses in the U.S.law. Furthermore, the American position 
\ 

results from the provisions of differing terms of protection 

under U.S.law and under the 
'l 

BeFne agreement, and from 

objections in the United States to provisions in recent 

versions of the BCC regarding the "moral rights" (right of 

publication, right of paternity, right of integrity) of 
ù 

authors (188) . Even ,though the United States is not a 

" signa tory of ,t he !!ff., Amer ican nat i onals can obta in Berne 

protect~on through the "backdoor to Berne", a device which 
l , 

allows wo~ks by American nationals to achieve Berne protection 

by being publisHed either first or simultaneously in a Berne 

country, such as Canada or the United Kingdom. 
~, 

, 
Both the UCC'and the BCC do not~appear to exclude compUter 

software from the protection that they afford; this applies to 

computer software in source and object code. However, these 

conventions provide protection for software only if the 

country in which protection is desired . '" recogn l zes ,that 

protection. 
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III~ World Intellectual Property Organization 

The World Intellectual Property Organizat ion (WI PO) , 

established in 1967 to coordinate ~he activities of the Paris 

and Berne Unions, has produced a number of proposaIs 

concerning computer software. 

First, an 

1974 to 

advisory group .of non-go1erme,ntal experts met in 

study the subject. In view of the large degree of 
, 

uncertainty generally related to the existence and form of 

protection under copyright, this group recommended that a 

spec ial system of .-protectIon of software, similar to 

copyright, should be set up at national and international 

levels. Thus, in 1978, the Internat-ional Bureau of WIPO 

presented the draft of a model law for national protection of 

software, and a draft treaty for the international protection 

and international deposit of software (189). The draft treaty 

specifies that states party to the agreement will constitute a 

union for the protection of computer software. Protection of 

software i s not granted under the agreement, but must be 

undertaken by the contracti-ng states through domestic 

lègislation. Each contracting state must provide the same 

protection to others that it grants to its own nationals. 

The WIPO Draft Treaty does not mention formalities such as 

registration requirements, or "moral rights" ( supra), the two 

major reasons for the American non-adherence to the 
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.Berne Convention. It is likely that one or botb of ùthese 

concepts will be incorporated in any final agreement, (l90). 

These two provisions would thus stand as major obstacles to 

any U.S. adherence to the treaty. 

In any case, the positions of the United States and West 

GJrmany regarding a new treaty were rather ambivalent because, 

from their points of view,' an additional agreement was not 
~ 

necessary"(191). 

! 
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Chapter 6: 
J 

Conclusion 

... -

~ 

Having presented an overview of the various problems related 

to the protection of computer software in West Germany and in 

the United State~, it is now appropriate to analyze the main 

similarities anp differencfs b~tween them. As this essay has 

shown, the centre of gravit y of protection in the U.S. and in 

Germany can be found in the cop,yright area. Protection under 

the Trade Marks Act, Unfair Competition Act and under trade 

secret 1aw is secondary to copyright protection. 

Concerning the protection of ~mputè~ software under copyright 
, 

1aw in both jurisdictions, tl)ere i s- one fundat'flental difference 

to be rec::ognized, which leads to the result that one cannot 

find any general discussien about the nature of computer 

software in the U.S.; notions like "individual intellectual 
} . 

creation", "degree of creation" or "aestetic eff~ct" are not 

part of the d~bate. This is because of the existence of four 

major arguments in favouc of. copyright: the principl~ of 

natural justice; the economic argument; the cultural argument; 

" and, the social argument (192). The different legal systems 

give different priorities to these arguments, and put greater 

emphasis on sorne than on others. 

The "droit d'auteur system" puts the emphasis on the 
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as: 

prinçiples of natural justice, while an "Anglo-Saxon system" 

like that of th~ u.s. relies !J'ainly on ,the econornic 'argum·ent.~ 

In the "droi t d'auteur" or "continental European system" the 
, \. ' 

Q 

work which by the process of its creation becomes the property 

of the author gives him the right to exploit it economically 

(economic right);' " but the work 
v 

also has an i nte Ilect ual and 

moral link with its author, as being his brainchild, ,which' 
"- 0 " 

gives him the right xo publish it or not as he wishes, when he 

wishes, (> and in such form as he wishes; and the right to 
, 

defend it against,any dist?rtions, o~ abuses (moral rights). 

Perhaps the most far reaching consequence in tw~ntieth century 
o " 

,0 

terms 15 that, becau5e the "droit d'auteur" is a natural and 

therefore, individual riUght, it can only Qriginate in an 

individual and not in a e~mpany or ~orporqtion. 

l,' 

The Germanie juri5dictions (Germany, Aus.tria, S'wi tzerland), . , 

whi lst based on the concept of othe u, "dr'oi t d ~ autE;'ur" 1 ~re in 
~ "-

sorne respect closer ~o the copyright system than td the French 
. " 

system. Thi s 
b 

affinity is pa rt icularly evidénced by the 

rights peighbouring granting of "neighbouring rights", i.e. " 

on author's rights, such as 
ci 

, 

thOe righ'ts. of pe~formers, 

producers of phonograms and broadcasting ~rganisations, which " 

may originate in legal entities 

as an inhibiting factor. 

The philosbphical foundation 
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"copyr ~9ht system" i s ~ impl,y tha t whoe~er :ta kes 'the in i t ia t ive 
} f ,,! 

in 'creating' the \1 J1lateria,l and ma'kes tn~ ~nvestment' to' pi:'oduce 
, , 

" 
,takinge' the' finaD~ïal' risks that, such 

(f. ... • 
i t 0 r ma r k e t i t , 

\ , , 
actlvities involve, 'should be a.llowed to reap the 'b'ene fit. 

" 

This philosophy is 0 expr"essed i!1 pra,ctical terms as the, right 

~o prevent", the 

of' producting 

reprod\,l~tion of 

As the ecoliomic 

is never, been 

, , 

copying ~f phys~cal materiai, I~~th the abject 

th~ owner' of t~ee 'COpyrig~~ ag8lnst any 

that mater:ia';l ,whlch re hi'ls,nbt aùt,horizecL , ' 
1 

argument has a~w~y's been .,i n the foregr<;>und, it 

Ùrst 
, 

contemp1ated t·hat the, " co~yr i ght owner 

might be 'a company or a co~p'oratio~.' 
, , 

, ' 

" , 

Another result 
ù 

of the different philos9~~~cal background is 
\ 

t'hat in aIl Anglo-Saxon j,urisdictions 'a wor.k, ' of authorship, 
J 

such as a 
\ '\ 

comput.e~---,PI-0granf, does not 
" 

acqu~~~ copyright 
1 , ~ ~. , \) 

protectlon ·until î't is fixed in writing 
, . 

or, ln any other 

JO mater laI f orm; ln othe.r worcls fixat;:io,n' io5' a condition 

precedent to the t7x'istence qf c'opyright" , l'n' Germany, on the' 

other hand, copyright proiection is ~v~ila61e a~ sooh as the 

Mork exists in the mind of 
, " 

the,author; no fu~ther step is 

neŒessary to qualify for 'c,opyright. 'Thus, , the work is an 
, ' , 

8' intellectual creation, not a material thing.' 

o , 

AlthotIgb the qi,sctission of "copyrightability. of computer 
.. 

progTams in the U~S. has 'never extended to the, question of 
, 0 

, 0 J 

i' n tri n s,i c 
l 

legal nat ure, the' op~nion expressed by their 
D 

orofesso~ Nlmmer 
... 1 .~ 

in the FI nal' --Report of" CONTU," is 'worth 

~l (1 

o " 

'l' 
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mentioning (193 f. Prof essor Nimmer criticizes the 

Copyright Act as a gen~ral misappropriation law. Thus, he is 

of the view that the Act~ open-ended~opyright protection for' 

~ aIl computer software, and its failure to articulate any 
-
rationale which would not equally justify copyright protection 

for the/tangibl~ expression of any and aIl original ideas, are 

fundamental flaws. 

" ••• 1 should "like to suggest a possible line of demarcation 
which would distinguish between protectible and nonprotectible 
software in a manner more consistent with limiting such 
protection to the convential copyright area". 

" ••• it may prove desirable to limit copyright protection of 
software to those computer programs which produce works which 

'themselves qualify for copyright protection" (194). 

However, professor Nimmer's approach, seen within the context 
, 

of the present American legislation, would not constitute an 

as extreme departure as might have been the case in 1983. The 

Semiconductor Chip Protection Act of 1984 would close the 

rising gap of copyrightabi1ity. 

o 

~ Bhil~sophical1y "the difference between the personal, 

individualistic and idealistic "droit d'auteur system", and 

the more commercial1y orientated "copyright system", may be 

fundamenta1; but in practice, as the present thesis shows, the 

outcomes do not rea1ly differ. OThis is because both systems 

presuppose a free economic market economy and grant a high 

level of protection. However, the "copyright system" seems to 

adopt more easily to 
(] 
the demands of new technology. The 

Software Act of 1980, amending the Copyright Act of 1976 was 

~ 10 
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an importan~ milestone in copyright protection for computer 

software. With the Semiconductor Chip Protection Act of 1984, 

the United States has again shown the way, as the first 

country to protect techno1ogicat innovations. 

, . 
\ 
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(5.Ci,r.1971) . 

(27) See "Copyrightability", supra, note 21 at 134. 

( 28) 357 A. 2d 105, 108, 110-111 ( De 1. Ch . 1975) . 

(29) Motorola, Inc. v. 
366 F.Supp. 1173, 1186 
when a company gave 
without restrictions. 

1 
, ' 

<' 

Fairchild Camera and Instrument Cor ./ 
(D.Ariz.1973 , no trade secrets eXlsted 
guided tours through sensitive areas 
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(30) One can think of having a sign-in/sign-out procedure, 
escorting any guests, or having password protection on the 
computer system. 

(31) See "Best Protection", supra, note Il at 534. 

(32) See nA comprehensive Analysis", supra, note 16 at 396. 

(33) Greenberg v. Groydon Plastics Co., 378 F.Supp. 806, 812 
(E.D.Pa.1974). 

(34) Smith v. Dravo Corp., 203 F.2d 369,373 (7.Cir.1953). 

(35) Automated Sys. v. Service Bureau Corp., 401 F.2d 619, 
625 (10.Cir.196B). 

C36) Telex Corp. v. l'qM Corp., 367 F.Supp. 258, 320 
(N.D.Okla.1973), aff'd, 510 F.2d 894, 928-930 (10.Cir.), cert. 
dismissed, 423 U.S. 802 (l975) (affirming trade secret 
aspects) . 

(37) Cybertex Computer Prod. v. Whitfield, 203 U.S.P.Q. 1020, 
1024 (Cal.Super Ct.1977). 

(38) University Computing Co. v. Lykes-Youngston Corp., 504 
F.2d 518, 534 (5.Cir.1974). 

(39) Restatements of Torts Sections 757-758 (1938). 

(40) Copyright Act of 1909, ch.320, 35 Stat.1075, 17 U.S.C. 
Sections 1-215 (repealed 1978). 

.. 
(41) See "Trade Secret", supra, note 22 at 678. 

1 

(42) 524 F.Supp. 171 (N.D.Cal.1981). 

(43) See , e.g. Apple Computer, Inc. v. 
Franklin Computer Corp., 714 F.2d 1240 (3.Cir.1983); 
Williams Elecs., Inc. v. Artic Int'l Inc., 685 F.2d 870 
(3.cir.19S2); 
s&e also. CONTU "Final Report of the National Commission on New 

\ ,. \ 
98 

fi 



c 

c 

~----

Technological Uses of Copyrighted Works" (1981) 3 Comp.L.J. 
53, 54, hereinafter "Final Report". 

(44) See "A comprehensive Analysis", supra, note 16 at 363. 

(45) See, e.g. Data Cash Syss., 
480 F.Supp. 1063, 1067-1068 n.4 
applies to computer programs in 
assembly phases but not in their 
compa re w i th: 

Inc. v. JS & A Group., Inc., 
( N . D . I 11. 1979): II t he 1976 Ac t 
their flowchart, source, and 
object phase"; 

Richard H. Stern, "Another look at copyright protectiop of 
software: Did the 1~80 Act do anything for object code?" 
09,81) 3 Comp.L.J.' 1 (object code not copyrightable), 
hereinafter "Another Look"; with note , 
"Copyright Protection of Comp~ter program object code" (1983) 
96 Harv.L.Rev. 1723, 1732 (object code copyrightable), 
hereinafter "Object Code". 

(46) 17 U.S.C. Section 102 t1982). 

(47) Apple Computer, Inc. v. Formula Int'l Inc., 562 F.Supp. 
775 (C. D . Ca 1. 198 3 ) ; 
Tandy Corp. v. Personal Micro Computers, 524 F.Supp. 171 
(N.D.Cal.I981) . 

(48) 17 U.S.C. Section 102 (a) (1982). 

(49) 17 U.5.C. Section 101 (1982). 

(50) 17 U.5.C. Section 411 (a) (1982). 

(51) 37 U.5.C. Section 202.20 (c)(2)(vii) (984). 

(52) John M. Conley & Robert M. Bryan,' "A unifying theory for 
the li~igation of ~omputer software copyright cases" (1985) 63 
North Caro1ina L.Rev. 563, 578, he~~inafter "Unifying theory". 

(53) See CON TU , supra, note 12 at 715. 

(54) 17 U.S.C. Sections 705-706 (1982). 

(55) See 37 C.F.R. Section 220.20 (d) (1984). 
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'Je ' (56) 480 F"Supp.1063 ,(N,D. il1 1979), aff'd because of lack of 
, notice,,, 628 F.2d ,,1038 C7.Cir.1980). 

(57) 1 d. , p.l069. 

(58) 1 d. , p.l066. 

(5,9) 524 F.Supp. 171 (N .D. Cal. 1981) . 

(60) 1 d. , p.173. 

(61) 685 F.2d 870 (3-.Cir.1982) • 

(62 ) 1 d. 1 p.877. 
\1 

~ 
-

(63) Id. 
-:J 

(~4) 714 F'~ 2d 1240 (3~Cir.1983). 

(65) 209 U.S. 1 (1908) • 
,.. 

(66) 714 F.2d 1240, 1248 ( 3 • C i r • 198) ) . 

(67) Id. 

(68) 1 c}-." p.1252. 

(69) 1 d. , p.1249. 
; 
__ <f . 

(70) 101 U.S. 99 (1879) • 0 

(71) Id., p. 104. 

( 72-) 1 d. , p. 103. 

1) (73) 714 F.2d 1240, 1251 (3.Cir.1983). 
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(74) For more details on the question of tests: 
Howard Root, "Copyright Infringement of Computer Programs: A 
modification of the substantial similarity test~ (1984) 68 
Minn.L.Rev. 1264, 1276 et seq., hereinafter "Copyright 
Infringement" . 

(75) 714 F.2d 1240, 1252 (3.Cir.1983). 

(76) Supra, at p. 19. 

( 77) vi rg i n ia Johnson, "Copyr i ght Prot~Ç.tj.on for Computer Flow 
Logic and Algorithms" (1984) 5 Comp.L.J. 257, 281, hereinafter 
"Algorithms". 

(78) Id., nevertheless the author asks 
protection for particular combinat ions 
comprising the program at the end, at 285. 

for 
of 

copyright 
algorithms 

(79) H.R.Rep.No.1476, 94th Cong., 2nd Sess.57, reprinted ln 
1976 U.S. code Congo & Ad.News.5659, 5670. 

(80) Ingrid Arckens & Jeff Keustermans "Der U.S.-amerikanische 
Semiconductor Chip Protection Act of 1984" RIW 1985, 280, 282. 
See also 17 U.S.C. Section 901 et seq.~ 

(81) 17 U.S.C. Section 910 (b) (1). 

(82) 17 U.S.C. Section 904 (a). 

(83) , 17 U. S. C. Sec t ion 902 (b). 

(84) 17 U.S.C. Section 906. 

(SS), 17 U.S.C. Section 907. 

(86) James Chesser, "Semiconductor Chip Protection: Changing 
Roles for Copyright and·Competition" 71 Virginia L.Rev. 249, 
294 .. 

(87) 17 U.S.C. Section 902. 
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(88) 17 D.S.C. Section 101 (1982). 

(89) Apple Computer, Inc. v. 
F.2d 1240, 1251 (3.Clr.1983). 

Franklin Computer Corp., 714 

(90) Baker v. Selden 101 U.S. 99 (1879). 

(91) id., 

(92) Data Cash SYss.( Inc. v. JS & A Group, Inc. 480 F.5upp. 
1063, 1066 n.4 N.D.Ill.1979), aff'd 628 F.2d 1038 
(7.Cir.1980). 

, . " 
(93) see to that ongoing'dispute: 
Richard A. Jordan "Copcerning Davidson" (1984) 23 Jurimetr~cs 
337, 24 Jurimetrics 397, hereinafter "Concerning Davidson"; 
and the reply 
Dunc?n M. Davidson "Reply te letters by Merges and Jprdan" 
(1984) 24, Jurimetrics 400, 402, hereinafter "Reply". 

(~4) see "Anoth~x Look", supra, note 45 at 4-5; 
Jon O. Wepster, ~Copyright Piotection of System 
Software stored in a read only memory chip: Into the 
Gu11iver's, Travels" (1984') 33 Buffalo L.Rev. 193, 
hereinafter "Read On1y Memory". 

(95) i.d. 

Control 
World of 
222-223, 

(96} see H.R. No.1476, 94th Cong., 2d Sess. 116, reprinted in 
1976 U.S. Code Congo & Ad.News 5659, 5664-5665: 

(97) 17 D.S.C. Section 302 (a) (1982). 

(98) Warrington ASSOC., Inc. v. 
F.Supp. 367, 369 (N.D.lll 1981). 

{99} 564 F.5upp. 1471 (D.Nev.1983). 

Real-Time Eng'g 5ys., 522 

(100) H.R.Report, No.1307, 96th Congo 2d Sess. 23-24 (1980); 
"Final Repo~", supra, note 43,at 70. 
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(101) icon Medical S ss., 
687 F. 2d 

lnc. 
1032 at 

v. 
1038 

(102) See "A comprehensive Analysis", supra l note 16 at 403, 
refering to the impossibility of copying the object code out 
of the Copyright Office or decompiling it. 

(103) id., p.404. 

(104) See, e.g. Mana ement Science Am. Inc. v. 
Cyborg Syss., lnc. 6 Comp.L.Serv.Rep. 921 N.D.Ill.1978). 

(105) On October l, 1982, the united States Court of Appeal 
for the Federal Circuit replaced the United States Court of 
Customs and Patent Appeals and assumed appellate jurisdiction 
of patent matters. AlI prior decisions were adopted as binding" 
precedent on new court, see, e.g. South CortE. 'v. 
United States 690 F.2d 1368, 1371. 

(106) 35 U.S.C. Section 154 (1982). 

(107) 35 U.S.C. Section 101 (1982). 

(108) 35 U.S.C. Section 102 (l982). 

') 
(109) 35 U.S.C. Section 103 (1982) . 

(110) See, e.g. Parker v. Flook 437 U.S. 584 (1978). 

(111) See, e.g. Gottschalk v. Benson 409 U.S. 63 (1972), but 
see 
Diamond v. Diehr 450 U.S. 175 (1981). 

(112) See, e.g. "Algorithms", supra, note 76 at 261. 

(113) See "A comprehensive Analysis", supra, note 16 at 349. 

(114) Diamond v. Diehr 450 U.S. 175, 185-187 (1981); 
Parker v. Flook 437 U.S. 584, 589 (1978); 
Gottschalk v. Benson 409 U.S. 63, 67 (1972). 
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(130) See "Aftermath", supra, note 25 at 229-231, stating 
patentability for system program (like operating programs) and 
application programs" which do not implement mathematical 
algorithms. 

(131) Michael Gemignani "Should algorithms be patentable" 
(1982) 22 Jurimetrics 326, 335, hereinafter "Patentability". 
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(132) For greater detail see "Patentability", supra, note 131 
at 333 - 335. 

'. i o 

(133) 35 U.S.C. Section 102 (1982). 

(134) Aerotec Indus. v. Pacifie Scientific Co. ,II 381 F.2d 795 
(9.Cir. 1967), cert. denied, 389 U.S. 1049 (1968). 

1 

1 
\ 

(35) Tee-Pak, Inc. v. 
(6.Cir. 1974). 

St. Regi s Paper Co., 1491 F. 2d 1193 
\ 

, 
(136) See Mary rBrandt Jensen, "Softright: A 1egis1ative 
solution to the problems of users' and producers' rights in 
computer software" (1984) 44 Lou.L.Rev. 1413,' 1444, 
hereinafter "Softright". 

(137) 35 U.S.C. Section 112 (1982) requires an, applicant to 
describe the invention "in such full, c1ear, concise, and 
exact terms as to enable any person ski1led in the art to 
which i t perta ins, or w i-th wh ich i t i s mo'st near ly connected, 
to make and use the same". 

(138i Oskar, Kienzle, "Patentierbarkeit von 
Computeq~r.ogrammenn, Berlin 1975, hereinafter '"Kienzle" • 

. / 
r 

(139) Gert Ko1le, \"Der Rechtsschutz der Computersoftware in 
der Bundesrepubli~ Deutschland", GRUR 1982, 4~3i hereinafter 
"Kolle GRUR 1982". 

(140) Europaeisches Patentuebereinkommen, EPU. 

(141) Ernst Karl Pakuschker, "Rechtsschutz der 
Computerprogramme", UFITA 
UFITA 80". 

80, 35, hereinafter "Pakuschker 

(142) Philips Elektrologiea GmbH Application, BPatG E 17 W6/68 
( May 14, 1 970 ) • 

(143) Gottschalk v. Benson 409 U.S. 63 (1972). 
~-

1 

(144) Western Eleetric BPatG E 17 W71/70 (May 28, 1973); BPatG 
in Mitteilungen der deutschen Patentanwaelte 1973, 171. 
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(151) EugeJ'f' Ulmer~ 
HeidelbergJ'flew York 
yerlagsrecnt" • 

"Urheber -und Verlagsrecht", Berlin, 
1980, p. 1~3, hereinafter "Urheber- und 

(152) Id. J 
(153) Wilhelm Nordemann, "Der urheberrechtliche Schutz von 
Computersoftware ZUM 1985, 10 at 14, hereinafter "Nordemann 
ZUM 1985". 1 

(154) OLG Frank'furt GRUR 198~, 7,53 i 
OLG Frankfurt GRUR 1983, 757; 
OLG Frankfurt WRP 1984, 79. 

(15?) OLG ~rankfurt GRUR 1983~ 753. 

(156) Id. 

(Y57) Compare with BGH GRUR 1979, 464, 465. 

(158) OL,G Frankfurt GRUR 1983, 757. 

(159) OLG Frankfurt WRP 1984, 79. 

(160) OLG· Karlsruhe BB 1983, 986. 
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(16r) OLG Koblenz BB 1983, 992. 

(162~ LG Muenchen 1 BB 1983, 273. 

c. 

(lb3) BGH BB 1985,1747. 

1 

(164) For more detai1s on the different steps: 0 
Reimer Koehler, "Zum Urhe~errechtsschutz fuer Programme 
elektronischer Date~verarbeitungsanlagen" BB 1969, 1114; 
here.·inaf ter "Koehler BB 1969". 

(165) compare with: 
Otto-Friedrich v. Gamm, " Der Urheber- und 
Wettbewerbsrecht1iche Schutz von Rechènprogrammen" WRP 1969, 
96, 9~, nereinafte~ "v.Gamm WRP.1969": 
Wilhelm Nordemenn, ~Das Computerprogramm aIs urheberrechtlich 
geschuetztes Werk" in Festschrift fuer Georg Roeber, Freiburg 

·1982,297, hereinafter "Nordemann Festschrift". 

(166) Rejecti'ng in the case of object code, see 
Eugen Ulmer, "Der Urheberrechtsschutz wissenschaft1icher Werke 
untèr' besonderer. Beruecksichtigung der Programme 
.ele~troni~cher Rechen~nlagen" Muenchen 1967, p.1fi, hereinafter 

"Ulmer Urheberrechtsschutz"; 
Eugen Ulmer, "Anmerkungen zu BAG" GRUR 1984" .429, 433, 
hereinafter "U1mer GHUR 1984": 
Gert Kol1e," Der Rechtsschutz von Computerprogrammen aus 
nationa1er und internatlona1er ~icht" GHUR' 1974, 7, 9; 
hereinafter "Kolle GHUR 1974"; 
Kol1e GRUR 1982, supra, note 139 at 453. 

·(167) BGH BB 1985,1747,1750. 

(168) See Eugen U1mer & Gert Ko1~e "Der Urheberrechtsschutz. 
von Computerprogrammen" GRUR lnt. ,1982,489,497, hereinafter 
"Ulmer/Ko11e GHUR lnt. 19.82". 

(169) BGH GRUR 1981, 520, 521. 

(170) OLG ~rankfurt GRUR 1983, 755; 
BGH BB-1:98-5,'/1747, 1750. 

o 

, 

'( 171) Ulrich Loew·enheim, "Der urheberre~htliche Schutz, von 
Computersoftware" ZUM 1985, 26, ( 30, hereinafter "Loewenheim 
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ZUM 1985". ,. 

(172) Gert 
Tagung des 
18.05.1985 
hereinafter 

Kol1e, "Bericht der deutschen Landesgruppe fuer die 
geschaeftsfuehrenden Ausschusses von 13.05.1985-
in Rio de Janeiro" GRUR lnt. 1985, 29, 30, 
"Ko11e GRUR lnt. 1985". , 

(173) Kolle GRUR lnt. 1985, supra, note 172 at 29. 

(174) K~lle GRUR lnt. 1985, supra, note 172 at 31. 

(175) Klaus Albert Bauer, "Urheberrechtsschutz 
Computerprogrammen in den USA" GRUR lnt. 1984, 136, 
hereinaf~er "Bauer GRUR Int.1984". 

(176) Kolle GRUR lnt. 1985, supra, note 172 at 33. 

. (177) Ul ri ch Loewenhe im" "tJ.rhebe r recht sschutz von 
Videospie1en" in Festschrift 'fuer 'H\.Jbmann, Fr'ankfurt 1985, 
307, 317, hereinafter "Loewenheim· Feststhrift"; 
Ulrich Sieber, "Der urh6b~rrechtliche Schutz von 
Computerprogrammen" BB 1983, 977~ 980 1 ' hereinafter "Sieber BB 
1983" • .' ~<0 

(178) OLG Frankfurt GRUR 1983, 756. 

(179) v. Gamm WRP 1969, supra, note 139 at 99; ,J 

Kolle GRUR 1982, 456. 

(180) OLG Frankfurt GRUR 1983, 758; 
OLG Frankfurt WRP 1984, 85. 

(181) LG Mannheim BB 198~, 1544. 

(182) BGH GRUR 1973, 478 
BGH GRUR 1984, 453 
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(183) TJniversal 
6 U • S'. T • 27 31 , 

, . Sept.16, 1955) 
( (p~ris Act). 

Copyright Convention, done Sept.6, 1952 ·(1955) 
T.I.A.S. No.3324, 216 D~N.T.S.132 (effective­
(Geneva Act), revised Ju'ly 24, 1971 . (1974) . , 
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(184) Berne Convention for the' Protection of Literary and 
Artistic Works, Sept.9, 1886, a,s amended by the, Paris 
Additional Act and Declaration (1896)., the Berne Convention 
(1908), the Berne Addi t iona1 ,Protoco1 (1914), the Rome 
Convention (1928), the Brussels Convention (1~48), and the­
Paris Convention (197;t), 331 U.N.T.S. 217, T.S,. 'No. 4757 
(1948 text). For application that contains English translation 
of copyright 1aws and treaties of aIl nations of the world, 
see UNESCO, Copyright Laws & Treaties of the World (1982). 

(185) See Arpad Bogsch, "The Law of Copyright under the" 
Universal Convention"New York 1970, p.327 and 634'. 

(186) "Copyright Protection", supra, note 22 at 99. 
" , , 

(187) M.M. Bogus1avsky, "Copyright in internatiuonal 
Relations: International Protection of Literary and Scientific 
Works", Sidney 1979, p. 74. 

(188) "Copyright Protection", supra, note 22 at 99 n.50. 

(189) See Walter E. Schmidt, "Legal "Proprietary 
Computer Programs: The American Experience" 
Jurimetrics 345 at 403, herei~after "The American 
and , 
"WIPO: Legal, Protection of Computer Software" 
J.World Trade Law 537, hereinafter "WIPO". 

interest in 
(981) 21 

Experience" ; 

09831 17 

(190) "Copyright' Protection", supra, note 22 at 117. 

(191-) "WI PO", supra, note 189 a t 539. 

, , 

(192) Steven M. Steward, "International Copyright and, 
Neighbouring Rights", 1983, p.3. 

(193) "Final Report ft , supra, note 43 at 85 .. 
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