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_secret, and copyrlght Laws.
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LTﬂié thesis deals with the 1ega1 protection of 'computer
software in. the Federal Requllc of Gérhany and the United

_ States. It focusses upon trad1t10nal forms of intellectual

and industriél property protection namely, patent, trade

¢
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In the patent area, .the 1ssuev is whether software involves

%
0

’mental brOCeéses, mathematical algorithméﬁfor'funaamental laws

ot nature which are ‘not protectable. o : s

I . o

-In the qcopyr1ght area, the questlon is ’whether the form of

soﬁtware used - he computer JS '1n _any . sense a "literany

%]

work" since it is. only 1ntended to control the operatzon of a
i [ B ' N [
machzne o - v ‘ L o . S

'

Trade. §ecret,law» has traditiohally been used by . software
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1ntelrectual prbperty rzghts.

3
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‘prqducers "as a prlmary method of " enforcing and 'preServgng‘

Although the current market for software :is lar e;‘lt is none’

8

the 1ess expected to grow dramat1ca11y 1n the next fxve or ten

years. Slnce' software‘ piracy has beCOme/-wxdespread, -the}

! \

'protectidh;ﬂof SOfﬁware' ownéfs is ultlmately a'questlon of

intefnatiphal cooperatxon.‘ The study w111 p01nt out. ‘the
possibilities for protectxon 1n both jurxsdictlons, and the

vintérnational agreements to whlch'bcth are partxés. BRI
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" La -+ présente thése traite la  protection du mabderiel

0

informatique "software” en République Fédérale d'Allemagne

aux Etats -~ Uni's. L'étude se referre aux formes

traditionnelles de protection de la propriété inteilecizfi}jgf
roit

et industrielle: Droit de brevets, secret commercial et

%

d'auteur.
i
Dans le domaine des brevets, le probléme-gst de dértrminer si
. & ;
le . materiel "software"” ‘est composé  de créations

a

intellectuelleﬁV‘oQ integre des algorithme mathématigue ou
encore des lois dé ia nature non susceptibles de protection.
Dans le domaine du Droit d'auteur, le probléme est de savoir
si la forme de "software" qui est actuellement ut%ﬁisée sdrl
les; ordinateurs est, Sous un ‘?ertain ‘aspect, un "méteriau
litteraire” puisqu’'il est seulement destiné a 1'exploitation
d'une machine,

La loi  sur le  secret commercial est utilisée
tradit ionnellement par les fabricants comme protection
premiére"de leurs droit de propriété intellectuelle,

Quoique le marché des materiaux "software™ soit actuellement
trés‘largeb on prénait éu'il va croitre énormément dans les
p¥ochaines cing ou dix années. Le travail portera sur les

possibilités de protection dans les deux Etats et les accords

internationaux auxquels ces pays sont “parties prenantes.
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Chapter 1: . - .

+ Introduction - , N

This thesis examines the legél bfotectién gbailablé fé}:
' computer software in thé'éédefalé Republic of Germany’ and in
the United States (1). Though computers were de&eloped in the’
mid-1940s, the need for legal proéecticn'of computer,progréms
: did not arise until the 1960s., The initial impetus for §h§
'dévelopﬁgnt of an independent software industry was provided
in 1969 when’ Intennatiénél Business Machines (I.B:M.) in £he
. United States stopped "bundling” itsrharanre and software. A o
.worldwide information explosion causes a demand ‘for new
= proéucts‘ and services xfo help manaéé gaéf : amountg éf ,‘\
inﬁormation efficiently and éffectively..Thé dataprocessing‘
industr& has provided a wide variety .of computipglmacpinés‘ané,\
| éompute: éoftwafe_ in'response“po tﬁfs demand. © In: 1976,ﬂthe\
personal computer. was developed, ané ’kiyﬁ the 'revoiuyiod in
. the semiqonductor technology making ‘smail an@ relafively”
inexpensive computers \pbssiblé,' the | hgrket for - computer ' -
programs was expaﬁded to iné;ude Sméll-buéihess and, individual J
users. . ‘ o . A

During the past two decades, the foundation of the United
‘States' K economy has shifted from primary a dependence-—on
labour-intensive manufacturing industries, to dependence . on



b

H2).

the development of advanced technology. \ The grdwth rate of
éﬁe software\ indﬁstry has, greatlx‘kexceéagd‘:tbatj,of the
hardware industry and,. due to decfeaéiné hardwaré'_costs, xhe
future profité of computer technélogy ma& vell lie in
softwaré. Pérhaps because - the software industry has bécomé a
majof cbmmerciél and technologi;al contributofwto the success

of Amerzcan bu51ness, the creators of software in the United

. States. have established an undisputed worldwide lead.
;Mlllxcns of computers are used in the United States, and all

, of these need programs in order to perform useful functions,

Although the current market for software is already very

\

large, 1t is expected to grow dramatically in the next five to

ten years. Software industry revenue for 1983 is estimated at

s $ 17 bllllOﬂM worldwide; in 1987 it should reach % 55 billion

'
§

'

N

Legal problems haveé increased as changes in technology have

‘ caused the mlqrocoﬁputgr to become part of the’ mass market.

As Robept P. Merges has pointed out, legal rules change in

response'to the effects of new: technologles,‘ not in reépqpée

to technxcal developments- themselves (3).

Because programs in machine-readable form are as easy and.

cheap. to copy és‘they are difficult and expensive to'deyelop

and refine, it is not surprising that ' software piracy has

become widespreaé‘ To comprehend the extent of the biracy

pfoblem one hasioﬂly to ‘imagine that for the price of a blank’

disk, which is approximately four dollars, a computer operator



e é
.

:

B

“may,copy. a .program retailing for -hundreds of Bqllars,~on,qhe

apalysts have 'estimated -that as much as thifty percent ' of

1] .
international markets.

% ’ ' ‘ |
N '

8,
%

v

«
Ve e

3y 7 ]

LY "

open market.’ : e ' ; STy

t

The amount of piracy - in this rapidly . expanding market is ~
difficult to estimate with ‘ényvuprecision}, hbwevef,ﬁ,some ‘

t

‘ "‘. ! - ’ ; ! ’ - i
potential software industry revenues are dlost to piracy (4).

As a result, vendors of original 'software are motivated to

o

. over—priﬁe their pgoducts initially 1in order to factor the

likelihood of diminished revenues due ta piracy. ' Even this
» ' ‘ . ' ‘ , ) ‘ fg Yy
tactic, however, may not fully compernsate the .originating

vendor, éhdl in th?é,”writef‘sloﬁinion, may créate ,a %u;ﬁhgr
incentive for birac&r ‘: L . , 1—5

The Yscftware ipdustryhl éutho;s, users, and government héve'
shown an increasing 'interest.in legal protection‘éf‘programsu
Hundreds oflsoftware;idfringfment caseéya;é pending throughout
t he Uniteé States‘(S). An@‘all'threel.branches of the U.S.
Governmeﬁt, have taken actions wﬁ}éhf demoﬂstrafe ° their

® . @ v

interest, . B

i v
t) * |

First, the U.5. Supreme Court handed down two significant-

\

decisions constfuing specific sécﬁiqns of the'patent law (6).

Second, Congress enacted 'a new Copyright Act and amended the
patent law, Third, President Réagan urgeﬁ Congress .to modify ‘

\

the federal antitrust and intellectual property laws to

\
'

improve ‘the competitiveness of  American ~industries. .'in ~

3
f




('E. Softwaré 'is. a ~valuable end*product of human ’endeavour/

requar1ng substant1a1 technical and financial resourceés. There
ig:no doubt that it should enjoy the same degree of legal

. A\
_protection as any other property. The question 15 what form

of protection it should have. This essay analyzes two

different -approaches -~ 'to the protection of computer software,
by comparing the protection scﬁemes _in the United' Stages
(which has 'a statute Spec1f1cally providing protection under
,copyright)g with those of Germany (which protects compdter
.softwafe bylépplicatioﬁ of existing law) (7).

)

)

Tréditionally there are three forms of intellectuél property ’

protection in. both these Jurlsd1ct10ns- patent law; copyrlght
_law; and, ' trade secret law. The debate over the nature of
_legal protection available or appropriate to software centers

on the question, what is the nature of software? y
- .

e

b \ .
mental steps or incorporates mathematical algorithms or other

fundamental laws of nature which traditioqally are not

”pétentable. It ié interesting to note that a paéent ‘was

grénfed,in Germany for a program that was denied protection in

the United States (8). | T

In the copyright area, the issue |is wheéhér the form of

software whiqﬁ is actually used on xhe'éompﬁter, ("binary
, L form"), +4s 1in any sense a Tliterary Qork", since. it 1is

i

intended only to operate a machine,

, ( \ Trade secret law, at least trédit‘iona‘l}y,-has been used by

. In the patent ared,  the issue is whether séf;wére states.



*

software prBGﬁfg:; as the primary method of enforcigg and
preserving intellectual property rights. In this area the main
problem with which software owners have had to deal has been a
more practical oneé: namely, how to keep the secret.

Since it is essential to underétaﬁd\programs in their entirety
in order to realizZe the légal‘gfoblems of. protecting computer

 software, ' this paper commences with an introduction to

L cbmputé;itermino}ogy (9). A detailéd description and analysis

%

| of the protectiéhhof computer software in the United States
+ and Germany follows. :The thesis also canvasses %(isting
interﬁational agreements in 6rder to place in context the
different software protection schemes of eaéh country.
%i;ally, "a ‘compacison' of the different forms of legal
protection is undertaken, as well as an‘ analy;is‘of théin

advantages and disadvantages.
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Chapter 2: B

Computer - Terminology:

éomputér Programs and How They Work

. »
-

Familiarity with the terms and phrases used in the computer

software industry is 'a prerequisite to a coherent discussion

of the protection of computer software. This is especially

important insofar as several relevant judicial decisions, as
shown below, have turned on distinctions between the different

types of computer programs.

1. Hardware angd Software

The first éeneraﬁion of coﬁputers did not utilize what are now
referred to as computer programs to ‘carry'“xout their
cohputational‘ ggsks. The 'machine could perform only the
pafticular function for which it had been wired. In other
yords, the first computers were all hardware. The term
hardvare, as used today, includes the television monitor,
storage -devices, and the microcircuit chip.

Software, on the other hand; is the set of instructions used

directly or indireétly in a computer to bring about a certain

result (10). Software manipulates and instructs the various
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‘haﬁdwaréfcompbéent% to perform desired functional tasks.

' .
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I11. Computer,bfogramsf -

‘

’p computer program,/often called software, 1is a éet of serial
instructions that directs the computer to perform certain
tasks. It is typically written in several steps.

Before the programmer writes any co@e, he develops the program
flow logic, a logical seduence of steps whichithe program will
perform to accomplish its functions. The prog%ammer u;es this
flow logic as a guide for writing a code. It égn be read and
understood by individuals, but not by computers (11).

Often, the most innovative énd valuable aspect of this logic
is contained in a set of sequential calculations or procedures
which will result in the desired output after the ‘input has
been submitted. This 1logic is knéwn as an algorithm., The
essential part of most programs consisfs‘ of a series of
algorithms {(12). The next step 1is tq exp%ess the‘algorithms ’

and other parts of the program in a source code,



111. Source Code and Object Code ‘ o
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" A source code is the most sophisticated type of software: it

instructs the computer hardware to perform a variety of

specific functional tasks, such as wérd and data processing.

t

Source caode . generally refers to any mnemonic system

.representing large numbers of machine instructions, such as

the high 1level languages BASIC, PASCAL, COBOL and FORTRAN,

which use commands resembling English words and symbols (13).

Source code is intelligible to human beings.
] i

v

Source code is then converted to object code through the use
of a "compiler” progfam. Aftervards, the program is written in
digital language consisting é& zeroes and ones. Each .zero or
one carries one piece of information which is called a bit;
the bit merges in a series of bits, called bytes (14). The
operation of the compiler 1s more than a human language
translation; it 1is not really comparable to a conventionel
translation of a béok, as from French into English. Object
code has syntax rules that require a program in object code to
contain many more staéements than does the sprogram in source
lanéuage. There "is no simple one-to-one relationship between
the numbers of sourte code and object code. Some source code
statements wholly disappear, while ~some object code

statements may have no counterpart in the source code version

(15). What the source code and the object code have in common
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is not ' the specific litera}y _ expression cho§en by the
programmer, but a general ' strugture and gﬁecifié'strategies
 for Sringing about aniinteqded result. » ﬂ

4

The machine-readable "bindrﬂ*form" in which the  written code

(object or source code) is prepared is unintelligible to a
human being; its actual form is elgcﬁrical ( consisting of
high and low voltdges ) and magnetic ( consisting of different

~

polarities of ffagnetization ) (16).

i

I1V. Application Program and Operating Program

Application programs are the software programs with which the

public has come to be familiar. They are normally written:in

high level programming lénguages and are designed to pérform

specific user-orientated tasks,
<y

capability. They accept input from the user . such as the

like creating word-processing

»

aumbers to be added ) and provide the user with an output

( such as the sum of those numbers } (17),

\
oy

Operating programs, in contrast, perform funétipns internal to

the computer, such as directing the output to the proper

output terminal device, creating the video display, and

storing programs on a casette, tape, or disk (18).

3

- e - ~
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.V, Read Only Mémogy {ROM) \

1
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‘A ROM is a silicon chip on which a computer program in object

code fofm is photochemicaliyﬂimprinted as a patpéfb‘of binary
on/off switches (19). When activatéd in a giden ée@uenpe these
switches servé ta give machine instructions to the computer,
to which the chipxitself.is permanently wired. This results in
the execution of the program.‘ The stored infdrmation cannot
be changed by the user of thé’computer and is Eﬁérefpre called
"read oﬁly memory ™.

Memory chips on which users can write érel known as Random
Access Mémory (RAM? éhips and operate as a pransient form of
storage designed for use during program operation. A more
recén£ déveldpment is the EPROM, an erasable programmable

#:

memory that can have its memory c¢ontents erased and

reprogrammed (20). To be used in a compdﬁer, objegt;code must

be stored in a memory device, éuch\as a floppy disk or @ ROM.

' o
{ B4 o
-
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Chapter 3: L | _ L el

Protection of Computér Software in the United States ( ;f\\'

J

C ® b,
Three formsé of legal protection are available for computer

A

programs in general: trade secret law; \copyright law; and,
patent,laﬁ. Bach form of protection is attented by certain

advantages and disadvantages. . .

1

v
'
i !
[

I. Trade Secret Law

v

~ . . »
1 \ . v,

c"v&
Sinée secrecy 1is impartant to §oftware authors and veﬁEOrs,
oné’might think that téade‘secret law would offer the best

" torm of protection for computer programs. It is indeed the
favored form of protection at the moment (21), Trade secret -

: protection i's avall§ble Bp;h domestically and Enternétionally,:
even though there is no interﬁational convention specificallyl-’
dealing with trade secret:léw (22). There is no dispute ﬁﬁqf
computer programs and software are protectible 5ubj§ét‘métterl
undetr trade secret law (23), Trade Secret’1;W'can protect the
idea, the information;i«the inveptibﬁ),the desiéﬁ;: as wgl;ﬁés',
the exﬁreséion of fhe_idea. Thus, tradé-éecrecyfmaylexteﬁd its"-

protection to the'entire program.

&

\11’ .

P
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H market their computer programs on a national scale (24). .

+A, Elements’ ‘ I \
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T:ade seccee~law has 1ts roots in ‘' the common law, ‘50 that its

‘content varles“somewhat from state " to state. Th1s lack of

) !

unxformzty may pnove particulari troublesomejhto those who

1

-

Nevertheless, twenty~f1ve states_and all federa& jurisdictions ’

»

(25) " have substantiélly adopted the defioition of‘ trade

‘'secrets contained in section 757 of -the” Restatement . of Torts,

comment b (1939): i ’
(a)ny formula, pattern,'device or compilation . .of iﬁformation
which 1is used in one's business, and which gives him 'an
opportunity to obtaln an advantage over competitors who do not
know or wuse it. 'The subject .matter of "a-trade -'secret must
be.....secret so that, except bp the use of, improper means,

\

. there would be. dlff1culty in acqulrIng the information. An

‘exact ' definition of a trade secret-is .not possible. Some
factors to~ be considered in determining whether given
information is one's trade secr t are:. L. .-
(1) the ' extent to whlch the format1on is: known outside of
his busxness- Lo : A
(2) the extent tolwhxch it 15 known by employees and‘others
involved 'in his bu51ness,, !

(3) the extent of measures taken by'hlm to guard the secrecy'

.of the informdtion; ‘ o .

- (4) the value of the wnformatlonn to h;m rand to his
competitors; - . o S ’ “
(5). . the .amount of effort “.or ‘money’ expended by him in
developing .the information; o - p
.(6) the ease or difficulty with which the 1h£ormat10n _could be
properly acqu1red or dupl1cated by others. ;- S

~ 4

fMany courts have'expressly adopted ‘these factors, some. courts

W)

_also have requ1red the purported trade ~secret  to have an,

1

element of novelty (26), o / ,; o t | \

i

These crlterla are examined in greater detaxl below. It should

oe;noted 'that where’ computer softwete quallfzes as a trade

!
! ' h D ' -
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secret, - then protection "extends to the computer program

_‘i;sélf, to any documentation concerning the program, and even

7

to formulae and algorithms that are 'incorpqratea into the-

program.

1. Secrecy

.

1
1

‘The virtual monopoly that trade secret protection provides to

the owner of qualified software 4 must 'be gquarded quite

 ca%éful1y.\ Secrecy 1is by far‘ the most importént element of
:traaebisecret‘_fs;étus. -All protection - is lost if the
bféprieta;y software is accidentally or 1llegally disclosed.
L‘fhié‘is, not to. say that the owner has to keep the secrét
: abs?lqtely; he 5may’ﬁarket the software as long as he £akes

‘reasonable steps to -maintain its confidentiality (27).

)

!

‘Déta General Corp. v, Digital Computer Controls, Inc.

oty

.demonstrates that trade secret protection is not lost as easy

' as some _people might suppose (2B). Data General at one time

hsa Histributea over eighty copies of' a maintenance manual
which contained trade secrets ' regarding the, construction of
its computefé.‘ These'manﬁals were seen | or might :have been
seen’ ) by more Ehan 6060 peréons. Data General wvas

nevertheless able to enforce its trade secret rights, despite

3

" the broad potential dissemination, because it had taken steps

s

13
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to preserve its rights, such as placing proprietary legends on B

the documents, and requiring its employees and customers to
agree to confidentiality restrictions.

However, software must be kept relatively secret to be

protected. The software market is a consumer market in which

a large volume of programs are sold through mail business and

retail stores. Maintaining a secret isf there%ore especially

difficult, and expensive. Consequentlygithe’ soféwarg company

should first\institute procedures and take reqsohable steps\to

protect the secret at the site of creation and_marﬁet;ﬁg"(zé);

The most common form of contractual software protectidn ié the

restrictive licence agreement, which ,reétricts thel}iéencee's

use of the software and prohibits disélosureﬁto|;higd4§ar£iés.'
Other standard procedures incluée_ nondisc;qsu;el aérégmgnté‘
with emplojees, praprietary,and confidéntialit§ lggen@s‘onﬁéilﬂ
materials’ émﬁodying.the' sgérets, and ;estriéte?f@écéss to

. . : . / ) '
locations containing- - the ,materials. or computer’' systems

! !

containing the software (30). If a trade secret is illegally. .

obtained by industrial espionage, or is disclosed by a present

or former employee in breach of ‘a- confidéntiality agreement,
. ’ , 11/1,! .

anyone is then free to use the trade secret L3l§,

It i

'
!

. ‘ “
. .
/ v, ’ » I - 1,
; .
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2. Novelty

software which ¢ontains ﬁovel elements ( for example, allowing |
new appllcatzons to be pfocessed ‘by cOmputers) ‘seems clearly
to fall within the standard deflnltzon of .a_trade secret (32).
fNovglty“, in the sense in which courts use';t, does not mean
that the iniormatiop must be new, or' rebresent a signifi;ant
advéncé over prior knowledge in tbe industry (35). All that is
pequireé is that the information or knowledge represent, in

some cdnsiderable degree, the independeht efforts of 1ts

"plaimant’(34)w

‘Trade secret novélty'is' merely intended to insure that the
/ 1
1nformatlon is capable of bexng kept secret. Although matters

, of general knowledge in the ilndustry are/unot protected by
trade secret law (35)., particular ébmbinat;ons of generally

known concepts may be protected (36). Most. éomputer éﬁogpaﬁs

fall under the partlcular comblnatxon theory, because almhough
| !

51m;llar programs may 'use the same algorxthms and loglc, they

1

combiﬁé ' those algorithms and loglcl,d;fferent;ylto proddce

pfogréms of different spéed, accuracy, cost, and commercial

/

feasibility. . The <ombination which produces the - best speed,

accuracy and’ commercial feasibility is considered to be

t

i shff1c1ent1y out51de the general knowledge of'qhe industry to

be protect1b1e (37).

li

15



B. Scope of Trade Secret ?rotection

Once protection attaches, it lasts for as long the secret is
not discovered by legitimate means (?8). The owﬁer is
protected against misappropriafion ‘of his secret through
improper conduct. Hé gs‘pro§ected against: .
(1) discovery of the secret by improber means;

(2) disclosure or use of the secret which éonstitutes a breach
of an expresg or implied duty of_confidepce;

{3) use. of thé seéret by one who learnéd the secret from a

.'third person with notice that it was a secret and’' that the

. third person discovered it by improper means, or that the

third person's disclosure of it was a breach of confidence;
' (4) use of the secrgt‘by one who learned .of the secrgtdwith

notice that it was a secret and its disclosure was made to him

by mistake; and

(5) use of the secret by one who learned of the 'secret without

notice that it was a secret and that disclosure to him was a

" breach of confidence, or who learned of the . secret. through a

mistake without notice of the secrecy and mistake,  after he

receives notice of such facts (39).
Consequerntly,-any person who_independently createéythe same or
similiar software ig free to ﬁse‘ it,'sincg tfade‘ secret léw
only provides legal‘protecﬁion_against someone who illegally

obtains the‘proprfetaryfinformation}
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Even when the information is dlscovered by 1mpr0per means and

is thérefore nol longer secret ‘ﬁrom all competztors, ‘the

origipal holder'is entltled to damages and protection from use

o

by the 1mproper dlscoverers for,at least ‘as long as it w0uld

have taken a competltor to dlscover the secret through proper

¢
< ' N

'
- \ -

means. . ‘ . ) ; T -

‘ ) i - {
)

Since trade secret brotectionfrequires a limited and strictly

controlled< use of the. ‘protécﬁed softﬁafe, trade secret

.

protectlon is not in everyJ ‘case . a very effective and

- ' - a8t
. : o ‘. \ B
suff1c1ent method of .protecting. , : |
.4, ) N
\ A - N
, > ’
0 - \
’ .
. ! - o -
Y \
’ /\. I3
= ’
.
’ .
-
N
LA 13 ~ -
:
' * ' )
t 1 I3
— N _ Y . = '
t N - » 0
. :
4 ‘ 1 f \
- I3
- 1 v N
N 1
- ' B + -
B ¢ N ' .
re o ) A i ~
. ;
l' ! /
- s -
“I
\ - i
)
1 o :
" N !
2 »
. .
.
Ay N v !
PR [ -
:
f . -
p .
3 . ! v
[ t = 1 \
- . b
- 1
. . .
\ [ o
I i i =
]
¢ . < ~
x ' - s



A. History

/ ' o

I11. Copyright Law \ o ,

\
A
\

The Copyright‘hc£ of 1909 was quite different froﬁ‘%he ﬁgi'of
1976 cprregt}y in force. The - 1909 Act re@dired publication .in o
order for a work to’ receive statﬁtor& protection; expressiors:
were élso 'reduired to be‘girectly Eeadab}e by a person to :

“qualify fér‘ protection (40), The human-readable form

requirement was eliminated by the 1976 Act. While the 1976

Copyright Act, as originally ‘enacted,' did not specifically

" "authorship" and "fixation"

. provide for copyright protection of computer software, its

leglslatlve h1story suggests that Congress cons:dered computer
programs copyrzghtable as "llterary works” {41).

fn Tandy Corp. v. .Personal Micro Computers,Inc. the Court

examlned the 1eglslat1Ve history and concluded that the 13976

quyrzght Act . extended federal copyright protection to

computer programs (42). The Court decided that a computer

program clearly satisfies the statutory requirements of

3
\

\ -

In 1974, Congress set up the National Commission. on New

" Technological -Uses of Copyright Works (CONTU), whose mandate

was to consider software and technology problems in the

context of the ' Copyright Act. The several conclusions that
\

. 18
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‘resulted were embodied in the 1978 CONTU Frnal Report and

were, finally, considered in the 1980 Amendment.

It is undiﬁputed that the 1976 Copyraght‘Act, as amended by

the Computer Software Act  of 1980, extends copyright

protection to software (43).ThéwrComppter Software Act of 1980
added a deginition o% what constitutes a computer program, and
created a special exception for computer programs to the
normal proscriptions against copying of copyrightea works. The
1980 Amendment wés_made in accordance with the reccmmendati&ns
of CONTU. The Amendments and the most iﬁportant sections
relating to {Be copyrightabilaty of computer‘software are as
fo;}ows:

Section 101 (Definitions):

A "computer program” is a set of statement of instructions to
be used directly or indirectly in a computer in order to bring
about a certain result.

A "copy" 1is defined to include a material object in which a
work is fixed by any method now known or later developed, and
from which the work can be pewceived , reproduced, or
otherwise communicated, either directly or with the aid of a
machine or device. :

Section 102 (b):
In no case does copyright protect1on for an original work of.
authorship extend to any -idea, procedure, process, system,
method of cperation, concept, principle or discovery,
regardless of - the form in which it is described, explained,
illustrated or. embodied in such work.

)

Section 117: ‘
Notwithstanding the provisions of Section 106 it is not an
infringement for the owner of a copy of a 'computer program to
make or authorize the making of another copy or adaption of
that computer program provided:

1. That such a new copy or adaption is created as an essential
step in the utilization of the. computer 'program in conjunction:
with a machine and that it is used in no other manner, or

4

19



‘2, That such a new copy or adaptibn is for aréh{val purposes
only and that all archival copies are destroyed 'in the event

"the continued posxtzon of .the program . should. cease to be

rightful. ,
Any exact copies prépared in accordance with the provision of
this Section wmay be leased, sold or, otherwise transferred,
along with the copy from wh;ch such copies were prepared only
as part of the lease, sale or transfer of all rights in the
program. Adaptions so prepared may be transferred only with
the authorization of the copyright owner.

The one change made by Congress to ‘the CONTU recommeﬁdations
was the substitution of the term T"owner" in s. 117 for
"rightful possessor”™,' Congress gave no official explanation
for this change, but it has been reported that Congress was
concerned that otherwise s. 117 would not allow licensing of
software (44).

3

Although it is undisputed that , the Copyright Act 'extends

s s . -, ,
,copyright protection for scftwarein general, there is Some

o, . . ) -
queStlon vhether this protection applies to all forms of

<

"software (45). \

S
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B, Eleménté Necéssary for Copyrightability

- P
l . R T

Copyridht"“pro%gctidn attaches . to works of authorship which

" comprise qopyrithable subject matter, age originally created
A

by the aﬁphof, and are fixed in a tangible medium of

expression (46).

\

‘1, Copyrightable Subjeét Matter ) \ -

i
i

i -
' .

In‘ofdér to be copyrightable subiject matten}ﬂa‘work must be a
"work of authorship”. A computer prod;aﬁ:“isﬁconsidered a
literary work of authorship to which copyright attaches (47).

Only the expression of ideas in a  work constitutes

copyrightable subject matter. Copyriéht dogs not protect

actual ideas, procedures, processes, systems, h methods of

operation, concepts, principles, discoveries, or utilitarian

aspects of a work; it only protects the specifig manner in’

which‘they are expressed,

21



2. Originality o _ . R

! v )

A second reguirement for copyright pfotection is briginélf{f.
In order to satisfy this criterion the author must create the
work independently, without copying from another/work ‘The

" created work néed not be different from preV1ousl¥)exlst1ng

'

works, 's0° long as an 1ndependently created work expresses

ideas which can be ekpressed in several ways, the originality .

v - - N . i ) k) ‘- n" » b
- ,requirement for copyright protection is satisfied.

!

3. Fixation

I

Final%y, in 6rder 1to be eligible for copyright protectioﬂ, a i
work must be flxed "in a tangible medium of expression. The
medlum may be known at the tlméJ a\wonk is created or may be
’ subsequently dxscovered prov;ded that it is one from which a:
 work can be percelved, reproduced, or othervise communicaﬁed,
either éf:gctly,or with the aid of a machine or device (48).
A work is ‘"fixed" when its embodiment iq a coﬁy is
sufficiently permanent or stable to permit it to be perce1ved
reproduced, or otherwise communlcated for a per:od of more

’

than transitory duration (49).



4. Procedural Prereguisites tb Copyright Protection

A plaintiff attempting to prove copyright infringement must
meet certain proc du;al reqguirements before proceeding to the
necessary substantlve elements. The plaintiff mpst have
registered the work in the Copyright Office, or at least have

attempted to register it and have been refused (50).

After the enactment of the 1976 Act, the reguiremeat that é
copy of the full text of the source c¢ode must be deposited
with the Cobyright Office was dropped. At present, the norm
uﬁder the regulations 1is that the first and last twenty-five
pages of the source code must be deposited with the Copyright
Office (51). The’Copyright Office prefers the deposit of a
computer program's source code, but will accept object code
under the so-called "rule of doubt". The doubt stated is not
vhether the program is within the §ubject matter of copyrighfj
but t¢ather that, since the Copyright Office examiners are not

expert computer programmers, they have extreme difficulty
)

—

determining whether the deposit  actually contains '

copyrightable authorship, if the computer program-is deposited

in a format other than source code (52), Where the applfcant

is unable or unwilling to deposit a printout in source format,

the Office proceeds with registration under their ."rule of
doubt", upon receipt of a letter from. the applicant assuming

that the work as deposited contains copyrightable authorship.

25 , " -
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The purpose of the/dep051t is to allow the Copyrlght Office to

recogn1ze the computer program as a copyr1ghtable wo%kvﬁrztten

‘by the applyzn% author ‘and to make the deposit available for

-
b

. .

publ1c 1nspecti
‘ U

B .
: B ¢
-~

_The llmlted deposit of the source code has been cr1t1c1zed as

3 ¥ ‘

not belng "a meanlngful publlo “ﬁasclosure of the copyflghted
object code '(53). Since the full~ text of a source' code may
amount to several thousand pages the first. and last pages are

very llkely to be ;commente “which .areonot~actually parp_of

the program instfuctions. 'Therefore, the .practise of the-

Copyright Office makes it very easy for somgoné to retain{tﬁe ]

secrecy of~ his source code. Thxs is contfary to the general.

polic¢y of COpleght law (54) wvhich - is to make avallable to

the public -any publzshed work whlch has been depos1ted (55) -
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i C. Case Law : . S

'

There has been some confusion as to whether machine language,

or ‘object code, is a form of expression .covered. by the

 Copyright Act. , S Cos

A
& T,

S l. Data ‘C'a‘sh Systems,- Inc., v, B8 & A GEGUp

- -
- .-

The copyrig‘;htab'rlity“ of object code was"first consideréd in

T - Data Cash Systems, Inc, v. JS"& A Group (56).
<,T The Dis:trict (;’ourt ~ ’f,oum‘i that'>the‘ '6bjec§: code form of a
: computer .pr;ogram stored in“a _ROM was, not a' "cbpy" 1n t:,he:~ )
;1"_ - " purposes of. the 1&09 Cprrlght Act because object code could

‘not be seen and read by humans, and because 1t was simply a
e - "mechanical‘—‘tool' or a rhachine' part" (57) The Court, stated

that even 1f the 1976 Copyrjht Act had applled copymg a ROM

‘would not be actlonable (58) The C@urt also p051ted that the

Copyright Act of 19‘76 covers computer programs ‘'in flowchart,

/

- scurc;e, “and assembly phases, but- not in their object code

phase The Court explalned that the object _code,~ when stored

m a ROM, 15 a. mechamcal dev1ce which is out51de the 'scope of

copyright law. The - Court "of' Appeal afflrmed\ The District

L‘\j .

Court ‘5 decuslon mthout rulmg -on the quest1on whether object

: % ** code in a ROM was copynghtable (the ROM in questzon did not

. by
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" Given the same issue " and similar facts as the Court in
, ¥ D DA - oL

L Qaia Cash,Syétem§,'Inc. v. IS & A Group, the ’Diétrdct Court

f_iﬁ'Tandy'Corp. V. Persohai Mictro Computeré;flnc., held that

LS - 5o* .

”copyright"law does protect a program f1xed in the form of a

ROM chip (59) " Applying the Copyright Act of . 1976, ss:, 101
 and 102 the Court held thaE a,compbter programdia'ﬂa work of
J . :, authorshlp subject to copyr1ght protect1on, and that a 3111con

ar

chlp 15 ‘a "tangxble 'medmum ofa«expr3551on". Thus, a program

! o ] ; fixéd in suah a form is sub]ect to copyrlght laws CGO) In\

R -
the result it was held that the practlse ,of unloaélng ‘and -

F

l reloadlng a program from a ROM’ ch1p 1s an 1nfr1ngement of a

e amended s. 117 was not 1ntended to prov1de arloopﬁole which

@

- duplicated. o . = S

2. Tandy Corp. v. Personal Micro Computers, Inc. o

_:wou;a-allow a computer program'flxeé on a silicon chip to be "’

=1

- copyrlght 1n a source program. The ,Court p01nted,out that the '

-

N



%% ‘ < 3. Williams Electronics, Incf v, Artic International, Inc.
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' The conclusian in Data Cash, supra, conflicts with, the s, 101

definition of.a "copy", and was specifically .rejected in

. williams Electronics, Inc. v, Artic International, Inc. (6l).

!

A

which - the copyrighted work is,ﬁixed;, and thatlhd" further

s

. requirement exists that the copy per form ' some communicative

1 \

L  role (62), ' . I T ‘ —

The defendant had .argued that a :.distinction should be drawn:

- o between the "source code" ver§ion of a cbmpuﬁef¢ program ;né\
| | the "object'coae“ sfage. It was’éuggested that the fdrmét’

o / 3could\be copyrigh@ed whereas 'the latter could not be protected
‘ ' ~" . éiﬁce”é computer program stored in,a ROM would hot,satisfy’%he
'.\staﬁﬁtory reguirement_of;fixdtionl It was argued:that because
e - a "copy"” must be intel}igible to human beinés and'intendéd as

\ .

S . 'a medium of communication to human beings, the "object code".

'did not qualifyrfor copyright brotection.

~ 1

. 5, -+ The'Third Cireuit Court rejected the defendant's-arguments by
", interpreting the definition of a "copy" expansively. The Court
. ... ruled that itj‘was-not:\logicél that an ihfringemeg# action

.« would apply‘tql copying of the cdmputerlprdgram ‘text, hut not
’ “to the dUplicatipn of a computer \program fixed on a filicon'
° :' “ _chip.’ édditibnaLLy, the Court-referred to the conclusion

. ‘
I3

’

égg',\,; ~ reached ih‘Tandy»Cofp., .supra, albeit ‘in‘the, context of

r‘. T 1 -

The Court in Williams held that ‘a.copy is a material‘bbfgct in -

\¢

re
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| ’computers‘ratherrthan video games (63), - : o

4

4, Abpre Computer v. Franklin Computef\':

’
I3
P

/ o

The first appellate opinion to deal with the &opyrightability ’

of software in a comprehensive manner was 'the deécision  in

{

Apple Computer, Inc.v. Franklin Computer Corp. (64).

4
i

In the early-1980s Ffaﬁklin Computer,’ a challenger to the

relatively well*eétéblishéd' Apple Comphtgr Company, soidl_an

"Apple—compatiblé; computer. The point of  marketing such a

product was to allow buyeréidf»the Franklin Ace iOO‘model\té
use software writtenffon,the‘fpopuﬁéf ApplerIf céépptérl LTQ
make this poésible,‘Erahklin!émpioyees made . copies of sévéral
of Apple's operating ;ystgm'prograhs; Aéplemﬁiied1 a s&it ini
',Federal C0ur£ axleging'in  part that frankliﬁ:inf%ingeﬁ its
copxrigbts‘in,thgse prpgray@. ' l - \ ) o o

i

'The District 'Court denied  Apple's motion - for a prelimiqér&
" injunction.. Oq‘apbeal to the Court of Appeals for the Third
.Circuit; two major .issues emerged.

 f

.
‘
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A

by the computer (§7). ' - . L

1

-~

(a) Copyrightability of Object Code

[

, Since computer programs are routinely translated from source

\ ' '

code -into object- code, copyrightability of source code alone

does not offer sufficient protection against unauthorized

/

duplicaﬁién of \ptograﬁs. Franklin's two ma jor argﬁments
against copyrigﬁtabilitylof|objéct code were the facﬁ that it .
is unintelligible to hﬁmaﬁs, ~and that it has a utilitarian %‘
purpose. ' R ' - ’ ‘ I,’ |

¢
1

v )
l . . .

| ‘ ' 4 » » » . » ‘ ’ . v .
. The source of the intelligibility argument was the decision in

" White - Smith Music. Publishing Co, v. Apollo .(65); The Courtl

‘in 'Apple Computer rejected this argument, however, on -thé

- basis that the legislative History of the 1976 Act

demonstratéd that the Act. "was intended to  obliterate’

distinctions engenéefed by White - Smith" (66).

In addition, it  was’ held that- 'there was ' a logical :

.inconsistency between the intelligibility arguhentiénd s. 101

of the Copyright Act' of 1976, as amended in 1980. The

definition . of computer program’ in s, 101 refers to

"instructions ‘to be used directly -or indirectly” in a.

\

computef. As 'source code instructions mué; be translated into

object ,code before the computeg can act upon‘xthém, only

instructions expressed in object code can be used "directly"

7

29 . : I S




The defendant's second argument ~.the utilitarian purpose of

* - the objécé code, was ~also rejected by ‘the COurt The-Couff

:

reasoned - by analogy, .uszng( the example of an 1nstruct10ﬁ

booklet _for a }complsx machiné, S:nce such. a booklet does
somethlng useful (i. e. explalns ‘how to operate the machine)

but recezves copyrlght protectlon none the 1ess, the Court

{

concluded that utlllty was not a bar. to copyrlght protectlon

%

(68). Thereforen it WAaS héld ‘that since object code is just

~

another means of. expre551on, it could receive protec;ion
notw1thétand1ng its utlllty
(b) Coéyrightability of Operating Systems

\ v 3 , , /
AR {

W

Apart ‘from the 'copyr1ghtaﬁ111ty of object 'code, the Court

'conszdered Frank11n s content1on thdt cppyrighf law could .not

 protect operatxng system. software.

- Nt

~

The Franklin argument drew a‘distinct{on‘ between application

programs- and operating systems.' It was'donceded that the

&

Eprmef were copYridhtable, but it was argued that the latter‘

{
were not (69). Franklln underl1ned thig statement by C1t1ng

Baker v. Selden (70). Selden was the author of a copyrightéd

book about a novel bookkeep;ng system. The book contained an

explanatory text and ' some sample ledger sheets. " Baker's book

on the same bbqkkeeping’system included very similar ‘sample



i - . \

' _—

ledger sheets,_but used SOmewhat deferent column headxngs and

)

‘rearranged columns. Selden s heirs cla1med 1nfr1ngement of the
copyr1ght. The Un1ted ~States $upreme _Court "held . that

!

i copyrlght 1nfr1ngement had not occured

|
!

Inlintergretipg the “Eriginal ‘work of authorshlp" standard
the Coﬁrt’significantly " limited thé scope of ‘copyrlght law s
protection (71). It lwaé held Fhat éopyright law did not
o . provide protection against ggé " appropriation qf*.an‘iéea or
process ut111zed in an aut;or's work, but-rather protected
only the partlcular eXpre551on adopted by the author to convey
this 1dea or proce$s. Thus, a book cgntaanpg;explanap10ns-and,
examples of an author's independénply developed accounting
‘ procedu;é Iwasy/cbpyriéhtable,' but the copyright did not
preélu@e others  from pﬁblishfng: 'substantially different
, explénation§ and exaﬁples which =~ utilized the author's
. procedure | (12). \Essentially, copyright prevents
misaﬁbropriation:‘of an idea's *p&rtiéular expression ~rather
thap the use of the idea itself. * I |
This qualification has become -significant in operating system
“~infringenment disbutes. Franklin contended that Apple's

‘operating s&stem.programs were not copyrightable under s, 102

(b) of the 1976 Copyright Act, which c¢odified Baker v,
Selden. Section 102 (b) prohibits copyright protection for

any "process, system or operation". Franklin argued ‘that

operéting system programs are part of the "process, system, or



LA -

method of opggation“ of computer programs, and diq poi as such

qualify“fo; copyright prdteétion,.

v ‘
N

The Court in Apple Computers refused to adopt‘,this’expansive

reading of s. 102 (b), but held instead that' Franklin could -

\

re-create, but not copy, Applé‘s operating 'system programs.
It was stated that although the programs’ method of ‘operation
was not protected, the instructions used as a  particular

expression of this method could be protected (73).
9

Franklin's argument that Apple's: operating system programs

monopolized the ideas ' on which they were based was dismissed

.by the Court, . which formulated ah"ﬁest of cépyrightability"

\

for such situations. Simply stated, the .test asks whether

‘other programs can be written or created that perform the same

\

function as the program ' in guestion (74). If other programs

.are possible, then the program in qﬁestion is an expression of

an idea and therefore copyrightable. Hokevep, if other
programs are not possible, then copyright protection  is

unavailable (75),

32



'D. Protection

more than a mere idea because it involkves de0e1oped‘thought;

~Aithough .most algorithms are more complex than»éhe—:simp;e

:
1 . N
' . )

v t {
Yo

for Algoriihms
* |

‘ v N
| . A !

! y -
1\ t . N : R '
' ' 3
.

o . i , . \ , .
No judicial .. decision has yet addressed the gquestion whether

‘algorithms (the specific steps a. computer follows in

performing an assigned task5 ére-prbteétedfby' copyright law.

The answer depends primarily on future interpretations of

s. 102 (b) "of the Copyright Act (7%). fﬂlgoritﬂms are not

readily comparable to either the idea or expression side of -

the copyright law distinction,. On one 'hahéA@n ~algorithm is.

1

“on the other hand, it differs from an’expression because it is

a technigue that can be adopted and used in other prdgrams
(77).

As shown above, it was :ruled that ~where. an, idea can be
expressed in only one way, the ggpreséion.of that 1dea cannoé
be protected, unless the idéa and its | gxpréSsiom are
separable. fﬁds, protection of the expr§ssionis not possible’

where it would, in effect, monopolize the idea. - . .

H
s

expression usually effected by the "expression/idea unity"

: ~
‘rule, the rule extends to algorithms because the idea of the
\L~$1go;i£hm is indivisible from its expression (7B)., Algorithms
may also P?, ﬁ:gciuded from protection, as consti;uting
metﬁodé,uprocesses,‘or procedures as these terms are used in

s. 102 (b). _ | e



Additionally, the legislative history, combined with the tone
of the statute, reflects a fear of over-protection. Thus, the
Bouée Reports states: | >

"Section 102 (b) 1is intended, among other things, to make
clear that : the expression adopted by tﬁe programmer is the
copyrightable element ¥n a computer program, and that %he

actual processes or methods embodied in the program are not

within the scope of copyright law™ (79).

For these reasons, one cannot expect that the courts will

protect algorithms under the Copyright Act when a case comes

-up for consideration.

E. The Semiconductor Chip Protection Act of 1984

In 1984 Congress passed the Sémiconductor Chip P;otéction Act
in fesponse to the demand of the semiconductor inaustfy for
special leéal protection of . innovation (80). épecifically,
the Act provides in s. 905 for a ten-year term of ?rotgqtion
from unauthorized reproduction, importation, or distribution
of an original mask work, defined in s. 901: |

A "mask work" is a series of relatéd images, however fixed or
enclosed . '

(a) having or representing the predetermined, threedimensional
pattern of metallic, insulating, or semiconductor material
present or removed from the layers of a semiconductor chip
product; and , ‘

(b) in which series the relation -of the images.to one another .

34




X

Y

is that each 1mage has the pattern of the surface of one form
of the semic¢onductor Chlp pro&uct -

‘The right dates from desxgn regzstraticn with 'the Register of

Copyr1ghts (81) or from\the\date on whichfthe'design is first
, . . - ‘. / * i
commercially exploited, whichever occurs first (82).

. .
i -
1 - T !

; -

Enforcement procedures ‘and remedies are modelled on those of

tradltlonal Copytight Law. The chip honopoly, however, is

limited. The égg'prohibits protection for chip designs that
consist of stable, famiiiar, or common-place designs, or a
mask work that is nog originélr(83). The 'Act allows reverse
engineering .of the mask work for analysis solely for the
purpose of teaching, analyzing, or evaluating the concepfs or
techﬁiques embodied in the ﬁask works and further]allows the
results of this analysis to be \useq in designing a new mask
work {84). Consequently, the Act permits the use of concepts
and techniques' from reverse éngideéreél, chips to. ' be
iﬁcérpofafed into  new desiénsﬁ but :prqﬁibits the exact
repligétion,of' the original chip Addltlonally, an iﬁhocént

{

g : .
purchaser of an 1nfr1ng1ng sem;conductor ch1p product ig not

‘llable Wlth respect to the 1mp0rtat10n or dxstrlbutxon of the

1nfr1nglng sem1conductor chip product that occurs before he

!

hag notice of ~protect10n; but is llable ‘for a reasonable
royalty after having notice of protection with respect to.the

mask work embodied in the semiconductor chip product (8%5).
~ ' \ s 9
. ’
‘ s
Since the Act does not extend tradxt:onal copyright protection

to chips, but places chxp productxon under a new chap;er of .



“exploited ip the U.S..

P

the copyright statute, 7£he;0pi€éd States are relieved of any

obligation under the uce (Universal Copyright  Convention) to

grant equivalent protection to foreign chips. Nevertheless,

protectfon for . foreigirchips is granted,if the foreign nation
extends protection to mask ‘works of owners who are nationals

or domiciliaries of the U.S.)\ upoh substantially the same

-

basis as that on-which the foreign' nation extends protection

W

to mask works of.- its own nationals and ‘domiciliaries (86).

Apart from that provision, protection for a foreign mask work

is always available if the mask work is first commercially

\

Whether or not the Semiconductor Chip Protection Act of 1984

-is a model for new intellectual property laws, covering

R

technological innovations, it is-the first one in the world

(87}.

vt

F. Conclusion

i

fo evaluate or criticize.the latest development of copyright
protection for computer software in the U.S., it is necessary
to examine carefully thg'copyright law. The subject mattg?
covered by copyright law is described in s, 102/ of the

Copyright Act, Section 102 requires an original work 'of

authorship - and . lists seven illustrative categories of

36



@ ' authorship including "llterary works"
‘ "'therary vorks' are works...expressed in\wofdé, numbers, or
other verbal or numericq} Symbqis or indi;ig; regardless of
. the nature of the ‘qafefial objects..,.in which ‘théy— Qré
. ‘original written compute? ~1nstruct10ﬁs’and consists.of the
SymelIC manipulation of letters, numbers, and other symbols

. therefore, this authorshlp falls within the definition,

-

An argumént that has been asserted against- copyright

protection for certain programs, such as operating programs,

is that they are a process, system or method of operation that

is barred from copyr ight prqtect1on by s+ 102 (b) (89). This _

argument relies on _the:princ}ple _of Baker v. Selden (90)
:thich is codified in 8. 102 (b). This érgument shows a
misunderé?anding of the purpose and effect of the section: The
) purpose of é.’102~tb} is to dxst1ngu1sh copyrlghtablllty from
" patentabllxty, that means that copyrlght protectlon does not
" extend to the underlying idea of the work of' ‘authorship (91).
’ Consequently, the fact that a computer progfam represents or
embodies a qethod Aigwarrelevant,‘ becéuse only the form of

éxpressing the method (and not the method 1tsel£) is within

o '\‘the scope ‘of copyright protect1on.

-

7

Once it has been initially‘established that a computer program

"is an original work of authorship, s. 102 requires the work .to

@ be fixed in a tangiblée medium of expression, which is defined .

’

embodied” (88). The autho;shiﬁ in soft&are-is embodied in the:



oy

t6.” include any material ' object that permits the ~work ‘of

" authorship to be perceived or communicated with or without the

aid of a machine or device for more sthan a transitory

duration.

, ¢

There is a dispute whether object code embedded in a ROM is

copyrightable, 'because it 1is argued that a ROM ‘should’ be

considered as a machine part (92). A ROM from the outside -

looks 1like any other chip in a computer, so that it is

u

possible to argue that a ROM should be considered pdrt of .the
hard-wiring of the computer.!This approach leads in the wrorg
direction. The definition above shows <clearly that the

tangible medium of expfession‘does not matter, so,long as the

authorship is at least reproducible from it with the aid of a -

machine or device. ROM is merely a memory device which means
that the .information in memory is reproducible with the aid of

a computer,-even if it consists of software (93). 1In none of

. the, cases do the technological steps make the "ROMs or

diskettes so "hard>wired" ' that the software 1is not
reproducible from them, otherwise the computer itself would be

unable to read its own software. ° \ -

It is essential that the medium itself 1is not copyrightéblé[

and that utilization of a ROM in a computer does. not render

. the ROM " copyrightable, It always ' depends - on the’ message .
whether the ROM is a utilitarian, mechanical, part: of,  the’
computer 'hardﬁare, without any programed ”softwa;e

instructions, and then void of any copjrightable/"authoréhip“‘

N

s
@

,33
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An open. question, which has to be answered by the - courts in
h )y . | N h : -

L the future 'remains
- - 1

!

where to d;aw?:thej line between. a

‘copyrightable computer program and Ia‘paéentaﬁle utilitarian
ST , ; ) g

N fi
device. | , [ / , .-

!

/ : , - |

- p
ngonents of the RéM-embeddeé object code/ copyright;biijty"“
also argue that the purpose of cobyfightable work's creaﬁion‘j
must be dirégt communication with humans (94). Becgusé
ROM-embedded object code directly instructs and manages thé
in?ernélﬂ hardware functions and  facilitates so@rce‘ code
oberation, it is asserﬁed(that ﬁ0ﬁ~embedded object'code;lacks
‘the requisite’co&municativé purpose. It is maintained that ROM
communicating directly with the hardware rather than with the

user (95). Both the language and the legislative history:096)

of the 1976 Act indicate that the communicative reguirement:

w2

should not be interpreted to mandate direct communication with '

the user as a prerequisite ¢to copyrightabii@ty. The statute

-

itself allows object code programs to be communicated directly

or indirectly with the aid of a machine or device. '

]

!

/
‘ Thus, ufder American copyright law all types of software
(operating system or application), in all languages <(high

J

level or machine), in all codes (source or object), and in all

ﬁgg' ‘ forms (written, printed, in ROM) are copyrightable. Attempts

‘39

is an unintelligible medium, and is created for the purpose ofll
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JI11. Interact1on between Copyright and Trade Secret - Tl

Protectlon v ' e ‘ ‘ :

'
3 .

, Anothgr’ qpbféach 'to"éompufer ~software protéction is . the
concurfgnt use >of  trade éecrét‘add~ éopyrigﬁt.law; ‘Beéauée
copyr1ght ‘protects only the spec1£1c log1c and design of the
Nprogram, the legal protect1on form most w1dely utxllzed by the .
f‘software 1ndustry has been ‘trade seécret law, Trade secret law—
grotects’the unlque logic and ;oherence of the pIOgram as well
fés thé  underlyxng programmlng ,technxques; routangs andl

algorlthms of the program, the input and output‘forméts of the" .

;
R -

"r/program’ and the  ways'in yhich.the'ﬂprogram interfaces with- o

,1other.parts of the computer. ~ Protection under-this brafnch of

)
co!

ﬂthé law is perpefugl, beihg”}terminable only by disco&eﬁy of .
I ’ e

/' the secret by-.others; whereas the duration’ of - copyright is

statutorily limited to the author's life _plus fifty, years

((97'? .

The system of 1ntellectua1 property law in force 1n the United *
States seems to rest upon the assumptzon that all 1ntellectual
property wl}l fly’ neatly w1th1n\a particular categpry.‘Thus,
obtéiﬁing one type of b?otéction will often pfédlude recourse
to another Mtypé - of ﬁrotbétion,i For Jthis reason,\ the
compétibility of copyfight ;aﬁ with tfade ‘secret protection

‘must be examined. L \
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B -

When ' the Copyright Act. of"197§‘ was passed, there was some
" guestion. as 'tQ whether s: 301 preempted trade'/éecrét
protectien ﬁé; ‘items @hich"were gradﬁed qdpyfighq-p;qpectioq

698) Sectﬁon 301 staéés that'copyright prdtéctibn‘ﬁre—empts
all state law remedies whxch are "egulvalent" to the exclu51ve

' rxghts glven to a copyr1ght ho{der 1nva cqpyrlghtable subject

matter. . ?he‘ problem was whether the rights’ protected by“

’
)

copyrlght were. equ1valent to thé rights. érptected by ‘trade -

Yy . ‘ i

““secret.

i
'

I'n Videotronics, Inc. v, Behd'Electronics/fhe’Court held thét

trade secret protection was unavailable f8r computer software
that‘had béénv made rga@ily\available to the :public (99). The

- / ' - il -
\ Court noted that once the property 1nterest 1n . the software

was covered by the Copyrlght Act of 1976, rellef was no longer

‘ava;lable‘under state trade ‘secret law. This 'is not to say
that the Aét;pre—emﬁted”state trhde secret la%i _Both ﬁhe House"
of Representatlves Report and the Final Report of the Natlonal~
Comm15519n oq,Neg Technologlcal Uses of Copyrlghted Works
cpntlpdeﬁ that séction 301 does not pre-empt trade ,secret”

/
protection (100).

In Tecﬁnicon Medical Syss.} Inc, .v. Green Bay Packéginé, Inc.

the Court recognlzed that copyrlght law seeks to protect "the
form of the work", .while %xéde secret law seeks _to protect
"contents or idea in a work™ (101), The CGUrt stated’ that, to

' a certain dégree, the two respective rights in intellectual

/

o



property interact, Thus, to the extent- that a work has been

copyrigﬁtea and published,  the chances . of uhprivileged\

v

. 'disclosure may 1ncrease. But the mere fact that an expresszon_

s copyrlghted.does not, 1n and of 1tself dlsclose the trade

secret or eliminate its mantel of confidentiality. Since trade

’

secret and copyright protect different “things, they are not,

i

equivalent. Therefore, s.- 301 does not pre-empt trade secret

protection. o < : \ - ;
3 . X . . ; b ' oo

t

- " i

Eyen(}f 'copYright protection dcééfhot pre-empt state trade

- secret -protection, copyright registration can creaté problems

for the protection of software wunder trade , secret law.

Registration 1is a’ prerequisite to bring . an 1nfr1ngement

action,. but this- may result in disclosure of the trade secret.

" As pdinted outtearl;er,,a way to retaln_secr9cy in spite of
depositing the work xn the Copyr1ght ‘Office is either to

deposit tﬁe object code rather than the source code (102) or

v L

to- apply forf“spec1al rellef" This means ofrretaining secrecy

N - v ‘Yh ' A\

jesults in the‘source\ code bein@ inspecte& for ev1dence of

‘authorshlp, and then returned except for a m1n1ma1 1dent1fy1ng

RN I
v '

portlon (103). S \ ‘: ‘ N

1

© -

i “
' v

In connéctionﬂwith the-application for special relief, another

approach to retaln1ng secrecy has ‘been suggested. It is based

" on 5. 411~\(‘) of the 1976 Act, Wthh allows an ‘épplicant'

’
7

refused fggistration after complylng with all formalities to

institute an"'infringemcnt action. Usually, registration. is a

?
s o

i, v -

‘

'
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prerequ1s;te to institute such an. action,‘but the approach is

i

to apply for reglstrat1on w1th spec1al rellef and, if,special

rel1ef‘ is refused gain return of all. deposits, -theréby

is later instituted, one can claim jurisdiction despite lack

of registration, on the basis of 's: 411 (a).

| . Lt

\

As the study showed, the;major\disgdvaﬁtaée’ of trade secrecyv

as ~a protective \device .arises '1n fits appllcatlon‘ to a

mass-market product. The software owner may fxnd that he must
{

expend large sums of money and conduct bu51ness in  an

encumbered‘manner to ma1nta1n hlS trade secret. In contrast,”

b

copyright law- as q praprletary dev1ce 1s nelther expen51ve nor.

_dmfflcult_ to maintaln. Therefore,'conturrent use of ‘t;ade

secret and COpyrlght protectlon is adv1sable vhere possible.:

¢ ‘

. Nevertheless, the utllzty of thlS cOmblned.approach will most

likely be 11m1ted to propr1etary software which is: llcensed on

a confidential"basis to a limited number of customers{104).

allowing secrecy to be-rgtained. - When an infringement action

s

- ;
ﬁ
W



IV. Patent Protection ‘ oo

i
’

A. Historical Perspecfive and Statutory Requi;ehents

The principle forums for the &évelopmené‘of the law on‘the

patentebility of programminq are the” United States Patent dand

¥

Appeals (CCPA)}, and the Unlted States Supreme Court‘(}OS).

&

v

?raditiohaliy,’ patent law . has - been invoked to protect..

‘Trademark Ofﬁlce (USPTO), the Court f Customs and Patent'

techhological‘inventibns. Undef-the, batént Act, creators of

1nventlons ‘are glven a Seventeen year perlod of exclu51ve use,‘

whlch protects against- 1ndependenp-creatlon, use, or sale of

the 1nyentlon' or process by all others in.the United States-

-

Al

not‘gaﬁty .to an express licensing agreement with the patent.

" holder (106)%, . * . . \ o

M > ‘ v
- ' - ' A
. ' Cagn

N

Sections 101-3 of the Patent Act éutline three requlrements

which must be met by any invention in order’ to obtain patent ‘

protection. The invention must £it into one of the statutory

éubjecttmatter‘classifications,(107) it must be novek_(lOB),

‘and 1t must be non obv1ous to cne skllled in the art (109)

.Wh1le a mathematlcal or functlonal pr1nc1ple 1ncorporated in e

program may . satlsfy these requ1rements courts have held that

-the- software itself is patentable only if. the manner .in which

¢
oy

L

&5 - ‘



the principle is utilized is also new and useful (110).. As

applied by most federal courts, this criterion has operated to

v

disqualify most claims for software patentability (111).

"One could argue that patent law protects only those prograﬁs
which are integral parts of inventions of maktér~trénsforming
processes, and excludes from protection the logic number of

programs which simply calculage, keep records, or otherwise

manage information (112). To evaluate whether patent’
© ‘

protection deals with all aspects of mass-producgs -like
computer software reqguires a closer look at the statutory

requirements.

1. Patentable Subject Matter

'

A

Section 101 of the Patent Act describes the subject matter

N

protected by the Act: | : C \

A

\

‘Whoever invents or discovers any new and useful process,
- machine, -manufacture, or composition of matter, or any new and
‘useful improvement thereof, may obtain a patent therefore,
subject to the conditions and requirements of this title.

Attempts to’patept software ‘usually try to characterize it as

' a process or as a part of a new machine (113). All of the

‘categories of statutory subject matter have been interpreted’

3

to exclude scientific principles, laws of nature, mathematical

46 o
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formulas, and .methods of calculation (114). Most of. the
attempts to patent computer;relaﬁed inventions have centered
arodhduthe‘ﬂpresenbe and effect of a mathematical algorithm

implemented by a cémputer through a computer program.

{(a) Gottschalk v. Beﬁson

u
1 o

In a 1972 case, Gottschalk v. Bénsony the U,S, Supreme Court

held Q%at a patent ‘claim relating“‘to a simple mathematical
formula without substantial practical application, except in a
connection with digital computers, was not paténtable subject
matter (115). The claim in question related to a method for
c&nverting onethpe of internal representation of numbers to
anoﬁheri The theoretical background fgru this decision was the

e ‘ ! '
reference to the "mental processes doctrine”, utilized by the

USPTO, and first considered by the CCPA . in In re Prater (116},

The "mental processes doctrine”, <closely ‘related to .the

{

principle that processes of nature abg not patentable,

specifies that patent claims which rely' on mathematical

' formulae and expressions. which are inherently not sdbject to

]

patent arelunpaténtaﬁle, Computer programs which derive ;ﬁeir.
utility from mathematical algorithms in general, and which are’
not confined or limited to a particular apparatus or end use,

\

are barticularly unlikely to be granted patent protebtion,

1
1
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Prior to Benson v, Gottschalk[ the CCPA had upheld. the

patentability of computer programs. The following statement

appears in the Prater op1n1on,.for ‘example: "No reason is now
apparent to us why, based on the C¢MSt1tut1on, statute or case
law, apparatus 'and process clalms broad enough to encompass

the operation of a programmed general purpose dlgltal computer

are necessar1ly uopatentable (ll?).

[1n a” later case, In re Mosgrave, the CCPA again found that
-‘programs were patantable subject matter <118) It was heléfin _‘
the Musgrav dECISlon - that- method 'or -process claxms which
- could be performed on a programmable computer, . or whlch were d
" otherwise in ‘the "pechnologlcal‘arts because they 'wete not
""purely,hental“;}ﬁere paoentabla sabjéct’mafter. o~ |

i

The Supfeme'Coozt deéiaion-fq~sottschalk v.. Benson appears to

be . a strong: repudiation oﬁ’,the CCPA s "technologlcal’ arts )
- L R .

tés&"‘ Ho&ove{; it is noteworthy that in Gottschalk the Court

expréssly restricted 1ts holdlng to the part1cular facts of

the case, and avolded stating a general rule.

{




3 . {b) Parker v. Flook ‘ L L r

i -

In Parker v. ggggg,ythe‘sﬁﬁfeme Court,addréssed the issue “of
\pateétabiIfty of a method‘f§r updating[alérm lim}tsd(lléff An’
‘alarm  limit was discloéed 'iA the. baéent application as a
parameter in a catalytic hydrocarbén éoﬁversion b}ocess. The

Supreme 'Court - held \( 6:3 )  ;hét Flook's lprocess was

unpatentable under-;ﬁ. 10l: not because it containéd a

mathematical algorithm as one component, but because ‘'"once

that algorithm is assumed EO'bé/ within the ‘prior art, the

o applicatioﬁ cdnsidered as’(a’ whole, conta?ps no ‘paQentable
inQentionﬂ. Furthermore, thé Subgeme éour£  referred to the
CCPA by étaéing“thét "if a sblﬁim fs_dirécgea:éésentially ﬂé a
'méthod of calculating;\'uéing a mathematiéaljformﬁla;’ evgn if

the solution is for a'gpecificf purpose, the claimed method is

‘nonstatutory"™ (120). The Court reﬁectedVFlbok's afgument_that

the presence of a special ‘post-solution' activity --the

adjustment of an alarm limit to the figure computed accoréing"

to the formula-- distinqguishes the. case from Benson, making

Lo . -."  the process patentable. \; |
. The Supreme Coﬁrt's test in glggg' "that (the) algorithm is
assumed to be within khe prior art; provided a basis”for<the
USPTO to find most forms of programming unpatentablgjsubject“
matter, and was soundly criticized with considerations pf:
%:; ~ statutory subject matter (121), .

49
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(¢) Diamond v. Diehr ' N

D

In Diamond v. Diehr, Diehr'applied for a patent on a process

for molding ;ubser'which\ensured that the rubber would always
be:perfeetly cured (122). A computer, operated by a program,
tbok ¢onstaﬁt meaeurements of the temperatﬁre of the mold, aﬁd
applied a known gforﬁula which constantly recalculated "the
remaining cure time based on changes in temperature during the
élepsed “cure time. When the computer calculated that the

remaining cure time was zero, it automatically opened the

mold,™

-

!

Diehr did not eattemptl to claim \batent protection for the
formula itself, but claimed oniy the improved procesé for

curing rubber {(123). 1In an attempt to\clarify the eleménts

lde11neat1ng patentable and unpatentable\ subject matﬁer, the

U.S. ‘Supreme Court stated that the claim in question’must_

~ ipitially “be’ examined. to ascertain whether ‘it contained a
P \ f N B

‘Méthemetical formhla.‘$hen it must be determined whether the

-

 claim sought patent protection for that formula in _the

abstract {because pfotection is not available for a

1

‘ mathematlcal forﬁula ,. scientific pr;nc1$&e, or law of

——— e

,nature), The Court: explaxned that - unpatentable subject matter

€

cannot be converted to patentable subject matter merely by

11m1t1ng the useé of the formula ;o a particular technological

' environment or by adding. insignificant post-solution activity. .

N »
i
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Since 4t was attempted im, Diehr to patent only ‘a _ total

~

processy and neither thé formula itself ‘nor a method .of

‘calculation, the Court held that ﬁ?e presence of the formula,

and the computer solutlon of it, did not destroy the statutory

subject matter of the process as a whole (124).

v

(d) Post Dighr Decisionsg’

i

3

After the‘ Supreme Court decision in Bﬁéhr, the | CCPA dec1ded

- four -cases deallng with the patentab111ty of computer related

inventions: In re Taner (125); ' In.re Abele (126); In re Pardo

(127); and, In ré Meyef~(128).’ B

In those cases the CCPA followed the two-step analysis which

‘was originally set forth in In re.Freepan (129), as modified

by the éuprgme Court - ip Diehr. &aken as a group,- these

decisions refined the two-step analysis into its present form.

Under the present analysis; the claim in question must first

be evaluated to determine whether it includes a mathematical

algorithm, or whether it encompaéées an ‘applicatigp of the
élgo;ithm that ihcludes statutory subject matter. In the
former case the claim is not patentable, whereas ip. the latter
it is.™¢t should be noted, though; that for patentability to
exist in the latter case, the statutory subject matter must be
sometﬁing other than a field~of-use iimitation or Q;

non-essential post-solution activity. The effect of these

51 ) . ’
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rules is that for the flrst tlme,'hany areas of programming

Vare established 'as bezng clearly patentable subject matter.

The previous uncertainty about patentablllty has been removed o

G

for most types of ptoéramming,(i30).

1

These judicial decisions have prompted a number of critical

~

commentaries concerning patentable .subject matter. Some

‘commentators have proposed alterate criteria for evaluating

4

the patentability of algorithms. For ~example, a court could

require simply that the input and output of the device or,

)

program be concrete enough for thé method by which the input

dqta is to be determlned, or the way in which the output is to

be used, to be specified. This proposal was made by M1chael
Gemignani, who believes .thct the distinction the Supreme Court

has drawn between ~patentable o processes ‘and mathematical

élgorithms,is confusing and unnecessary (131). He .has stated

4

that, if the application and the 1nput/output spec1facataons

are drawn sufficiently sharply, the dangers 1nhereqt,:1n the

-

grant of an excessively broad monopoly are averted.

Applied to the cases in guestion, one gets the result‘that

Benson's invention was the most obscure in this regard, citing

no application to which his process- must specifically attach:

or .to which it was restricted. .k Flook's invention was

constrained to a particular ‘context, catalytic conversion, as

was Diehr's, the production of precision rubber proéucts.,

However, there was a distinct degree. in the specificity of

- \ ¢ . -

~=

Lo,



input. and output, between the 1nvepb10ns

 statutory subject mabtef an anent1on must alsd ' ‘be! nove to o
ik

| ! - ' { B 1, . .
‘identical to the appllcént's inventlbﬁ. toianblc ipate it. Tf i

‘points of S1m1lar1ty from several prior. 1nvent10ns cannot be v

v
s

.
:
| . ‘ o
.

indicé?ion&of how to get spec1f1c dé%a ér‘ho& 'félbse dugput)’  ’7
and“‘Diehr (raw rubber ;n; cufed ptoduét; out)a(lBZ) &h;1 J{wij
1mp1ementat10n of Gemlgna51 8 prEpogai wouié'pftlbverturg anﬁ Hulﬂ
of thé. cases the Supfeme Co&rk hasr dec1deé Ibnt wo&ld take 'f
care that the owner of,coﬁputerl sgftwééenwould be provxded ' )
with more clarity, concernlng pétent protectlon ' |

b AN R NI :

1
i

| J

[
;

' . : Loy . i
. . ! Pty - i }, ! ’ [ ' i
, )

2. Novelty

. , v | RN it : ! ' ‘!
. , ! P .
In addition +to falling within,one‘ of .the categories of !
v ] | | o
J

' I ; Iy
gualify for a patent (133). An earlzer 1nvent1on need,noﬁ be , ,
L I i

! I3

. v ! ! ,/' !
,,/: . S
there is an 1nvent10n created before the’app& ng'slanentaon' -

l | / [

that would have\ v;olated a patent granted on the applzcant“s | /|

invention . 1f 1t had been 1nvented later, the ear11er invention
- 1 4

[ g

anticipates the appllcant s 1nvent10n (l34)’ Concepts apd, ‘

Y

1o i P i

combined to antlclpate ‘the ”‘qppllcant s 1nventuon. ' This,

anticipat;onumust relate to the whole invention claimed, not .
. ¢ o L ! . ’ ' J i

¥ 1 . ! - \ 4 ! i
merely to parts of it, to destroy the element of novelfm. e
- - ‘, \ , - ; ' - II . ]. \.

A - s
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* Althougl earlier ”dnveptidns by others .cannot be combined to

. destroy 'the novelty of the applicant's .invention, earlier
[ ' L . y Vo

discoveries dan be. combined and viewed as a mosaic to defeat
Y , l o ] ' . + \ \

! '

" the éppyﬁCapE'%‘ claim that his inveﬁtioq is not obvious. A
fgqﬁife&ent of nonobviousness is prescribed by s. 103 of the
" é;tenf Act. An invention may not be 5atente§ "if the
diffgrences beyween“the subject matter sought to be patented
aﬁq the brior art are such that the subject matter as a whole
would have been obyioué at the time the invention was made to
'ax‘persoﬁ having ordinary skill in the art to which said
subject mattér‘pe}taiqg". ¥

8}

‘Since most computer programs result from the application of

'épmbinations of . generally known programming skills and/or
' general known data processing concepts, the requirement of

. o - I( ! » N
, honobviousness will preclude patent protection bfor‘ the

majority of programs. , : o



B. Scope. and Enforcement p L |

1

.
-~ ¢ i

Obtaining a patent is generally expensive and

,lengthy{perlod of time (typlcally;ISeveraL yean‘s)
I

. seriously limits the usefulness of patent protectlon, since ih’

l

the high technology area of computers, the invention'sd

i

' commercial life may have already explred by the time patent is

granted.

b
u

Another problem with patent protectlon of software 1s the risk

of ‘taking an 1nfr1ngement actron' to enforce the pateht whxch
. may result in a judiéial determlnatlon that the patent
p o i ) ’ .
', .invalid.  The percentage of concluded lawsu1ts for patent

linfringemenf in which the patentee has emerged the wanner has
I )

Moreover,

-

— eﬂbeen low, and continnee to'decline (136).

il , I oo

4{ proof'of 1nfr1ngement is' o ,uncertain,
, ,

['l i

' not be adv1sable 1n every case. To prove 1nfr1ngement,

! i )

patentee must demonstrate that his'inyenﬁionfyas ma@e,

taking an actlon may

the

Used

1

» or-sold during the term of a patent by one wiéhout aﬂtﬁofitY
JJHtO do 'so. In the unusual case ' tr
of matter, neve;éy,' :

[ f ! i
of | the

i

! ! ' , -
3 'requ1rements statutory subject

fﬁbnobviousness, and where the: eXpected lffespan

software is relatxvely long and the value bf}the sbfthre

l ! I'\ [

protectlon may‘be woreh the time énd

IxZ.
[ ., "\ -

relatlvely high, patenb

;
! ! '
R .

)

expense. | J‘ y ) A ‘
; ! . L ”l :‘ - ", .

le I r,"
requires 'a

S L
The delay

is

Sll’lCE\ '

where software can. meet the

and‘

e

A

1



computer softwafe.

‘All in ali; the patent system, as 1t presently ex1sts,\-is

clearly not the best way to' protect 1nnovat1ve developments 1n

'

4

C. Patent and ‘Tradé ‘Secret L ':‘”~ E P

~

Patént and‘Trade»Secret céhnot coexist for the same materlal

because the dlsclosure requxrements for patent;protectlon are

§

dlametrxcpllylopposed to the secrecy requirements for trade

secret protection (137). Furtbermoré, ‘the 7 uncertainty

'suf;opnding patent protection for computer software can leave

a ,publisher or programmer without .either pateot or trade

secret protection, after a long and expen31ve- application

!

process in which some or all his secrets dlSClOSed in _the

appiicatioh are printed in the public record of the opinions .

written by the courts when the denial of an application-is’

appealed Thus, when a patent app11cat10n is denied;‘°the

4

applzcant elther forgoes - his rlght to an appeal - and give up

ﬁall hope of ever obta1n1ng a patent, or takes his appeal‘and

hopes that the secrets*wlll not be dlsclosed in-an opinion,

A

st



- Hf D. Patent ‘and Copyright Co -
O LD Copyrig | |

Poe

v
o B b ’ s H

(Patent and Cdpyr1ght protectlon can 'coexist for . soffhatﬁ, but-

°

A .: the two ltypes of protectxon protect dlfferent parts of thé
software. ' Patent protecﬁ}pn ‘covers the process whxch the
( ' software contaxns, while cbﬁyright protects the\\éxp;essxén.of

the 1dea embod}eq in the” software. None df thekrequ1rements

. / for eithér‘iype of protectxon preclude the eX1stence of any of

/ , ~ v : » /

o the « requirements for the other type of ' protectlon. A
,*comblnatlon of patent and topyright protectzon doe§ not nge

software that is patentable any greater protect1on than would

)

+ patent protection alone because, except fpr the‘period. of

protection, patent protection is much‘broader than copyrlght

: ptqtectiQn. On the other hand the chances of winning a;”

\\‘dopyright\'infringement action ‘seem to be better, and ‘the
i ' Nt ' ¢ o ' . -

expense ‘involved is much less.




1 ‘ o V., Conclusion . + ., C

't", , . The tremendou$ growth of computer technology and the resultlng

. '.‘ need for spftware has magnified.the’ 1mportance of 1ntellectual

A ]

'\( “ L préperty law for protectzng computer software. There afre three,

\

. .~ forms of protectlon ravallable.. Whiletrade secrecy Was.once

the Chlef means of protectlng< software, the mass markétlng of

l\< *,

-

2 ' personal computer marﬁéﬁ“- has rendered - trade secret law -an °

| ‘ ‘ . x . AN x
.V .+ . . ineffective mechanism for-protecting most.software.

v L 1 T

t
N 0
i . T

ST ".\ \”The\ COpyrlght Act of -~ 1976,. as améndedw~>by the

s ) | S Computer Software Act of 1980 1s now the chlef vehicle for

\ . ‘:”, protect;ng software.\ ;ﬁ\possibLe, dual protectlon under both
U cqpyrﬁgﬁt.énd'trade secret law should/be ut1112ed to protect

M

B . v
\ . .

- R " . .t \ ~ 3

SRS v software\; remains -susceptible to: /honést or = accidental

3 v / '

\ ! . n

-
. .

o 3attendant loss” ‘of trade secret protection{ However, the

Vol : AN

Amerlcan copyrlght law does not protect 'algorithﬁé, and  in

’

addztlon there “is an uncertalnty cohcernlng the questlon of
- where to draw the llne between a ’copyrlghtable ROM- embedded
‘( e object code . and \a.n'\ uncopyrightable ROM-resident hardware,

T B . )
> e

\

. \ , o multlple cop;es' of computer program --especially _for“,the ’

software)‘ but  even ‘the combination "does not. provide the.,

Coy T sqftware owner with fully- conmprehensive legal- coveragé. The

) ”\‘*-‘ - dlscovery. The added measure of copyright provxdes the tre&e/
\ . secret holder with rel1ef in the' event ~ of accidental’

‘;’{injunct1on oft the‘trade' secret 1nto the public domdin with.
i _

I
v

R



N x,
. L. s
3
Yl y
' y
{
bl
- v ’
, T4t
»
\
Vo
& .
.
i
-~ s
;
’
»
~
B '
s
A '
\
P !
\
A
N .
A, A
'
s
i
, 2
'
0
t
)
3
PP
B
'
;
h
;
’
.

; . .
' - - e
' i >
v I3 - - t -
A 1 -~
\ 1 -~ '
f,, ' u Yoe . ! v
- ,
cirtgui try pattern. , .
, ,
v %

) -~ v

‘Patent ‘law, on the other hand, provxdes questlcnable means, of

r ! - ! “
» LI

'pfotedtihg\ computér\ software, 'beqause the procedure foq

V- " \ '
]

obtaanlng a patent ‘is expen51Ve and tlme consumxng AMoreOVer,

b

the élstznctlon tbe Supreme Cou:t has drawn between patentable

'

I
prccesses'ana mathematlcal algor1thm 1& not really~pbv1ous;

N i

and therefore 1ess conv1nc1ng

T 4 , ’ ?

-

- ' 4
- .

\All in all the protectlon of computer softwate under ‘American

oo -

laq is ‘not available in evegy/ case, apd seems occa51onally
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T L a . T ' ' .
Chapter 4: SR
Protection of Computer Software in the Federal Republic of

»

.+ Germany

/

" I, Introduction S ‘ - ‘

\

Since’ ‘the. 19605 the conttoversy " concerning protection of

computer .. software 'Has been growmng in West Germany.
A ' S 3 . .
‘Characteristic of the legal debate in Germany is the analysis

5

 of computer Qrograms not as an'integrai whole, but rather "in

‘their component aspects.

i

%
¥
<

At;‘the! beglpnlng the qnest10n~ turned malnly on.© the -
\possibil1t1es of protect1on by patents (138) .and even ﬂthe
German Federal Patent Court 1nd1cated "a,preoccupation with
‘thus partlculat form of protec¢aon (139). The Amendment of
S \ C ‘ tﬁe; Patent Actlfin 1978 has put an endr toc speculatlons.

Yo ' 3 . R R

Preceded by en\ European _ Patent Agreement (140) wh;ch was

tatiffed by the Federal'Republic of Germany,’ the’ Patent Act

/

now expressly excludes the protbct1on of computer programs‘

:
t

(14l)u However, in 1985 the Copyrlght Act was © amended; end‘

o~

it now'explicitifiinctudesfthe.protect}on pf;computer pfograms'l
exﬁlicitly.' Becauée of the }ate development An the

legislatién;ialt the cruc1a1 detjsions were . rendered before:
:‘[:’ ‘ the" Amendment'was in effect- they‘deall‘therefote with the

)
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1. Patent Protection .

.
AN N + ’
AN . / C -

Under the German Patent Act, creators of inventiohs\aré given-
a time- llmlted exclu51ve rxght, provided that the 1nvent10n is

i

true andinew {7 Sectlon 9 and 16 PatG ). 'The German Federal

?atent Court f:rst apprOved a d1gztal computer program in 1970

,(142)"1” 1973 the 1nvontlon which had just 'been the subject

"~ of paéentﬁrejection gby the Unitea‘Stétes—‘Supreme'Court in

Gottschalk v. Benson -(143) was approved in Germany (144). The

'next yea:, however, the Fedéral Patent Court began retreatingi

from thls p051tlon,land in 1976 the Federal Supreme ‘Court- held/

) that . programs rely1ng « upon‘ mathemat&cal formulae _and

algorithms éré\ not patentab{e “(145). Slnce‘—thén;the'fGermaﬁ

Patent Act has been amended to exclude fproérams for data

processing installations": =~ . o

I

Sec.l I PatG . . o L
Patente werden fuér‘érfibdgngen\'ertéilt, die ' neu 51nd auf
einer erf1nderlschen Taetigkeit .-.beruhen und: gewerb11ch
anwendbar sind. - o -

— 1

;
/ B

Sec.l II PatG \ -

Als Erfindungen im Sinne des ' Absatzes 1 wendén insbesondere

nlcht angesehen.‘.. . g

v

8. Plaene, Regeln und Verfahren fuer gedank11che Taet1gke1ten,

fuer Spiele . oder - fuer, geschaeftliche Taetigkeiten sowie

Programme fuer Datenverarbe1tungsanlagen.
‘ !

Seétion i Ii‘ 3 PatG ié‘applicoble iﬁ the program in questlon

!

"is' an application - program, which means, tha; it is used by

[

the daxé“pr6ceséing ihsﬁallation whenever and as often as it



'is necessary. However, p@tentﬂprotectioﬁ is possible lkf;the
program, bégides conta;qing }nstrucﬁions for the calculations,.
would. alsé involve the construction of a new data processing
system,' or would at “least';uSe a known arrangement ' in a
completely new way ﬁfhe—criﬂerioﬁlof novel usefulness) (146).

*‘Consequently, patent protection is reserved for technical

sclutions of problems in thevarea of data processing,

B



%

I11. Copyright Law

A, History . \\\\*////ﬂh&

Wheh the German Empire ("Reich") was created in 1871 and
Germany thus became one country, copyright was made a matter
for the central government and the first German copyrigﬁt law
was promulgated in the same year. It was superseded in 1901 by

the Law on Copyright in Literary and Musical -Works, and

supplemented by a statute relating to publishing law, -

o>
"«'

On January 1st, 1966, " the first comprehensive Copyright Act

became effective. The Act was intended to reﬁlect the

3

technical advances made in the area of reproduction,

distribution, and formation of words, sounds, and pictures.

"sThe 1966 Act did not protect computer programs explicitly, but’

‘in genera)l protection was granted under s. 21 3 or s. 21 7

UrhG to works of literature, and/or scientific or technical -

i %
representations. ~Simce July 1lst, 1985, the Copyright Act

protects programs for data processing installations explicitly
in 8..2 1 1 UrhG. Section 2 II of the Act proyidﬁgfthat the
work of ‘au;hbréhip’ has to be an individual -.intellectual

creation,

64 ' -
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. m
"primarily a question of the interpretation of s, 2 II UrhG.

’

_Section 2 1 S - ) :

Zu den geschuetzten Werken der Literatur, Wissenschaft und

Kunst gehoeren insbqsondere: . X
1, Sprachwerke, wie Schriftwerke und Reden, sowie Programme
fuer die Datenverarbeitung....

7. Darstellungen wissenschaftlicher oder technlscher Art, wie
Zelchnungen Plaene, Karten, Skizzen, ,Tabellen und plastlsche
Darstellungen. ‘ ‘

Section 2 11I

_ Werke im Sinne dieses Gesetzes sind nur persoenliche geistige

Schoepfungen,

o

be engaged with the issue of protection of computer software,

the Higher District Céurt of Mannheim (147), held that

programs for\data processsing installations =--even if they’

fall under s. 2 I UFhG-- ‘never fulfill the requirement of s. 2
11 UrhG. The €ourt stated that a computerlprogram, even if it

.is created with imagination and uncommon coOmbinations, will

L . . N _ o
always be beyond the sensubl perception of a viewer, because

of its abstraction and its lack of any' aesthetic
. »"\< .

\characterlstlcs. Therefore, it is not \sﬁrprising\thét the

debate about protéct1on of éomputer software’ in Germany is

)

AN

\

65

Prior to the Amendment of s, 2 I in 1985,, the first Court to

&



of German Jurlsdlctlon., 'The Supreme Court of the Ggrman

.sensation. of the v1ewer~(1§8). ‘  i

B. Elements . =~ = . P

After the Aﬁendmentliof hhe”bobyrigﬁé’ﬁctfin 1985 the debate

§ .

coﬁcerning protection of computer software ha changed from

an, initfall dlSCUSSlbn' > 2 I UrhG ‘é problem of:

- 1 .,,d
aa:

1nterpretatlon concern1ng the not1on of the reqULrément ofiu

v’ N '

1nd1vxdual 1ntellectual creat1v1ty in s,', ,1I Uthy.‘ The ag

‘ '
s ’
r

1nte:pretation of s. 2 Ii UrhG goes back to the very beglnn1ﬁg

" LSS

l

Reich, the pre*war eqnlvalent of the Eederal Supreme Court

lt s 4

Kinterpreted S., 2 lI UrhG by usrngxthe conceptxof aestHetics.'

"

The Court argued that an' 1nd1v1dual 1ntellectual creatlon ‘is .a

work of.authorshlp that 1s pnoduced by means qf fofmablpo of -

7

art, and is 1ntended fof the,stlmglat;on' of,thé' aesthetic

Yoy . -

'

v

jurisdiction of the Supreme Court of the German_ﬁeioh. In

1971;fthe former poiﬁted out' that a work of art’ has to reach

such a high standard of aesthetic substance : that from an

(RN
i
\

average point of view society, or someone who is familiar with

the prevalent evaluation of art, would speak of _ an artistic

perfonmance (149).

!

Considering the ' recent jurisprudence of the Federal Supreme

'

. . : /
Court, one can ascertain that' the Court now renounces the

&

+The - Federal Supreme "Court ( BGH ') took over most'of‘ the -

.
Yool
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F
v

]

i
LIY

4

ta R

requiremeﬁt ot the aesthetlc 1ntellectua1n substance or*-the
' _/\ (R T
. . : i B :
st1mulat1on , of aesthet:c sensat;on §150) In
~’s\ ! N
BGH BB 1985,,1750 the Court argued ‘that s. 2 II UrhG does not

!

[y

. : L4 \'l a
demand an pestﬁetlc substﬁnce, in the .sense f~ beag&x ' At
present the Court rather calls for 1nd1v1dual charaéterlstlcs

) «
" J ‘t»“ +,

‘in the actual result. The evaluat1on of the requ1red degree

1

of dlst1ngu1sh1ng characterlstlcs is, now_ judged by the entlre

- v . *

‘1mpre551on of that credtion, and by an' overali compar1son to"

¥ r

individudl intellectual ' cr

!

ity. Thus, the authox’vofuthe
work must realize his own ideas'in his creation. =~ . |

'

"In thé course. of time, legal authorities ‘have deveéloped some

indicia to .determine when a work of authorship.is a

protectable subjebt'métter. First of 511,'the creator of the

work'. has to have some kind- of scope, becaUSe .a dependeney on .

1nstructlons would necessarily exclude a process offcreation

1

a specific purpose.“ There has to be latltude for individual

- L

creatibity (152Y Another 1ndlcat1on is the prbof of novelty

‘

'

the degree of creat1v1ty.

67

prxor creations. It must. Zglfpésible thereby to‘ recognlze -
edtiv

'

(1b3). Secohdly,tthe product should not ‘be earmarked only for' .

-(153); and f1na11y, an expert should be’ cods@lteﬂ to evaluate.
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'tn the summer of 1983, the Higher Redional Court of 'Frankfurt
‘iﬁhad td(,settle three cases concerning the ‘protection .of.

J/

computef software (154.). ‘Ruling in the ﬁfoceeding of ‘June 7/

¢ ’

13th, 1983, the Court determlned that, as a rule: the staktlng

K -

‘point 'in  the determlnaxlen of copyrlght grants would be the
"individual impression: of the creation: of - Ehe "frame

disregarding the content of the' program (155)ﬁ| The Court

argued that 'the"éourcew\code, its ‘printéd>~form, or 1its
projection on the screen in partiéulér/‘is'ar proper .means of. .
. r/’\ o . oL
*determinining _the qualification qf‘- the selectaon and.’

.arrangement of the used’materlal as an 1nd1v1dual 1ntellectual

¢

-creatlonu :

.'All cases were essentlally based upon 51m11ar 'fapgst, In the

‘ ' . proceeding of June 13th 1983, both partles were éomgetitors‘

3

.in the market for v1deo games (156). The pla1nt1 f “sold a

game program called "Pengo ‘which was copled and sold on the

V »

German market by the defendant under the name "Pento"; First

“of all, the- Court stated'that a computer program is eithér a-

\

work  of iitera%pre or a scientific or technical
( ' representation, and . therefore copyrightable subject matter
* ¢

68



under s.t2"l UrhGi. Fhrthermofe& the‘Court concluded that 1t

! )
' t

- is 1mp0551b1e to. evaluate a COmputer program by looklng at 1ts

1

art:stlc or aesthetlc effect because a computer program could

/!

" never have an artistic form of recresentatzon. “The Court

. - o
and attachment of ex1st1ng or new materlal USed .to wrxte the!

[ ’ r iy // ;

expanded upon this conclusxon byr emph33121ng that the/cruc1al,

point,’ ie. the external traln,fo ‘ Jhought is nécessarlly

influenced by the content of the 1nformatlon. But, the content

itself 'is not taken 1nto,account’ for the determlnatlon of the

!
v

work of authorship. : ¢

)
H

Consequently,fone‘can find: indlvidual intellectual creativity’

in the sense of|§.»2 II UrhG in the ;selection, arrangement,

, . - ! I
goftware (157). ‘This creat1v1ty must always be fbund in the
. . | by

form of the" work ‘of authorshlp, dlsregardlng whether the

different steps of -development have been conceptuallzed 6r

carried out wlth great intellectual effort. e
i at o

< il

Rul1ng in the‘ proceedlng on July 215t ’1983, ‘the Court found
1 o §
that in’. the 0eterm1nat10n of authorshlp' it is~ not decisive
. ‘ , !
that various wr1ters of programs’ would" develop dnfferent

|
1

programs, although they all hedi‘the same, problém\to solve‘

\

4

~k158).. Such a. requxrement would be a’ llmltat1on to 1nd1v1dual

<
¥

performance, and would not take . the element of intelléctual
i ’ ’ “_ - ' c § N

creative activity into account. g

. - , .
a7 ’ !

T i
i

Ruling in the orocéeding‘on Augyst 4th, 1983;1the‘CQUrtfadded‘

oo ° ) ' - 3
.



" that’ the

guantity of  steps involved for the process of

software production is not a, - -criterion for the

o

féopyrigﬁtability of the spfﬁwérg: (159). Accordingly, the

'Court dlsmzssed Fhe»action.in‘éll' three cases on the ground

that vldeo gameslop;their own .are not-protectable under ﬁhe

Copyright Act because the visible game is émbodied in . the

“underlying source céae} which is already protected by theu

.
g

Copyright Act.

n‘ /"

s

Like the Higher _Regional. Court of ' Frankfurt, the Higher

',Regiohalg Court of 'Kaflsruhe affirmed the fundamental

copyrightability of computer programs (Iﬁbf 'The issue 1in

~ that' case was a collectlon program, which ' condidered the

o

s P e
different " risks arls1ng ‘dur1ng the enforcement of summ@%yv

prdceedings for the régovery of debts of 11q1u1dated demands

-

“(éefault aqtibné). ‘' The crucial point 'was that the personal

s

data of the crediio:_and debtor, and the ‘data of the D1str1ct

Court had been - combined - with ,a‘ cost beneflt 'and

debtor-structure analysis. -That data was used w1th a program

to calculate a variable scale of charges. This "particylar \
\ ‘ j N 2

combination resulted in the Court evaluat1ng " the collectlon

)

_program as an individual 1nﬁellectgal creation.

.70



- 2. OLG Koblenz and LG Muenchen I’

4

~

The Higher ﬁegional‘ Court of,Kobienz, contrary to'the Highetr

'Reglonal Court of Frankfprt and the\Highéf Regfonal éouri ofrl

Karlsruhe, argued that an individual 1ntellectual creatlon in .

the sense. of s, 2 I1 UrhG could result from the content oﬁ‘the

7program as, well as from 1ts external appearance (form) (161)

The . dmspute before ‘the . Court vas 'éhe qhestlon ' of .

oqurightability:of ‘a programxcarrylng lnformatlon ‘about tné

‘canstruction of bualdlngs. The program made use of abouﬁ-a

hundred  other’ ,computer programs‘, In determ1n1ng the .

copyrightability, of the pnogram, the Court looked at its

‘content, and in particular at the’éelection and structure of
‘the .information and the disclosure of the facts.
" Tha reason givén by_ the Court for ‘including the- internal

‘eléments’ in its evaluat:on of the program as an indididual

intellécﬁual creation wa's that the Federal Supreme CourF had .
decided that .exclusion of content applled only to pfoblems/
concerning ‘ technlcal draw1ngs. + The Court englained
furtﬁgrmofe that the reason for so'601ng, was tpét:technicai
théories' are protected by the Patent ‘Act, but ltha£‘>this
argnment  is not—'appiicable to data processing insfolimehts
because these are:oxplicitiy'excludedufromx:patent protection
by s. 1 II 3 PatG. |

The Regional Court of Muenchen I, also came to the conclusion.
o ‘ \ ‘

:
.
AN
a 71
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Thé controver51al program' vas a comprehen51ve ‘data program

the hlgh quallty and orlglnallty of the program was afflrmed. \

¢
{

‘that the 1nd1v1dual 1ntellectual creatlon can be found in both .

the content and 1n the externalpform of representatlon (162).
/

with about tenthousand program commanﬁs. The Court found that

¢

" the content is expressed in the formation and directfon of '

thoughts, ahd/or in, the particular .and ingenious form the
preSented mater1a1 was(collected diétributed and arrangéd.‘
Without gO1ng ;nto detalls, the Court resolved the question of

copyrlghtabgllty of the partlcular computer program under
discussion' in the affirmative. The Court held.that "ever§

vty . A . s ! T

program whlch 'ie not , tob simple wolild show  individual
19

characterlstlcs, all the ;more 'so.as the fprogram increases in

complex1ty Another reason given by the Court was :thef

pla1nt1£f s reference to. newspaper artlcles in wthh precxsely

. 3. BGH . ' ;o : : ‘
3. BGH . »

_"}\J

Receptly, the Federal Supreme Court settled a case concerning
‘the 'copyr1ghtab111ty iof cpmputer programs ‘(163l.. Subﬁect )
matter of that appellate deoision'was the oolleeﬁion program
which"hao already been-brought before the Higherllﬁeglonalh
Court of'Karlsruhe.‘Like the lower Courts, the Federal Supreme ' T
Court eonfirmed the copprightability of computer programs; |

Nevertheless,\in this particular instance, the Federal Supreme

1



macbine (165).

Coﬁft remanded the case to the Higher Regional Court of
Karlsruhe for the purpose of clar1fy1ng ev1dence.

]
The first concern of the Federal Supreme Court was the problem\

of legally, cla551fy1ng the d1£ferent steps{xn the creation of

‘a computer program {(164). ' The Cop:t statedktbat the first

step of'writing\ a program 'is \the general solution:of' the
problem, which 'is based on mathemetlcal pfemieee " and logical
reasoning. The ' result 1s described 1n a study called a duties
record book Thzs is undoubtly a. work of llterature, apd'¢
therefore falls under §. 2. I 1-UrhG. | ~ |
In the course of the second step, the proyected solpoion\oﬁ

the problem is descrxbed 1n detazl and prQSented in a graphlo

called a flow sheet or a data flow plan. The flow sheet 15 a

501ent1f1c or. technlcal‘ presentatxon, and for that reason is

protected by s. 217 UrhG. 1
The code:itself the source code followed by the object code)

is written durlng the thlrd step.  This completed program

3

falls under the protection of s. 2 1 1 UrhG’ as a work of .

. . ok . - -
literature,' even if the program - is only intelligible to a
f ' " . N ‘\.-r N

A

Additionally, the Federal Supreme Court ascertained that the.

crucial point‘ for the copyrightability of computer’ptograms

" and ‘the steps taken in its creation are only the formatxon and -

the way of collection, dlstr1but1on, and arrangement . of the

used .material. Within that area there would be enough latitude

.73 S : .



'
'

. the eptire impression of the intellectual creation, and

‘to develop an

~¢

o - ~ <

»

creatlon in the sense. of s. 2 11 Urhd- and'tﬁis is so in any’,
or all 9f the three steps; Thus, the Federal Supremé>Court,

maintained that it 15 even p0551ble to have an °1ndxv1duﬁl '

intellectual creation thhln the’ selectxon and arrangement of

-

the.source code because of a lack of concretness concernlng

the flow sheet (166). = . . oo

f N
‘ N , [N
' , '

‘Finally,‘tﬁb Court affirmed the lover ' Courts’ déq?sions in. .

1

saying that s~ 2 11 UrhG does,not require an aesthetic content

in order to permit tﬁé ﬂgdp§rightabflity of computér programs.

In the abstract then, the gquestion of copyrightability of

computer programs is, as a matter of pr1nc1ple, t0 be answered

1n the afflrmatlve.

.

'
i
¢ i .
&

" In discussing the.particular case before them, the Court found
gthat,qné can discern chavsctéﬁistics of a wonk‘of'autﬁdqship

“which satisfy the. feqpirement of 5. 2 II UrhG by considering

‘ L,lcomparing Jit o ‘prior . programs. " The result of such a

comparlson must reveal characterlstlcs spec1f1c to the' ﬁew
program. Accordlngly,«zt 1s not 1mportant that the program be
‘of h1gh quantlty, or that the process of development has been
expensive or time- donsumnng, or that the‘problem itself has

.been a gompletely new one.' - In addition, the Court affirmed

the Higher, Regionall Court of Frankfurt in holding that it is

insignificapt 'Qpethet ~different’ writers of the progranm,

!

, ' «
: . . '
. .
\
N ‘ Y .

[ f

- ' . :;% - ¢

j e
W ,
' ‘ . .

argument based on individual intellectual.

|



'D. Protection of Algorithms o

although they all had mtox501ve the same proﬁlem,‘ would

construct dszerent programs. " The crucial point is that the

writer of’ the" program has shown = unique efforts in the,

: selectlon, collectlon, dzstrlbution, and arrangement of‘Pthe

1

1nformapuon,ﬂas' compared with an average perf@rmance 1l67)

Thet Federal Supreme. Court retains the -.principle that ”qp B

developed concernlng éecﬁhical‘ drawings: namely that' the
protect1on of a work‘of'authorship follows from'its external

formatlon and representation, and not from its content.

, ot

<y -

~

"I1f, -in a particular <Tase, one can determine a certain

uqiqﬁéness only in an early stege of the creation of the

.

program and not during the subsequent writing of the code, a

enial of the copyr1ghtab111ty is not a necessary consequence.
ﬂs a result of considering a work of authorsh1p as a unity, -

is enough to "show an individual intellectual -creation in the

preparatory wdrk, because those precedings‘are merged in the

i

final work.

'
\
1

Concernlng the copyrlghtab111ty of computer programs, it is of

'

great 51gn1f1cance that the calculatlon 1tself ang all the‘

underlylng mathemat1ca1 pr1nc1ples such as the algorlthm, are

not protectable subject matter under the Cppyrlght Act (168).

75
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The reason for this exclusion is that an algorithm is an order

to the machine, consequently a  principle which' is " not

r

protectable under the Copyright Act (169). . Scientifict'

- perceptions have to be accessible to 'the public; the purpose
o ' »

of Copyright Law is not to grant a monopoly} If the algénithh‘
as a scientific order is not copyrightable, the consequence is
that . it cannot be takeﬁ into account to aetermine’ the

. T
copyrightability. of the program as  .a whole (170).

Nevetgueiess, it 1is argued that single elements of the
‘ ) .

algorithm_which are part of the program in guestion éhOuld be

taken into consideration for the determination ~ of ‘the

individuality of the program, because of their specific fusion

with it (171),.

3

’
i

"Under theléatent Act there is no protection avzilable for an

' algbrithm either. Indeed, though the algorithm can be the

foundation of a technical invention there ' is no protection

“obtainable independent of the final product or process (172).

' “E. Scope of Copyright Protection

' 4

The cobyrightability of a ' computer program ,substantiatesxan

exclusive right for the author of the work or his' egal
1 ‘ vy

'successor with regard to its exploitation. The author has the

A . + . v ¢/ -,,.’ . « . »
absolute right to . exploit the work ,in'its-original or in its



¢4

’ o

treated/form, in partlcular to reproduce- and dlstrlbute lt
(ss. 12, 15, 16 and 17 UrhG) As a result of that absolute
right, eveyy us€ of the protected program by a third person

WIthOUt perm1551on of the author or ' his legal successor is an

} infringement of the copyright.

‘ 4

. '
H i

Nevertheless, .the Copyright Act does not protect against

independent reihVentdon. Although one could argue that there

is not as muchlscope to the creatlon of computer program as ‘

%

.there 1is to wr1t1ng a Eook or ~to painting, the danger of

independent reinvention is no more likely than for any other

comparable work of authorship (173). In a case in.which the
Court determlnes that a computer -program 1is identical\or very

similar to one already proteoted, the burden of proof‘shifte

from the plaintiff to the defendant.

Finaily, the Copyright. Act permits the distribution and

publication‘of a work which was \aeveloped wirh‘ the aid“* £
someone else's program. However, >the German’ leglslatlon
concerned with that problem is very exactlng Thus one has to
ehow 1nd1v1dual characterlstlcs of the new program, so that
the other, elements . .used wiliwbbe recognized —as merely
stimulétionl s

The:right' of reproductlon 'allows the - owner of the computer

. program to_control-all essentaal p0551b111t1es of app11catxon

and exploitetion. Accord:ngly, the translation of the source

code into the object code,. -the transformation of the source’

i

,'.’7.
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‘Z' o code or object code from one data carrier to another, as well °

~

as the keéping éf the computer pr&gram' in an -internal
~machihe-sfore, falls: under the right of reproductioﬁ. The same
. proieéﬁﬁon appl&es‘to a péogram stored in.a ?OM (1?4).
I\ Tﬁé right ?f”aigzributién enablés‘ the‘agthof,to bpdbliéh his
worL; in lbérticulgr t&f éxploit the program by renting,
“ cgnfering or licgqsing: | n
iIn\contFast to the American,Copgrﬁght Protection, there are no
, _»formalities to be observed, suéh as registration- of the work
of .authorship; rather the right ,automaticallyjarises with the

invention,

'

L]

F. Protection of Mask Works

¢

‘. In con;raét to the =Un{ted States, where the

¥

Semiconductor Protection Act was already put into force, the

t o ~

discussion about protection of "mask works" in Germany has

juét\'begun. - In Germany, thq\ question ‘turns .on - the

possibilities of rprotectiori*‘ef:, the\ masks under existing law
™, [}

(175). First of all, one could 53ﬁ§ider protection under the

Utility Models Act (Gebrauchsmustergesetz). Protection under

the Utility Models Act is granted on the premises that the

mask work ‘is novel' and shows a certain extent of inventive
actiyity. Copyright protection is in principle possible for
. ‘I: technical drawings and other graphic representations - which

[
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" 6. Conclusion

L)

>

arise from ‘the development of the chips-and their preceding"
[N

products, much as data lists are a preceding product of the

masks. Hovever, ocne has to take intg fdéhéidera;ionl-pgat'

presently there exists no proteqtion_égaihst the ‘Otilization
of masks which are produced with ' theé helﬁ}pf tnosaldrawings

PR
\

(176). . e ;

1&;1'19 all, there exists as yet no*pertlnent 1egxslat10n in .

9 4

Germany, .so that -the protectlon of mask wofks 1s ‘laggely

unsettled. - - . Lo 1{ C

]

s i | o

The dxstlnctlon drawn by the Federal Supreme Court between She’
external form and . the content is not convanc1ng. As  one cogld"
see by looking at the deflnltlons relating _to the individual

intellectual creation given by the ' Higher Regional Court of

Frankfurt and:the Higher Regional Court of Koblenz, it 1is

impossible to draw a clear distinction between these elements,

since they do interact with each. other. : An idea of’ the, ',

difficulties the Courts have with the determination of th

2

1nd1v1dual intellectual creat1on can be seen by looking at the

Judgement of the Regional Court of Muenchen I, which accepted

newspaper articlés as admissible evidence, Moreover, an

<

author of a work should not be without any protection 1f



-

~

someone else produces a program with the same content but in a
different form (177).

°

- The classical notion of what constitutes "creation" as defined
by s.r2 I1 UrhG is in particular questionable when applied to
the protection of computer software. Thus, it ._is
chafacteristic of the writer of a computer program that he has
a certain problem to solve. As a rule, his intent 1is not to °
realize his own personality --as a musician or a sculptor
might do-- but simply to solve the problem in an adequate way.
Furthermore, the view of the Federal Supreme Court that
%arious writers need not construct different programs,
although they have the same problem to solve,. is surprising
because that view is equivalent to rejectiﬁ% the required
element of individuality.

| The development costs of a D;omputer program increase with its
complexity, a notion applicable’not onl§ to the form bu; to
the content as well, After all, one of the main elements of
the program 1is a logical arrangement of the ;ommands within
it. Therefore the mere protection of the external form Sf a
computer program does not meet the purpose of theo

Copyright Act, which ig to assure the author of the benefits

of his work. That does not mean that there should be

pfotection granted for simple programs or algofithms, but
' N
rather, that the interests of the author should be taken more 8

A

into account.
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IV. Trade Matk Protection

A
Y

&y

N

in additidﬁ to the copyright protection, trade mark protection
is available in ‘certain cases. A prerequisite to protection

is that the program contains a trade mark which can be seen on

" the scregn whenever the program is used. The productioﬁ and

sale of copies without the permission of the owner are
infringeménts of the protected program. The best example is a
program running a video game where, as a rule, the tra8e name
is projected on the screen at the :beginning (178) .
Nevertheless, the efficiency of trade mark protection 1is
hainly a question of whether the removal of the trade mark

demands a substantial effort. )
N . Y

&
®
e

In addition, the protection of ‘a trade mark is not comparable

to copyright protection. Under the Trade Marks Act there is no

prohibition to copying programs, which means that trade mark
protection doeé not become effective wunless the copy is
brought into public. Moreover, there 1is no bona fide rights
protection against third parties, as there would be under the

copyright provision.

ra
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V. Unfair Competition \ - ,

+

?
Usually, an infringement of the German Unfair Competition Act

arises from the use of other people's work without having made

personal efforts.

Section 1 UWG

§

5

Wer im geschaeftlichen Verkehr 2zu ZIwecken des Wettbewerbs
Handlungen vornimmt, die gegen die guten Sitten verstossen,
kann auf Unterlassung und Schadensersatz in Anspruch genommen
werden,

Section 1 UWG requires a violation of moral principles. As a
rule, such violations result from the fact that the original
person providing the achievement lost the benefits of his work
in an inequitable way (179). Thus, the Higher Regional Court
of Frankfurt (180) affirmed the application of s. 1 UWG
concerning copies of video games, and the Higher District

Court of Mannheim (181) has agreed - that the sale of

unauthorized copies of programs is a violation of fair trade.

Concerning the protection of computer ‘software under

Unfair Competition Actufthere is one important point that must
be recognized. The Federal Supreme Court has decided that the

Unfair Competition Act assures the original producer the

exploitation of his work during a limited period of time
(182). There 1is no protection for programs against copying

after this limitation period. The Higher Regional Court of




o

Frankfurt has found that the attraction of wvideo games

diminishes after six to twelve months.u‘CoﬁSeQUently, the

Court limited wunfair competion protection to that: period of

time.

Like American trade secret protection, the German

Unfair Competition Act provides protection against the

unauthorized use of trade secrets in s.,17 of that Act.

A prerequisite’ to p;otectdon is that the secret 1is not
obvi6u53 and the secret-holder has expressed his will to
maintain secrecy. Thus the problem 1is the same as under

o

American law,

°© v

The scope of the unfair competition protection for computer
software is not as extensive as copyright protection, This is
because, the statutory period of limitation in the former

(6 months after knowleage of the unauthorized -use; and no
.longer than 3 years without) 1is not as  long  as the one
established in the latter (70 years from the death of the
author;). 1In aédition, there is no right to the destruction of

infringing copies as provided by s. 98 II UrhG.
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"In Germany, Lgenera} protection , of computer softwdre is now
established law. Nevertheless, the debate about"the clasgsical
notion of creation has assumed a new importance, and in _the
end the protection of computer programs will depend on the

a

. result of that academic disputé. * Protection wunder the

Trade Marks Act and the Unfair Competition Act' can augment

2

' §
copyright protection, but taken on their own, théy «care€

B ° e

ineffective, . o

oo

o




1 Chag;er 5:

International Agreements

An important consideration 1is whether a program will be
eligible for protection overseas. The relations of the
Federal Republic of Germany ané the United States of’America,
with each other and other countries, are based on bilateral

treaties and various international conventions. The two major

copyright conventions are the Universal Copyfight Convention

( uUcCC ) (183), and 'the Berne Copyright Convention for the

Protection of Literary and Artistic Works ( Bcgj% (184). Both

ensure crossborder copyright protection among a large nﬁmber
of countries, and include provisions that define a~ minimum
protection either directly under the ratified conv?htion, as
in the BCC, or to be established by the local ‘143 of the

member state, as in the UCC.

2 bty
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.1'. Universal Copyright Convention ( UCC )

Both West Germany and the United States are signatories of the -
A 0

UCC (185). The UCC is the result of a compromise between the
European concépt of copyright protection and the American view
(186). The comprémise ‘was reached primarly to include lthe
Uniéed States in an international convention on copyrigﬁt.

Under the UCC, works by’nationals of the United States, where-
ever published, must be granted in each member country at
least "the same copyright protection as that other (nation)

accords to work of its nationals finst published in its own

territory” ( UCC,UArt.II(lL).

.. The result of thé; national treatment requirement is that, if

a national of a foreign member country publishes a computer

<

program in the United States, that program is afforded the

degree of protection granted Dby the United State’s

oo ‘ X
Copyright Act, and vice versa.

¢
f )
9
-
¢ ﬁ
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11. Berne Copyright Convention ( BCC )

Most nations have acceeded to the Berne Convention, either in

its original form or with respect to one or more revisions of

~the Convention (1B87). - The United States, in contrast to West

Germany, is not a signatory of the Berne Convention. The major
- " ~
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reasons for the American position are the Berne abandonment of
formalities, in view of the formalities of notice required

\ »

under the U.S.law, and the existence of the U.S. manufacture

clauses in the U.S.law, Furthermore, the American position
results from the provisions of dif%ering terms of protection
under U.S.law and under the Berne agreement, and from
objections in the United States to provisions 1in recent
versions of the BCC regarding the "moral rights” (right of
pgblicatioh, riéht of paternity, right of integrity) of
authors (188),. Even .though the United States 1is not a
‘signatory of the BCC, American nationals can obtain Berne
protect&gn through the "backdoor to Berne", a device which
allows ;sfks by American nationals to achieve Berne protection

by being publisHed either first or simultaneously in a Berne

country, such as Canada or the United Kingdom.

3.

-

Both the UCC and the BCC do notiappear to exclude computer
software from the protection that they afford; thié applies to
computer software in source and object code. However, these
conventions provide protection for software only if the

country in which protection is desired recognizés ‘that

protection.
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I11, World Intellectual Property Organization

The World Intellectual Property Organization (WIPO),
established in 1967 to coordinate <the activities of the Paris
and Berne Unions, has produced a number of proposals
concerning computer software.

First, an advisory group .of non—goyermental expérts met in
1954 to study‘the subject. In view of’ the large degree of
uncertainty generally related to the éxistence and form of
protection under copyright, this group recommended that a
special system of protection of software, similar to
copyright, should be set up at national and international
levels. Thus, in 1978, the International Bureau of WIPO
presented the draft of a model 1law for national protection of
software, and a draft treaty for the international protection
and international deposit of éoftware (189). The draft treaty
specifies that states party to the agreement will constitute a
union for the p;otection of computer software. Protection of
software 1is not granted under the agreement, but must be
undertaken by the contracting states through domestic
legislation. Each contracting state must provide the same

protection to others that it grants to its own nationals.

The WIPO Draft Treaty does not mention formalities such as
registration requirements, or "moral rights" ( supra), the two

major reasons for the American non-adherence to the




*

Berne Convention. It is 1likely that one or both of .these

‘concepts will be incorporated in any final agreement (190).
These two provisions would thus stand as major obstacles to
any U.S. adherence to the treaty.

In any case, the positions of the United States and West
Germany reéarding a new treaty were rather ambivalent because,

from their points of view, an additional agreement was not

necessary-(191).
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. Chapter 6:

Conclusion .

Having presented an .overviéw of the various problems related
to the protection of computer software in West Germany and in
the United States, it 1is now appropriate to analyze the main
similarities and differeans begtween them. As this essay has
shown, the centre of gravity of protection in the U.S. and in

Germany can be found in the copyright area. Protection under

the Trade Marks Act, Unfair Competi;ion Act and under trade
secret law is secondary to copyright protection;

Concerning the protection of >Bmputér software Qnder copyright
law in both jurisdictions, there\is,one fundamental difference
to be recognized, which leads to the result that one cannot
find any general discussien about the nature of computer
software in the U.S.; notions like "individual intellectual
creation", "degree of cieatioﬁ" or "aestetic efféct" are not
part of the debate. This is because of the existence of four
major arguments in favour of, copyright: the principle of
natural justice; the economic argument; the cultural argument;
and, the social aréument (192). The different 1legal systems
give different priorities to these arguments, and put greater
emphasis on some than on others.

The "droit d'auteur system” puts “the emphasis on the

P
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: prihc;ples of natural justice, while an "Anglo-Saxon system"

like that of the U.S. relies mainly on the economic argument.
¢ v .

[

¢
o

In the "droit d'auteur" or "continental European system"\;he

—

work which by the process of its creation becomes the property
of the author gives him the right to exploit it economically
(economic right); . but the work also has an intellectual and

moral link with its author, as being his brainchild, which:

gives him the right to publish it or not as he wishes, when he
wishes, = and in such form as he wishes; and the right to
defend it against.any distortions. or abuses (moral rights).

Perhaps the most far reaching consequence in twentieth century

0

terms is that, because the "droit d'auteur” is a natural and
therefore., individual right, it qén only qriéinate in an

individual and not in a company or corporgtion,

e

v v
L &

v

The Germanic jurisdictions (Germany, Austria, Switzerland),

v

whilst based on the concept of .the®"droit d'autegur", are in
some respect closer to the copyright system than to the French

system. This affinity is partic¢ularly evidénced by the

k .

granting of "neighbouring rights", i.e. * rights peighbouring

on author's rights, such as the rigﬁts -of performers,
o : (

producers of phonograms and broadcasting ‘organisations, which
g g g

may originate in legal entities as opposed to natural p§rsoné"

Q

as an inhibiting factor, . ¢

|

The philosophical foundation of  theé "Awglo—Saxon%v or

0 v

v
° i




‘.o material

, brecedent to the

"copyright system" is SImply that whoever takes the 1n1t1at1ve

3 r
in-creating- the :paterlal and makes the
it ‘or
. . ‘
o . . .
activities involve,

market it, ftaking, the flnan&ial‘ risks that. such

should be allowed to reap the 'Bénefit.

This philosophy is® express€d in practical terms as the right

copy1ng of phy51ca1 material, with the object

’

owner: of

to prevent. the

of - productiné the the ' copyrlg?& against any

)

J reproduction of that materiail whlch he has not authorized.

ce ’ j

~As the ecoriomic argument has always been 1n the foreground it

1

contemplated that the "

is never been first copyrlght owner

m1ght be a company or a corporatlon

€ > !

[l

Another resdlt of the different philosophical background is

that in all Anglo-Saxon Jurlsdlctlons ‘a work ' of authorship,

such as a oompute;_mprogram does not copyright

[}

acquire

Lo Yol . . 3 - ' .
protection -.until it is flxed in writing or . in any other

form; in other fixation 1is’ a cond1txon

3
f

words

existence of copyright. In

other hand, copyright protection is évailablg as soon as the
il v ' - "
_ ~ork exists in the mind of the author; no further step is

1

necessary to qualify for copyright. ‘Thus, fthe work is an

’

intellectual creation, not a material thing.: -

¢
6 ¢

Althoﬁé% the discussion pf * copyrightability. of computer

programs in the U,S. has never extended to the, question of

their intrinsic legal nature, the opinion expressed by

professor Nimmer in the Final-—Report of . CONTU, is worth
o D 52 , o .

investment tofptoduce

Germany, on the’




mentioning (193). Professor Nimmer criticizes the

Copyright Act as a general misappropriation law. Thus, he is

of the view that the Act's open-ended “topyright protection for '

all computer software, and 1its failure to articulate any
rationale which would not equally justify copyright protection
for thestangible expression of any and all original ideas, are

fundamental flaws.

"... I should like to suggest a possible line of demarcation
which would distinguish between protectible and nonprotectible
software in a manner more consistent with limiting such
protection to the convential copyright area”. .

"... it may prove desirable to limit copyright protection of

software to those computer programs which produce works which
“themselves qualify for copyright protection"” (194).

However, professor Nimmer's approach, seen within the context
of the présent American legislation, would not constitute an
as extreme departure as might have been the case in 1983. The

Cemiconductor Chip Protection Act o¢f 1984 would close the

rising gap of copyrightability.
&

Bhilosophically 'the difference between the personal,
individuali;tic and idealistic "droit d'auteur system", and
the more commercialiy orientated "copyright system", may be
fundamental; but in practice, as the present thesis shows, the
outcomes do not _;eally differ. “This is because both systems
presuppose a free economic market economy and grant a high
level of protection. However, the "copyright system” seems to

adopt more easily to ghe demands of new technology. The

Software Act of 1980, amending the Copyright Act of 1976 was

”

@ ! !




_ 0 an important milestone in

software. With the
. the

copyright protection for computer
Semiconductor Chip Protection Act of 1984,

has again shown the way,
country to protect technologica} innovations.

L]

United States

as the first

- -
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at D1, vol.3.. ‘

(5) Stan- Soocher, "Software Infringement ruling prompt debate"
(1985) 32 col in v. 7 Nat'l L.J. 1ll; hereinafter "Debate".
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(24) State Unfair Competition Law wusually protects trade
secrets. A 1976 survey of state trade secret statutes by a
committee of the American Bar Association Section of Patent,
Trademark, and Copyright Law reveded that twelve states do not
have any laws protecting trade secrets and that the other 38
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