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ABSTRACT

This study analyses Intellectual Property Rights related to space activities and

Space Law. The potential contradictions between these two laws are of specifie interest.

Besides the different approaches on which their legislation has been established, the

increasing role of private companies as space actors caUs for the adoption of a strong

legal framework for Intellectual Property.

The issue of Intellectual Property Rights in outer space will be examined within

the frrst Part, with a focus on Patent Law. The second Part explores the specifie mIes

contained in the International Space Station Intergovemmental Agreement, on

Intellectual Property and exchange of data and goods. Although there is sorne Iegai

mechanism, no protection capable to meet the space industry's current and future needs.
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RESUME

Cette thèse analyse le Droit de la propriété Intellectuelle au regard des activités

spatiales et du droit de l'Espace. La confrontation des principes de base qui gouvernent

respectivement chacun de ces droits revêt en effet un intérêt particulier. Outre une

philosophie différente dans l'approche des questions juridiques, la participation croissante

du secteur privé dans les activités spatiales nécessite de créer un cadre juridique solide en

matière de Propriété Intellectuelle.

La première partie est consacrée à l'analyse du droit de la Propriété Intellectuelle,

et plus spécifiquement le droit des brevets dans le cadre des activités spatiales. La

seconde pone sur le cadre juridique de la station spatiale internationale, et notamment, la

propriété intellectuelle et l'échange des biens et des données. Nous verrons que malgré

l'existence de mécanismes juridiques, il n·existe pas à l'heure actuelle de protection qui

soit suffisamment efficace pour répondre aux besoins croissants de l'industrie spatiale.
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INTRODUCTION

The period prior to the fifteenth Century is of specific interest in the bistory and

evolution of patent. At that time, privileges were accorded by the sovereign, affording a

special right to an individual; the concept of utility and sometimes favoritism playing an

important mIe. The "Parte Venezian~" the tirst fonn of privilege, was adopted by the

Republic ofVenice in 1474.1 This anecdote is relevant for a study on intellectual property

rights in outer space: Although non-govemmental actors are inereasing, the space

business remains govemment related as any space activity carried in outer space requires

a govemment level approval. One ofthe most important manifestation of space law is the

international responsibility borne by States Parties to the Outer Space Trea~ for national

activities in outer space. As a consequence, and in the concem of avoiding the existence

of any privilege or abuse in the grant of rights, it is important to guarantee a fair and

protective legal framework.

1 See Introduction to Intelleetual Properry. Theory and Practice, Ed. by the World Intellectual Property
Organization (Kluwer Law Intematio~ 1997), at 17.

2 The pillars of the international spac:e Iaw are the five following treaties: The Treaty on Principles
Goveming the Ae:tivities ofStates in the Exploction and Use ofOuter Spac:e, including the Moon and other
Celestial Bodies, hereafter the Outer Space Treaty, or OST (1967), the Agreement on the rescue of
astronauts, the renun of astronauts and the retum of abjects launc:hed into outer spac:e (1968), the
Convention on the intemationalliability for damage caused by space objects (1972). the Convention on
Registration of Objects Launc:hed into Outer Space (1974) and the Agreement goveming the ac:tivities of
states on the Moon and other celestial bodies. Sec in AnnaIs of A.ir and Space Law. lCASL McGill
University, (Pédone Ed, voL~ Pan n. 1993).

1
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First, in arder to have a clear understanding of the questions dealing witb

intellectual property, it is useful to reeal! sorne definitioDS. Intellectual property

comprises of two main branches: "Industrial property" embraces the protection of

inventions by means of patents, protection of certain commercial interests by means

of trademark law and the law on protection of industrial designs. In addition,

industrial property addresses the repression of unfair competition. "Copyright" grants

authors and other creators of works of the mind (literature, music, art), certain righ15

to authorize or prohibit, for a certain limited time, certain uses made of their works.3

A patent, related to the tirst branch, is a document issued by a govemment office

which describes the invention and creates a legal situation in which the patented

invention can normally only be exploited (made, used, sold, imported) by, or with, the

authorisation ofthe patentee. The protection ofinventions is limited in time (generally

twenty years from the filing date of the application for the grant of a patent).4 An

invention is a novel idea that pennits in practice the solution of a specifie problem in

the field oftechnology.s

3 See supra note 1. at 3.

~ It is estimated that the number of patents granted world-wide in 1995 was about 710,000. Furthermore. it
is estimated that at the end of 1995 about 3.7 million patents were in force in the world, online: The World
InteUeetual Property Organization Homepage<http://www.wipo.org/englmain.hem>

S Under most legislations conceming inventions" the idea., in order 10 he proteeted by law C'patenaablej9
must he new in the sense that it bas not already been published or publicly used; it must he non-obvious
("involve an inventive stepj in the sense that it wouId not have occurred to any specialist in the particular
industtiaI field,. had such a specialist hem asked 10 find a solution ta the panicular problem; and it must he
capable ofindustriaI application in the sense chat it cm he industrially manufaetured or usecl For tùrther
developments, ibid.

2
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The intellectual pmperty law is usually limited ta the boundaries of the country

whose government grants the rights. In order to receive protection in severa! countries,

the owner of the invention will have ta seek protection in these places. To guarantee the

possibilities of obtaining protection in foreign States for their own citizens, in 1883,

eleven States established the International Union for the Protection of Industrial Property,

by signing the Paris Convention for the Protection of Industrial Property.6 The World

International Property Organization, hereafter WIPO, was established on July 14, 1967 to

promote the protection ofintellectual property rights throughout the world.7 A1though the

Paris Convention required the filing of a patent in each foreign country, the concept of

"international application" was introduced by the Patent Cooperation Treaty of June 19,

1970, providing a great simplification in the tirst steps of the procedure. However,

national or regional patent agency retains the final responsibility for the grant of the

patent.

The relevance of intellectual property in the space sectar was examined with more

accuracy for about ten years. This tendency corresponds to the current evalution of this

sector. "New entrants and interests are taking shape and a1ready today there is more

private than public investment in space systems. The trend will continue strongly inta the

6 Ibid.

j "In many ways. the WIPO is one of the Most effective and weil managed agencies of the United NatioDS.
In addition to raising the level ofproteetion for intellectuaI property generaI1Yt the WIPO bas played. a vital
raie in helping countries set up effective intelleetual propeny regïmes.n G. J. Mossinghoffand V. S. Kuot

World Patent System Cirta 20~ A.D' t in Journal oftire Patent and Trademark Office Societyt (August
1998t voL 80t No 8)t at 528.

3
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next century, when it will be foreseeable ta have more purpose for private enterprise than

for State activity in outer space.,,8

This phenomenon already started with the commercialization of the International

Space StatiOn,9 hereafier, the ISS. Due to the extremely high costs required to realize the

biggest international technology project, a close cooperation between States was

necessary, sueh as the introduction of an aerospace industry. The US Commercial Space

Act of 1998 10 establishes the economic development of Earth orbital spaee as a priority

goal. ll Space Agencies, like NASA are preparing by developing a Commercial

Development Plan for the rS5. Intellectual property is therefore of great relevance. It

shouId be noticed here that a "derogatory regime" will apply to the space station.

Although the space treaties will find application, a legal framework has been created ta

address specifie questions to the Partners. The intellectual property is a part of the

International Space Station Intergovemmental Agreement,12 hereafter IGA.

Apart from the IGA, the problem of patent protection could he divided into two

parts. On the one band, although the space treaties do not contain any explicit regulation

on intellectual property, there is no total vacuum as such in the international legal

8 M. F~ "Space praetices on the move," in Proceedings of the r ECSL Col/oquium on
International Organizalions and Space Law, Perugia.6-7 May 1999. (ESA SP-44~ June 1999).

9 See infra Part n, introduction.

10 Commercial Space Act of 1998. Oetaber 21, 1998, (Public Law 105-303).

Il M. Ubran, "Commercial Development of the fntematiooal Space Station", online: International Space
University Homepage <http://www.isunet.eduiSymposiumiSymposium99/0ral%20AbstraetsltJhran.html>

12 Signed on January 29, 1998 in Washington D.C., between the European Partner (eleven Members),
Russia, Japan. United States and Canada.

4
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framework. As will be seen in the further developments~ 13 outer space cannat be

appropriated. Consequently, it is prohibited to exercise any sovereignty in this area.

Nevertheless, through the jurisdiction and control mechanism, an artificial link will be

established between a space object14 and a State. For example, if a company plans to

launch satellites containing high technology that bas been protected by a patent, or even

containing no specific patent, the company will have to register at a national and

international level its space object. Under Article vm of the Outer Space Treaty,IS the

Registration State will exercise its jurisdiction and control over that space abject. In case

of litigation, the law of that State will apply in the absence of specific provision on

intellectual property.16 The question of the validity ofa patent for an invention created in

outer space does not create difficulty: for most of the countries, as patent regulation is

govemed by the fust-to-file system. As a consequence, no matter where the invention

took place, the protection belongs to the first who files the invention. In a first-to-invent

system, the date of invention is of important relevance and questions of evidence will

arise. On the other hand, questions remain, such as ownership and use of rights in outer

space, or infringement of an existing patent ofa third pany.

IJ See infra 22. InteUectual Propeny and Non.appropriation•

•" Although the notion of space abject was subject of a great controversyy especially ta know as to whether
a space station is a space abject (see infra Part IL Chapter IySection ~ l.)y il could he defined as follows:
ttgcneric tenn used ta caver spacecrafl satellitesyand in faer anything that human beings launch or attempt
to launch into spaceyincluding their components and Iaunch vehicles. as wen as pans thereof." B. Cheng, in
Studies in International Space Law (Clarendon Pressy Oxfo~ 1997)y at 463.

as Article VIn OST: "A State Party ta the Treaty on whose registry an object is launched ioto outer space is
carried shan retain jurisdietion and control over such object, and over any personnel thereo~ while in outer
space or on a ceIestiai body." See supra note 2.

16 We will sec in the course of the study mat the United Saates have adopted a special law in 1990,
exteDding the appücability of their Domestic law to outer space. 3SUSC lOS, added by Public Law 101
580y Section l(a), 15 November 1990, 104 Stal. 2863, with rettoactive effect.

5
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In the report of the third United Nations Conference on the Exploration and

Peaceful Uses ofOuter Space,[7 the tide "Hamessing the potential of space at the start of

the new millenium" expresses the issue of intellectual property in outer space.. "The

feasibility of harmonizing international intellectual property standards and legislation

relating to intellectual property rights in outer space should he further explored with a

view to enhancing international coordination and cooperation at the level ofboth the State

and the private sector.lrl8 This thesis illustrates tbat even if no legal vacuum exists, the

current system is not satisfying enough and does not give safety and trust ta the industry.

In a tirst part, tbis study highlights the current framework and future issues of

intellectual property rights in outer space with a focus on patent. The second part explores

the specifie-project agreement, the intergovemmental agreement, signed the 29th January

1998, and governing the relations between the Partners ofthe International Space Station.

11 Vienna from the 19cb to the 3011a ofJuIy 1999~ online: The United NatioDS Committee on Peaceful Uses of
Outer Space. UNISPACE mRepon at <hnp:J/www.un.or.at/OaSA/unisp-3/docsldocs.htm>

Il Chapter ll. Background and recommendations of the Conference G. Hamessing the poœntial of space at
the stan of the new millenium 8. Promotion of international cooperation (c) Stale and perspectives of
international cooperation (ü) §40S-407t at 71. Ibid..

6
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PARTI

INTELLECTUAL PROPERTY AND SPACE ACTMTIES

The study of Intellectual Property Rights in outer space is relevant in regard of

severa! aspects. However, Intellectual Property Rights on one side, and Space Law on the

other side, bath rest on different approaches, thus leading ta potential conflicts.

CHAPTERI

RELEVANCE OF THE INTELLECTUAL PROPERTY IN SPACE ACTMTlES

The development of space business in the coming years will face tremendous

growth. In 1998, worldwide space revenues rose to $97.593 Billion. The forecast for 1999

is $105,012 Billion and $137,822 Billion in 2002. These statistics19 suggest an estimated

$577,1 Billion in worldwide Space revenue, with a forecast growth of 9.01%. Why does

intellectuai propeny rights have a great raie to play?

Any activity, when taking place in outer space, usually requires large amount of

money as the cost of a launch remains very high, and except the US Space shuttle, the

launch vehicles are expendable. A completely reusable launch vehicle will revolutionize

space activities as it will considerably decrease the cost of achieving access to space

NASA and Boeing have recently signed a four..year agreement to build a fly and single

19 Swe of the Space Industry, Outlook 1999, Summary ofstatistics, (prepared by Space Publications in
collaboration with International Space Business Council, 1999) at S, 7.

7
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X...37 reusable vehicle in orbit "It would eut the cast ofaccessing space from 510,000 to

$1,000 per pound.uZO

Any industry needs ta he protected tbrough the creation ofpatents. and especially

in the high technology area, as the vast amount of money involved requires acbieving a

trusting relationship with the investors. It is necessary ta guarantee safe investments, not

only for current space activities but also for future ones.

Manufacturing in space, either for scientific or commercial purposes, underlines

the significance of Intellectual Property Rights. In addition, issues such as transfer of

technology and national secrecy are also closely linked ta this notion.

Section 1. Commercial and Scientific Space Research and Manufacturing:

Scientific research in space activities will affect severa! fields. If we cansider the

medical field, for example, new experiments will he realized in microgravity, on the

human body itself: but also on its psychological effects on the astronauts. Severa!

parameters affect the human body in space, such as microgravity, salar radiation, extreme

temperatures, and motion sickness. The bone intensity is modified. For example, during

short-tenn flights, both cosmonauts on the 18·day Soyuz 9 flight lost 8-10% of their

calcareous density.Zl Muscles. bones and the cardiovascular system are also deeply

affected.

lD "X-37 Explores Reenny Risks," Aviation Week and Space Technology (McGraw-Hill Companies Pub.,
August 9, 1999), at 72.

21 C. Cano. S. Churchill & R. Edgenon, uRcsponse of Bones and Muscle Systems ta Spaceflight" in A.
Houston and M. Rycroft M, Keys 10 space. an interdisciplinary approach ta space studies (McGraw-HiII
1998), 18-23.

8
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Although these phenomena have been studied in the course of space lab

experiences, most of the former space mission took place in Law Earth Orbi~ where

astronauts did not experience the eiTeet of deep space radiation. This question is an

important stake for the future space missions in order to make possible human space

tlights in deep space. Furthermore, with the longer missions that will take place in the

International Space Statio~ we will have to take into account the effects of longer periods

oftime under microgravity and the consequences of isolation and confinement.

Commercial space research in a microgravity environment will aIse give the

opportunity to test improved and new materials (e.g. biomedical drug development). The

Research and Development technology will be improved thanks to research on propulsion

systems, thermal control, optics or high~temperature materials. Furthermore,

telecommunications, spacecraft manufacturing, launch vehicles, ground equipment, and

global positioning system services are part of the current and planned commercial

applications that underline the importance of intellectual property in outer space. On the

commercial side ofspace activities, these prerequisites seem naturally essential, as we are

in a highly competitive environment.

In the telecommunications sectar, for example, even if the satellite infrastructure

bas ta be completed by a fiber network, a large range of opportunities will be offered ta

the space industry. The mobile satellite services and fixed satellite services represent an

important part of this market. With the fixed satellite, multiple services will he available

for the customer, such as telephony transmission, cable & video transmission, broadband

services, private business network, Internet access~ telemedecine and tele~education.

Tbanks to the development ofbigh..resolution da~ remote sensing will also he used in

9
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Many applications, such as agriculture, civil planning, and mining. The Geographical

Infonnation Systems (GIS), combined with different kinds of data, are aIso of great

interest for the industry.22

ln arder ta materialize these projects, vast investments are necessary. Since states

are no longer the sole partner in the space sector. There is a grawing tendency toward the

involvement of private companies. As their investments are essential, these companies

will look for strong protection of their interests. The importance of the retum on

investment May be illustrated by the recent difficulties met by the company Iridium. This

company has launched its constellation of mobile satellites, offering ta the customers the

possibility ta be reached in remote areas thanks ta powerful cellular networks.2J The cost

related to the manufacture and launch of satellites was very high, and unfortunately the

retum on investment too slow. As a result, the commercialization did not reach the level

that was expected by its managers. and Iridium is now under the US procedure of

Bankruptcyt attempting to have a recovery package or ta be transferred. '·Iridium's filing

for Chapter Il bankruptcy buys the troubled venture sorne more time, but analysts say the

company must move swiftly to survive.,,24

Although in this case, the difficulties have nothing ta do with inteIlectuai property

aspects, the tesson of this faiIure is that in order ta create a business in space, the retum

on investment bas to he taken into account. "With the shift toward private entrepreneuriai

:!:! See generally supra note 19.

n "One of the key features that the new ser,;ces will offer ÈS the option to link a satellite phone with
terrestrial wireless services. The integration of the satellite component will allow phones ta operate in
developing counfries. in the mountains~ on the oceans. in aircraft or anywhere traditional cellular services
are not available.'t See supra note 19~ al 43.

24 '1ridiumts Future Up in the Air." Aviation Week andSpace Technology. August 23. 1999.

10
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space ventures foreseen for the next few decades, industry will he looking for, and the

law will evolve toward, means ta proteet private creative endeavors in space.,,25 In any

venture, detailed provisions on proprietary rights are stated. The consequence of any

unfair practice related to the protected rights must be considered. This protection requires

extending it in ail the countries where the proprietor considers bis patent shall have an

effect. The choice of the country will depend on its level of involvement in the space

arena. For example, if the future commercialization of an invention made in the space

station is ta take place in a certain country, its initiators had better file a patent in that

country. These questions lead us to examine the problem of technology transfer and

national secrecy, which are closely related to Intellectual Property aspects.

Section 2. Question of TransCer oC Tecbnology in the Private Seetor and National

Secreey:

The intellectual property is a significant issue, and according ta Mes. Balsano and

M. Smith, "we deal with Intellectual Property as a tool for controlling the transfer of

technology.1126

The existence of companies such as INTOSPACE proves the significance of

intellectual property protection. This Gennan company, defines its activities as follows:

Ta promote, initiate, and support microgravity space activities such as research,

development and commercial production tasks to be canied out in space, as weil as to

2S B. luxenberg and GJ. Mossinghoft: "'Intellectual Property and Space Aetivities," in Journal ofSpace
Law VoL 13, No 1, (1985), at 8.

26 Anna-Maria BaIsano & Bradford Smith, "Intellectual Property and Space Aetivities: A New Role For
COPUOS,ft in Oudook on Space Law over the 30 yean. G. Laffmanderie Ed. (1Quwer Law Intematio~

1997)~ at 364.

11
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render assistance and consultation with respect to such space activities.27 These measures

will ensure the confidentiality of the scientifie data through a contractual protection as

the interests ofeach party are quite specific and often polar opposites. INTOSPACE helps

the parties to reach a compromise.28 In the space industry, the players are govemments,

institutions, and private companies, which are usually working together but representing

different countries and consequently specifie interests. It will be tricky to entrust a

satellite just manufaetured to a company that will be in charge of the launch. Suspicions

and conflicts could quickly arise. 10 order to prevent them, trade secret considerations are

established in common law as weil as civil law countries, through the statement of

nondisclosure agreements. Consequently since the United States have aeeorded a specifie

importance on intelleetual property eonsidering it in the eontext of technology transfer,

they have adopted a specifie legislation: The oversight of the international contracts has

been transferred from the Department of Commerce to the Department of State and

provides a specifie procedure in case ofa satellite hardware and systems sale to a non-US

contractor. Through this obligation, the US govemment exercises its control over that

type of commercial operation, assuring the protection of the national technology. On the

other hand, this policy might be an obstacle in the course of the satellite

eommercialization ifthe level 0 f eontra1exercised by the govemment is too high.

li A. Lemius.. "INTOSPACE: Applied Research in Space - Experience and Prospects of ContraetUal
Praetice;" in Proceedings of the Workshop lnre/lectual Property Rights and Space Activities.. European
Centre for Space Law ESA Headquarter Paris, 5 &. 6 December.. 1994, (ESA SP-378, January 1995).

28 "On the one band, the Iaunch service entity needs a maximum of information about the experimenter's
payload sent into space in order to assure the security and the success ofthe mission. as weil as information
about the results obtained to be able to evaluate the efficiency ofits launc:h or space experiment fac:ility. On
the other band, the rcsearching company desires to keep its efforts and scientific resuIts secret in order ta

secure its invesunents. The coDfidentiality is essential for a fUture commercial application and exploitation
of the scientific resWts. Therefore the access to and the disclosure of the results must he restrieted", ibid, at
134.

12
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Having examined the relevance of intellectual property, we will further precise its

content in relation with space law in order ta have a critical view of the different

approaches.

CHAPTER 2. INTELLECTUAL PROPERTY RIGHTS AND SPACE LAW:

DIFFERENT APPROACHES

It is important to keep in mind that safe rules applied ta the space industry can

create a conducive environment for current and future commercial successes. "The only

sectors in which commercial activities have been sustained for a period long enough to

allow for reasonable predictions on an empirical basis concem space transportation and

communications satellites.,,29 We will see that the main characteristic of intellectual

propeny law is that this concept is based on territoriality, while the main feature ofouter

space is that it is outside any sovereignty. The problem is ta determine how a patent can

be protected in outer space. After a review of the basic legal principles conceming

intellectual property Iaw, we will examine how May difficulties arise when dealing with

outer space.

29 P. Malanczuk, ...Aetors: States~ International OrganizatiODS, private entities,ft see supra note 26, at 35.
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Section 1. Legal PriDciples of IDteUectual Property Rights and Outer Space May

Lead to Potential Contradictions:

This section will emphasize on intellectual property rights principles that may have an

impact on space law and vice versa.

1. InteUectuai Property Rights and Patent Law:

1.1 Basic Mecbanism:

Intellectual Property Rights have evolved for centuries,30 based on a terrestrial

context, without concem about their application in outer space. The main fonns are:

Trademar~ trade secret, copyright and patent protection.31 "When appropriate protection

is obtained and maintained under law, the proprietor (or owner) orthe right May exclude

others from its practice, has legal redress in the event ofmisappropriation or unauthorized

practice (infringement), and/or May authorize or permit (license) others ta practice the

right under acceptable tenns and conditions. The exclusive rights afforded under a patent

include the right ta malee, use and sen the patented invention."n In arder to be patented,

the invention must be new, must involve an inventive step, and must be industrially

30 The history of inteUectual propeny could be divided in three main periods, distinction made by the World
InteUeetual Propeny Organization: a system based on privileges granted by the sovereign (ISdl to lSdl

Centuries), the national patents (1790 to 1883. the United States first patent law was in 1790 and the
French law, in 1791) and the intemationalization starting in 1883, "History and Evolution of InteDettual
Property,tf sec note 1, at 11.

11 Despite mat each of them cm find application with space adivities, however we will onIy focus on
patent.

12 R.F. Kempt: "Proprietary rights and commercial use of space statio~" International CoOoquirnn on
Commercial Use ofSpace Stations, Hanover, Federal Republic ofGeImany, June 12-13, 1986.

14



•

•

applicable.33 Patent law is thus fundamentally national in its origin and in the scope ofits

application; albei~ there exist efforts toward international hannonization. Finally~

following the appropriate Patent Office procedure and the grant ofthe patent. the patentee

receives the exclusive right to exploit bis invention. In arder to determine a link between

a patentee or inventor and a country through which jurisdiction will be exercised~ !wo

main criteria can be taken into account: The territory or the nationality.

1.2 Types ofJurisdiction:

Jurisdiction is traditionally divided in three parts: Personal, territorial and quasi-

territorial. In the case of personal jurisdiction, the State will exercise ilS jurisdiction

depending on the nationality of the individuals or corporate bodies having its nationality;

even if they are on the territory of that State. This question will create sorne difficulties

whe~ for example, in the International Space Station, the experiences will be led by more

than one persan. Under the territoriality jurisdiction, a State will exercise its

govemmental powers within the territory over ail persons and things. In internationallaw,

a territory includes the land, the territorial waters and the airspace above and parts on

which the State exercises its sovereignty. The quasi-territorial jurisdiction is the sum total

of the powers of a State in respect of ships, aircraft, and spacecraft having its

nationality.34

Apart from these terrestrial mechanisms, there are also models of terrestrial

cooperation, which recognize the existence and protection ofjoint inventions. In this case,

D "General principles applying to patents~" in lntellectual Property Rights and Space Activilies in Europe
(ESA. February 1991)~ at 13.

J.J For more details on this distinctio~ see supra Dote 14~ at 72.
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each party will ensure the protection orthe invention in its own country on behalfofboth

parties, and bas an exclusive right to use it in the territory of its own country.3S Sïnce

outer space is under any jurisdiction, the protection does not extend to il. It is difficuit to

refer to a specific territory in outer space as activities may occur on orbi4 on a space

station, or on a different planet. However, this mIe contains exceptions: For technical

reasons, extra-territorial aspects ofnationallaw are applied. The classic example coneems

the ships (national flag) and the airplane (national registration). We will see that spaee

treaties do not give clear answers coneeming the legal regime of intellectual property in

outer spaee. Nevertheless, specifie mechanisms eontained in space law are used to

respond ta this problem.

2. Place of Intellectual Property in International Space Law:

The main principles goveming space law can be synthesized as followed: Outer

space can he used but not appropriated,36 and must he used for peaceful purposes.37 The

State is responsible for the aetivities of its private sector entities,38 and the "launehing

35 Dr. O. Varobie~ "'rntellectual Propeny Rights with respect ta Inventions Created in Space", in S.
Masteshar. Research and inventions in outer $pace. !iability and intelleetual property rights, (Dordrecht,
1995). at 180.

lb Outer Spac:e Trealy, Art. IL see supra note 2.

31 Outer Space Trealy, An. IV: "States parties to the Treaty undertake not to place in omit around the earth
any objects carrying nuclear weapons or any other kinds of weapons of mass destrue:tio~ install such
weapons on celestial bodies. or station suc:h weapons in outer space in my other manner. The Moon and
other celestial bodies shal1 he used by alI States Puties to the Treaty exclusively for peaceful pwposes.tt
Ibid.

31 Outer Space Trealy, Art. VI: "States Panies ta the Treaty shan heu international responsibility for
national aetivities in outer space (..•) whether such aetivities are cmied on by govemmental agencies or by
non-govemmental entities." Ibid.
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state"39 is intemationally liable for damages to a third party.40 The Registration

Convention provides an obligation to register a space object41 on which the State of

registry retains the jurisdiction and contro1.42 Space activities are conducted in respect of

international law, "including the Charter of the United Nations, in the interest of

maintaining international peace and security and promoting international cooperation and

understanding.,,43 The United Nations play an important role in space activities, since

space treaties were elaborated by the United Nations Committee on Peaceful Uses of

Outer Space, and MOst decisions in this field are made through this international

organization.

Conferences took place within the United Nations, called the United Nations

Conference on the Exploration and Peaceful Uses ofOuter Space (hereafter UNISPACE).

UNISPACE [ (1968), UNISPACE II (1982) and UNISPACE m (1999)44 in Vienna

focused on the benefits that space could bring to developing countries. An important issue

39 Liability Convention. Art. l (c): "The tenn "launc:hing State" means: (i) aState which [lunches or
procures the launching of a space abject; (ii) 1 State from whose territory or fac:ility a space abject is
launched." Ibid.

40 Outer Space Treaty, An. VII: The launching Stare '~is intemationa1ly liable for damage ta another Scare
Party to the Treaty or ta its natural or juridical persons by such abject or its components parts on the Eanb.
in air space or in outer space. including the Moon and other celestial bodies." Ibid.

~l Registration Convention. An. II: "When a space abject is launched inlo earth orbit or beyond, the
launching state shall register the space abject by means ofan entry in an appropriate registry which it shall
maintain." Ibid.

.cl Outer Space Treaty, Art. vm: "A State Party to the Trcaly on whose registry an object launched into
outer space is carried shall retain jurisdietion and control over such object and over any personnel thereoi:
while in outer space or on a celestial body". Ibid.

0&3 Outer Space Treaty, Art. m. Ibid•

.w UNCOPUOS Homepage, see supra note 17.
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concemed the implementation of Article 1 of the Outer Space Treaty,4S as its provisions

are very broad and the obligations not clearly stated.

In 1996, a United Nations Committee on Peaceful Uses ofOuter Space conference

led to the adoption of the "Declaration on International Cooperation in the Exploration

and Use of Outer Space for the Benefit and in the Interests of AlI States, Taking into

panicular Account the Needs of Developing Countries," Paragraph 2 states as follows:

"States are free to detennine ail aspects oftheir participation in international cooperation

in the exploration and use of outer space on an equitable and mutually acceptable basis.

Contractual terms in such cooperative ventures should be fair and reasonable and they

should be in full compliance with the legitimate rights and interests of the parties

concemed, as, for example, with intellectual property rights.,t46 This text tends a1so to

promote international cooperation and faciIitate the exchange ofexpertise and tecbnology

among states on a mutually acceptable basis. Consequently, the important raie of

lntellectual Property was fully recognized for the tirst time in a United Nations Space

Resolution.

There are no provisions in the space treaties or in the recent resolutions adopted

by the United Nations General Assembly dealing with the protection of intellectuai

property in outer space. Nevertheless, there are two space law principles that are directly

connected with this problem: The non-appropriation mie and the benefits clause.

oiS Outer Space Treaty, Art. 1.: MOuter space (...) shall be free for exploration and use by aIl States" and an.
Ut it Mis not subjeet to national appropriation by daim of sovereignty, by means ofuse or occupation, or by
any other means." See supra note 2•

.&6 Text of Declaration on International Cooperation in the Exploration and Use of Outer Space for the
Benefits and in the Interests of ail Sta~ Taking into ParticuJar Account the Needs of the Developing
Countries, AlAC. lOSIL.211(06.11.96)
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2.1 InteUeetual Property and the Benefits Clause, Article 1 of the Outer Space

Treaty:

Article 1 of the outer space treaty states that '1he exploration and use of outer

space, including the moon and other celestial bodies, shall he carried out for the henefit

and in the interests of aIl countries, irrespective of their degree of economic or scientific

development, and shall he the province of all mankind.n "Outer space, including the

moon and other celestial bodies, shall be free for exploration and use by all States without

discrimination of any kind, on the basis of equality and in accordance with international

law, and there shaH be free access to all areas of celestial bodies." This principle titled as

~'Space benefits," has been affinned for the first time in the United Nations Resolution of

1963.ol7

Paragraph 5 ofthe 1996 Declaration48 states that "International cooperation, while

taking into particular account the needs of developing countries should aim, inter alia, at

the following goals (...) Facilitating the exchange of expertise and technology among

States on an mutually acceptable basis." These provisions underline again the raIe of

intellectual property, and reinforce the necessity to have a strong legal regime on this

matter.

The protection granted, through intellectual property rights to the space industry

cover the following consequences: Invention secrecy, exclusivity of rights and

appropriation of technical experiments results realized in outer space. Article 1 of the

Outer Space Treaty provides that the exploration and use ofouter space is for the benefit

~7 Resolution 1962 (XVIll) of 13 December 1963. in Space Law and Institutions, Documents and MateriaIs,
edited by Ivan A.Vlasic:. Institute ofAir and Spac:e Law. McGill University, 1997~

41 See supra note 46~
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and in the interest of all countries, implying a sharing of information. "The practical

realization of the principle, however, depends on the operation of cooperation and

knowledge-transfer mechanisms.,,49 It is more protection's excesses that is critical. States

and industries, through the appropriation of trade secret for example, prevent other group

ofpeople to develop the same technology.

2.2 InteUectual Property and the Non-Appropriation PriDciple, Article U of the

Outer Space Treaty:

Before the Outer Space Treaty was adopted in 1967, the General Assembly of the

United Nations established fondamental basic mies into two resolutions included in the

Outer Space Treaty of 1967. In 1961, Resolution 1721 (XVI) stated that "Outer space and

celestial bodies are free for exploration and use by aIl states in confonnity with

intemationallaw and are not subject to national appropriation."so The fact that this type of

resolution is not binding does not prevent cenain StatesS1 to consider them as

recommendations. The secon~ Resolution 1962,52 constitutes an important aspect in the

Cold War development, because the United States and the USSR mainly initiated this

agreement. This article raises the same question as did Resolution 1721. "Outer space,

~9 F. Marcelli,. "Space Research and Common Benefits for the Humanity," in n Dirino lndustritlle E Le
Anività Spaziali in Europa Ilntellectual Properry and Space Activities in Europe, Osservatorio di Proprietà
lntellenuaIe Concorrenza cft Telecomunicazioni (CERADI) LUISS - GUIDO CARLI cft the European
Centre for Space LawlEuropean Space Agency, Roma, November II, 1996, at 79.

50 Resolution 1721 (XVI) of the 20 December 1961, "International cooperation in the peac:eful uses ofouter
space," 10Slh plenary meeting, sec supra note 47.

51 Romania and France.

52 See supra note 47.
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including the moon and other celestial bodies, is not subject to national appropriation by

claim ofsovereignty, by means ofuse or occupation, or by any other means.,,53

The principle of non-appropriation could be defined as the absence of territorial

jurisdictio~ implying also the absence of appropriation under private law. During the

negotiations of the Treaty, the Belgium delegation reminded the interpretation of this

principle, explaining that it is "covering both the establishment of sovereignty and the

creation of tides to property in private law.,,54 For the French delegation, "non-

appropriation is merely the logical consequence of non-appropriation under international

law. Non-appropriation in the treaty refers to national appropriation under the

international law.,,55 Uoder international law, outer space constitutes a Te extra

commercium, since no one can appropriate this area. Article II of the Outer Space Treaty

is often cited as the non-appropriation principle; a1so interpreted as the non-sovereignty

prOVISIon.

If there is no territorial sovereignty in outer space, this does not Mean that States

can not exercise their authority at all over this area. Professor Bin Cheng distinguishes the

traditional aspects of sovereignty that are prohibited (national appropriation) and the

functional aspects of sovereignty (the exercise of sovereign rights); distinction which is

especially imponant in Intellectual Property matters.S6 States are prevented on a uniform

53 See supra note 2.

s.a (4.8.66) AlAC.10S/C.2ISR.71 in SlUdies in International Space Law, by M. Bin Chen~ Clarendon Press
Oxfo~ 1997, see supra note 14.

55 (17.12.66) AlC.1ISR.1492, sec note supra 14.

56 S. Gorove, "Sovereignty and the law ofouter spac:e re-examjnecr, A.nnals ofA.ir and Space Law, vol a
1977), at 320.
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basis from establishing "proprietary links:tS7 Although outer space is Dot subject ta

territorial jurisdictio~ there are sovereign types of jurisdiction that can be exercised in

certain conditions. The non-appropriation principle and the benefits clauses8 are two

pillars of the outer space treaty; thus it is necessary ta take them into consideration as

weIl.

2.3 JurisdictioD and Control:

Article vm of the Outer space Treaty states that Ua State party ta the Treaty on

whose registry an object is launched into outer space is carried shaH retain jurisdiction

and control over such abject, and over any personnel thereof: while in outer space or on a

celestial body." In the international conventions, "space abject" is the tenn used for

spaceeraft and satellites, and in faet "anything that human beings launch or attempt to

launch iota space, including their components and launch vehicles, as weil as parts

thereof."S9 As the jurisdiction applies not only ta spacecraft but aIso ta the personnel on

board, it is ta be considered as a quasi-territorial jurisdiction. This provision constitutes

an extension of a specifie national law ta permit its applicability over these space abjects

and astronauts through national and international registration requirements.6O The State

party ta the treaty that shan retain jurisdiction and control over space abjects and over any

57 Dr. K. H. BOclcstiegel. Or. P. M. Kriimer, "Patent Protection for the Operation of Telecommunication
Satellite Systems in Outer Space?" (Pan IT), Zeitschrift[ur Luft und Weltraumrecht (ZLW), German Journal
of Air and Space Law, 1998.

~a See infra further developments on the developing countries and space in Section 3. Future trends.

5') B. Cheng, supra note 149 at 463.

60 Outer Space Treaty, An. VIn. Supra note 2.
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personnel thereot: while in outer space or on a celestial body, is the State in which the

object was registered.

In a certain way, we can consider that through this artifice, the sovereign rights of

a State will apply outside its territory. In a recent article,61 Or. K. H. Bockstiegel, argues

that thanks to this mechanism, space objects and their crew maintain a link with aState

because they "do not pass into a legal vacuum during their sojoum in the extraterrestrial

zone." Sucb a proposition is valid as long as space activities are related to earth

(telecommunications, remote-sensing satellite, or use of a space station). In these

conditions, the State of Registration is admitted to use its national patent law for a

specifie space activity. Although this artifice is very practical and necessary because it

renders the law applicable in the absence of unified Intellectual Property space law; the

situation may evolve in the future when we will have to deal with space ta space

activities, for example, the launch ofa space object occurring from a planet different from

Earth.

It is clear that a patent on a satellite can be granted for the safe use of its new

technology, but as outer space is govemed by the non-appropriation principle, "the real

issue is whether patents can be protected in outer space as outer space is outside any

state's sovereignty.'t62 The jurisdiction that can be exercised concems ooly the abjects or

the persan (this will be the case in the new International Space Station).63 As outer space

6l "What bas hem prohibited under the clear language of Article n of the Outer Space Treaty is "national
appropriation" of outer space." Or. K. H. B&:kstiegel, Or. P. M. Krimer, "Patent Protection for the
Operation of Telecommunication Satellite Systems in Outer Space? (part l)"t Zeitschrifi fur Lufi und
Weftraunrrecht (ZLW). GennanJoumal ofAir and Space Law, 1998, at 15.

62 See supra note 26, at 367.

61 See infra Part n.
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is not a tenitory, and a patent bas the attributes of persona! property, how can a patent

receive any protection?

The main inadequacy of space law relates to the lack of international bodies.

There is no national or international regulator of intellectua! property in outer space. As a

matter offact, when a patent is filed in a national agency, no researeh is made eoneeming

the opportunity ofthe patent in regard to spaee law. This field is never taken into account.

The question was resolved in the United States by the creation in 1990 of a specifie

domestie law for space.64 A couple of real cases illustrate this issue which aIso

demonstrate conflict of law.

Section 2. Illustration of the Problem:

1. CODsequences of the Potential Contradictions:

The potential contradictions can be explained as followed: On one band, Outer

space, under an international statute, is a res extra commercium,6S and the main rule

goveming this extra-atmospberic area is that it shall be free for use on a peaceful basis

and shaH not be appropriated. Consequently, its use cannot be restricted. On the other

hand, we have a tremendous development of commercial space activities involving

ventures that require high financial support As a consequence, protection of these

operations through intellectuaI property will become more and more relevant: How can

we conciliate the exclusive right granted to an inventor and the henefit clause ofthe outer

spaee treaty or the non-appropriation principle? The debate simultaneously involves

64 See sup~ note 16.

6S See supra 2.2 IntelIec:tual Property Rights and Non-Appropriation Principle.
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public intemationallaw, the freedom of use ofouter space, public interest, and the large

expectations ofthe space industry.

When outer space became part of international public law, most of the players

were States and International Organizations. The space law magna carta66 was elaborated

during the Cold War and most of its provisions relate to States. The philosophy under

these space treaties is to prevent the States to commit any claim of sovereignty over this

area. In fact, the entire spirit of the space treaties differs from what bappens on earth. As

we have seen above,67 the non-appropriation principle and the space benefit clause are

two main mies goveming space law. There are also provisions in the outer spaee treaty

that share the same goal: for example, the prineiple of co-operation and mutual

assistance,68 that is expressed in the outer space treaty, contains the mie of di5semination

of information. State Parties conducting activities in outer space have agreed to inform

the Secretary-General of the United Nations, as weil as the public and the international

scientific community, when feasible and practieal, of the nature, conduet, locations and

results of 5ueh activities.69 Although this obligation is not clearly defined,70 we can sec

that this type ofrequirement is specifie to space activities. Article l goes further, requiring

66 The tive main space treaties~ see supra note 2.

67 See supra 2. IntelleetUa1 Propeny Rights and Space Law.

61 Outer Space Treaty~ Art. IX: •• In the exploration and use of outer spac~ including the Moon and other
celestial bodies, StateS Parties to the Treaty sha1l he guided by the principle of co-operation and mutual
assistance and shall conduet all their activities in outer space including the moon and the celestial bodies,
with due regard ta the corresponding interests orall other States Panies to the Treaty." See supra note 2.

69 Outer Space Treaty, Art. XI. Ibid.

70 Anicle XI OST is often criticize~ "an absolute supine provision, which in due course, pmves to be even
an embarrassmenL" B. Cheng, see supra note 14, at 404.
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the share of the benefits. Even if this provision is intended to assure States aet in good

fai~ and not to share the tinancial benefits of their activitj, what we could calI the

"space treaties spirit" remains. Art. XV of the Moon Treaty contains a provision that

would aIse he surprising if it had ta do with earth activities: it allows a State Party to the

Treaty to visit the facilities of one another on the moo~ subject to reasonable notice and

the taking ofmaximurn precautions ta assure safety, and to avoid undue interference. It is

clear that the intend is ta avoid competitio~ and to promote international cooperation.

The goal of intellectual property rights, and especially patent law is to protect a

specifie interest through the grant ofan exclusive right. Once an invention bas heen made,

the inventor will ofcourse not share bis wor~ nor open his door to let bis competitor bave

a look at il; the diselosure will intervene only wben he will apply for a patent, not before.

As the invention was developed on earth, the question ofownership, except when it is the

result of a joint development, does not create any specifie difficulty. In outer space,

ownership is prohibited. Consequently, in order to safely materialize the progress of

science, it will he necessary to conciliate these principles that may appear to be

antagonistic.

In fact, the legal technique should be a tool to encourage 50ch developments.

Depending on the interpretation that is given ta the Outer Space Treaty, we could

consider that in the early ages of space law, the place ofprivate companies was foreseen:

Reference is indirectly made to the private sector in article VI on the responsibility,

providing that States Parties to the Treaty shall bear international responsibility for

national activities in outer space (...) whether 50ch aetivities are camed on by

govemmental agencies or by non-governmental entities. "National activity" could be
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interpreted as covering all the activities that are within its territorial or quasi..territorial

jurisdiction.'1

When we explore the question of intellectual property in space activities, we deal

with a growth of private companies' involvement, but also the application ofconcepts of

private law in a public field. uPrivate aetors will bring with them into outer space a range

of legal instruments and practices to which they are used and more confident, ranging

from private property to economic and financiallaw up to trade issues."n Illustration of

these questions can be seen through recent cases.

2. Cases:

As a preliminary, we will have to look al a specifie patent ruIe: The temporary

presence doctrine. As seen above,73 a patent confers to bis inventor an exclusive righl

This principle contains exceptions. "One of these exceptions is the temporary presence

that provides for certain limitations on exclusive rights in case where ships, aircraft or

land vehicles temporally visit foreign countries. Such temporary presence is not

considered as an infringemene4 ofa patentee.,,75

71 lbid~ at 238.

~ M.F~ "Space praetices on the move". see sup~ note 8. at 334.

n See supra 1.1 Basic mechanisms ofIntellectual Propeny Rights.

14 "Infringement of a patent consists of the authorized malting, using, otTeriDg for sale or selling any
patented invention within the United States or United States Tmitories, or importing into the United States
ofany patented invention during the term ofthe patent... Infringement ofa patent, US Patent and Trademark
Office, online: <http://www.uspto.gov/webloffic:eslpac/dodgenerallinfringe.htm>

15 R. Oosterlinck. Mlntenectual Property and Outer Space Aetivities," (Lecture on Space Law, Institute of
Air and Spac:e Law, Mc:Gill University, 1998) [uupublished]. at 36.
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The question bas been raised as ta whether this doctrine would apply in the case

ofspacecraft. Defore the question of applicability ofpatent law on spacecraft was raised,

courts had ta look at claims conceming ships. The Federal Court held in 1865 that US

Patent Law applies to a US merchant vessel on the high seas.76 The 1952 amendments to

the Patent Code included a definition of the United States that limited the patent laws to

the fifty States, territories and possessions of the United States. The question was

formulated by the Court of Claims17 as to whether US Patent law would apply to ships.

Conceming the spacecraft based on the "integrated instrumentality" criteria, the Court

held in 196678 that US Patent law applies to an invention practiced on an orbiting

spacecraft because the control stations are located on the US tenitory.79 In 1981, US

Congress stated that spacecraft are vehicles and consequently, their presence is

temporary.80 Until more recently, the main cases dealing with the problem of intellectual

property in outer space are Hughes Aircraft Co. v. United States and TRW v. ICO Global

Communications.

76 Gardiner v. Howe. 9 FeclCases 1157 (1865).

ii Decca Ltd v. United States. 544 F. 2d 1070,1073 (ClClI916).

71 Rosen v. NASA, 152 USPQ 757.

~ See generally 1. B. Gantt. "Space Station Intellectual Property Rights and US Patent Law", in
Proceedings of an international Colloquium on the Manned Space Stations - Legal issues, Paris 7-8
November 1989 (ESA SP-305 February 1989).

8042 USC Enactment, § 2457 (1).
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2.1 BUlbes Aireraft Co. v. United States 29 Fed. CL 197 (1993):

- Patent description: A US patent81 was filed in April 1960 by Hughes Aircraft

Co. (HAC). This patent was aimed at crearing a system ta get and maintain a

satellite attitude on orbit. It covered an apparatus for the spin axis orientation of

spin-stabilizes space vehicles.82 Proper attitude is necessary in arder to allow the

satellite ta properly aim its directional antennas in arder to fulfill communications

missions, and in sorne platform architectures, to orient the solar energy collectors

ta supply electrical energy to the payload.83 The Patent was issued on Il

September 1973, receiving the name ofhis inventor, Williams. Between 1974 and

1984, NASA used this technology in several spacecrafts which had no link with

the US territory except that they were launched by NASA. This international

program contained severa! spacecraft; Helios (Germany and US), ISEES4 (ESA

and US), Ariel (NASA and the Science Research Council of the UK) and

AMPTES5 (Gennany and US, Germany and UK).

- Lawsuit: An action bas been brought by HAe against the United States pursuant

ta 28 use 1498 seeking just compensation for unlicensed use or manufacture of

Il (US 3.758051) .4Velocity control and orientation of a Spin Stabilized Body."

II! See in Copyright <0 1998 The Bureau of National Affairs, mc. BNA, TRADEMARK & COPYRIGHT
LAW DALy ( April24~ 1998).

Il B. L Smi~ E. Mazzoli, "Problems and RcaIities in Applying the Provisions orthe Outer Space Treaty to
Intellectual Property Issues"~ Paper presented ar the 1997 International Institute ofSpace Law Colloquium
during the International Astronautical Federation Congress in Turin, (llSL-97-DSL-3.0S).

141be International Sun-Eanh Explorer Program.

U The Active Magnetospheric Particle Tracer Explorer.
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fourteen spacecrafts containing the patented device. The Iitigation lasted ten years

before the first decision was finally reached.

- Legal issues Învolved: Section 1498{a) of title 28 of the United States Code

contains the folIowing provisions: "Whenever an invention described in and

covered by a patent of the US is used or manufactured by or for the United States

without license of the owner thereof or lawful rigbt to use or manufacture the

same, the owner's remedy shaH be by action against the US in the US Court of

Federal Claims for the recovery of bis reasonable and entire compensation for

such use and manufacture." It imposes liability on the govemment if three

conditions are met. There must be use (I), use must be "by or for' the US (2), and

the use must be within the US86 (3).

(l)As the word ·~e" was not defined by Congress, the US Court of Federal

Claims stated: "For purpose of this case, it is important to consider whether

launching a spacecraft constitutes a use of the patent. Hughes Aircraft makes clear

that the availability ofthe attitude control system on the spacecraft at a time when

the spacecraft is being operated constitutes a use of the patent." It also bad to be

detennined whether the spacecraft used by the govemment constituted an

infringement of the Williams patent: Spacecraft were foreign-manufac~

foreign-owned and launched from the US territory but from command centers

outside the US. For the govemment, there was no "use" within the US as it

concemed foreign satellites and if by any chance, the "use" was established the
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temporary doctrine would prevent the qualification of infringement to apply. For

the Federal CourtofCl~ "it is the spacecraft as a whole whose use constitutes a

use ofa patent.,t87

(2) Considering the control exercised by the govemment over this project, the

Federal Court aIso held that "those cases stand for the principle that US

involvement in a joint international space program will he sufficient ta malee any

use of the spacecraft a use "by" or "for' the govemment within the meaning of

§1498 (a) if the project is a cooperative one with the potential of substantial

benefits ta the US.,,88 As we can sec this is a very broad interpretation of the law

that is allowed here, following one goal: the applicability ofthe US Patent Law.

(3) Finally, the judges had ta detennine the applicability of §1498 ta activities in

Outer Space: "We need not decide whether international law prohibits the

extension of our patent laws ta activities in outer space on foreign spacecraft

because we conclude that Congress has not extended §1498 ta cover those

activities. Pan of §1498 states that it ~'shall not apply ta any claim arising in a

foreign country". As outer space is not a foreign country, the question was raised

as ta whether the article would apply or not. Based on the decision Smith v.

United States,89 it was decided not ta apply this provision ta outer space.

16 See supra note 33, at 108.

111 Hughes Aircraft Co. v. United States, 29 Fed. et 197 (l993), JouTna[ ofSpace Law, 1996, at 18S.

18 Ibid. at 187.

59 About §1498 (a), "the presuntption is rooted in a number ofc:onsideratio~not the least ofwhich is the
c:ommon·sense notion tbat Congress generally legislates wim domestic concems in minci.ft Smith v. United
States, 113 S. Ct. 1178~ 1184 (1993).
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The Court also did an analysis ofthe US Code and held that the patent law bas no

extraterritorial effect.. Finally, the govemment was declared liable for tbree of the

spacecraft.

This case encouraged the adoption ofthe US Space Bill: In 1990, section lOS was

added to Chapter 10 of title 35 United States Code, called "inventions in outer space,,90

extending the applicability ofUS Patent Law to US registered space objects.91 In fact, this

Act does not apply ta "any process, machine, article of manufacture, or composition of

matter, an embodiment ofwhich was launched prior ta the date ofenactnlent ofthis Act."

It is highly plausible that the Court would have applied the Space Bill if the launch had

occurred before the enactment of the Act. But even in that case, there is no definition of

what constitutes an infringement.

It is clear tbat the US domestic law does not resolve all the problems. Moreover,

we will see in TRW v. ICO Global Communications, that although the US Space Bill

authorizes the extra-territorial application of US Patent Law on space abjects, it does not

caver every situation.

2.2 TRW V.ICO Global Communications:

- Patent protection: The company TRW, parmer with Teleglobe in the Odyssee

project, planned ta laooch twelve satellites in medium earth orbit in arder to start

the commercial exploitation in 1999. ICO Global Communications, whose major

investor is the International Maritime Satellite Organization (INMARSAn, a1so,

90 See supra note 16.

91 See infra the Chapter 3, Section l, the United States.
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planned to launch twelve satellites on the medium earth orbit and start in the year

2000. TRW filed a first patent with the United States Patent and Trademark

Office, as a way ta protect its systems.92 The company decided in 1992 to extend

the protection in Europe by filing a European Patent.93 In 1995, a new US

patent,94 conceming this time the use of medium Earth orbit was created. The

European corresponding patent was also filed.9s

- Lawsuit: At that time, ICO Global Communications, a British company, planned

ta launch its satellites on the same altitude, 6,300 miles. TRW decided in 1996 to

sue ICO in Los Angeles Courty claiming that ICO had infringed on its patent.

- Legal issues: The elements of the claim bad the following characteristics:96

Launch ofa constellation ofsatellites ta between 5,600 and 10,000 nautical miles

above the Earth, at least one satellite ta have a reduced antenna field ofview, less

than full earth average, the satellites to he oriented in a plurality of predetennined

orbital planes, receiving radio frequency signals by at lcast one satellite from a

plurality of mobile handsets with omni-directional antennas, overlapping of a

ponion of the coverage region of a departing satellite with a portion of the

coverage region of an arriving satellitey and predetermined criteria for the

92 seriai patent n. 07/688,412 (04.22.91)

93 application D. 92300781.9 (Ol.30.92)

CM serial patent n. 5,433,726 (05.16.95)

95 European Patent EP 510 789 (March 1991)

96 See supra, note 839 at S.
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assignment of calls to or from users within the coverage overlap region from a

departing satellite to an arriving satellite. The first part of the claim, the location

of the satellites, is the most critical point of this case in regard to the intellectual

property problem.

The TRW mobile communications system bas been protected in such a way that it

would have been impossible to launch satellites on the same orbit.97 As a

consequence, ICa Global Communications would be prevented from realizing its

project. The TRW patent constitutes a clear violation orthe Outer space Treaty:

- PateDt and OST: Article 1 provides that the ~1lse of outer space...shall be

carried out for the henefit and in the interest of all countries", and on article II,

"Outer space.. .is oot subject to national appropriation.ft Not only TRWs patent

would prevent a British competitor to develop its own system, but it also attempts

to reserve an "orbital sheUn98 around the earth through its patent. The patent

provides a monopoly over the use ofthe earth orbit.

This case was dismissed in the first instance, as no infringement bad yet occurred

because the satellites were still under construction. A judgment agaiost ICa Global

Communications would have resulted in an injonction, which would bave enhanced a

tremendous [oss as this project was evaluated at SUS 4 Billion in installation and tive to

ten times that sum in revenues.

97 "The main claim of this patent may be inteIpreted as reserving an orbital ·'shen" surrounding the earth
between the altitudes of5600 and 10,000 nautical miles, for virtuaIly alI conceivable practical applications
in the field ofsatellite-based communications to mobile handsets." See supra note 81, at S•

9S See supra, note 83, at S.
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The parties finally came to an agreement: On December 1997, TRW decided to

drop its patent infringement lawsuits against ICO in retum for a seven-percent share in

ICO. However, it would have been interesting ta sec if the courts had invalidated the

patent or not from the outer space Treaty viewpoint. Not ooly did the United States ratify

the Treaty, but this convention is also considered as international customary law.. "In view

of the broad adherence to the Outer space Treaty, including ail States baving significant

space capabilities and the absence of any objection to its principles, it is persuasive that

most of the provisions of the treaty have now become part orthe customary international

law, binding upon States which have not ratified the treaty, or even upon any state which

might choose to witbdraW.,,99 In the current development of the satellites

telecommunications system, the intellectual property might be used strategically by

States. "Beyond the TRW granting controversy and its dispute with ICO Global

Communications, any future grant of exclusive rights over any part of outer space by a

national agency may be contrary to international law." 100

Section 3. Future Trends:

Considering the future of space law and the current status of satellite

constellations, there are two main aspects, which have to be examined: The impact of the

satellite space infrastructure and the role of the developing countries. There are numerous

99 Citation ofa 1989 report to NASA by a team headed by R.B. BiIder, a professor ofLaw at the University
ofWisco~ by Harrisson H. Schmit4 "Space Treaty Permits Resoun::e Use"~ Space News~ No.22 (June
17~ 1998)..

lOO s. Mosteshar~ "Satellite Constellation Patent CIaim, Some Spac:e Law Consideratio~.. in
Telecommunications andSpace JOW1UlI., (Sadi PublshiDg CompanYt vol4, 1997)t at 252.
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projects101 implying the (aunch of satellites constellation on outer space, and the number

of satellites involved differs from one constellation to another. Usually, a constellation is

made up of ten to twenty satellites. In sorne cases, it can be more. For example,

Teiedesic 102 includes more than 200 satellites. As they will need a lot of place in outer

space, a difficulty will arise for the companies planning to launch their own system in the

same area; such as in the case ofTRW v. ICO. The place taken will be such that it will

generate a de facto ·'appropriation" of outer space. Moreover, in coming years, the

number of satellites will undoubtedly increase the dilemma of space debris. The

Subcommittee of the Committee on the Peaceful Uses ofOuter Space103 recently focused

its attention on space debris mitigation measures. If we take into account future trends,

even if such measures are applie~ it is bard to believe that the debris will substantially

decrease.

The current tendency in space activities is to mark a distinction between the

"·space powers" and the States, which are currently not dealing with space. It is difficult to

reconcile the "free exploration and use by all States" of outer space and its use and

exploration "'for the interests and in the benefit ofaIl countries."

"Space could be of help if the interpretation of terms such as "common heritage" were

agreed on and sensible mies for the regulation of competition in space elaborated"l04

Space law could also be used to prevent the appropriation or the disrespect of the henefit

101 For example: Globalstar9 Skybridge.. Telcdesic, EllipS09 Otbcomm.

tO~e major investors are MM. Bill Gates and Craig McCaw.

103 Repon of the Scientific Commitlee on the Work of its thirty-fifth session, GA Res. A1AC.IOS/697,
(02.25.98)

104 E. O. Gaggero, "Developing countries and space, ftom awareness ta participation,ft Space policy. May
1989.
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clause by the tiles of patent or by any ather means. The question of space benefits is a

curreot issue with the Committee on Peaceful Uses of Outer Space, and the UN

Declaration adopted in 1996 is expected to have a great impact between States in the near

future. 105 The Declaration expressly mentions the intellectual property righ15106 and aIso

recommends a cooperation in '~romoting the development of space science and

technology and of i15 applications.,,107 This Declaration Ucements the freedom of the

exploration and utilization of outer space but at the same time reminds the space powers

to fulfill their obligations to conduct their activities for the benefit of all countries in a

productive and mutually acceptable basis."I08 Finally, we can also expect that the

recommendation adopted at UNISPACE m will be implemented in the near future to

have the fastest practical application. I09

Considering the questions raised previously, what type of legal framework should

he adopted? Prior ta a proposai attempt, we will review and criticize the levels of

hannonization, Le. national, regional and international.

lOS Ibid.

106 Paragraph 2 of the Declantion. see sup~ note 46.

107 Paragraph 5 ofthe Declaration, Ibid.

108 M. Benk6 and K.-U. Schrog4 "'Free use ofoutuspace n v. "Space Benefi~ t supra Dote 26•

109 Sce supra note 17.
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CllAPTER 3. FOR A LEGAL FRAMEWORK

ON INTELLECTUAL PROPERTY RIGHTS

In arder ta proteet the spaee industry and to limit contliets of law, it is necessary

to apply an intelleetual property law to outer spaee. Since the United States have chosen

to elaborate a national Spaee Bill, it is DOW appropriate for other countries ta have a

regulation. The main problem is ta determine the level of regulation: Will this law be

govemed at the natio~ regional or intemationallevel?

Section 1. The National Leve.:

The elaboration of national poliey and law related to spaee aetivities is an

increasing phenomena.110 However, most of the countries involved in this area ofpractice

did not adopt specifie regulations. Intellectual property is ofcourse a great concem for the

States, considering their spaee program and space industry; and appropriate measures

shouId be taken for countries which will be implicated in the near future.

After a short review of Intellectual Property Domestic law, we will see how

uniform rules of law could take place at this level. We will aIso look at the wishes

formulated by States in the course of the ESA questionnaire that was sent to space

no A recent Ac~ the Australian Space Aetivity Act (No 123, 1998), was assented ta 21 December 1998.
The abjects ofthis Act are:
(a) to establish a system for the regulation of space ac:tivities carried on either from Australia or by
Australian oationaIs outside Australia; and
(b) to provide for the payment of adequate compensation for damage c:aused to penons or property as a
result ofspace aetivities regulated by this Act; and
(c) to implementcertain ofAustralia~sobligations underthe UN Space Treaties.
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industry actors, III and whose conclusions were presented at the Madrid Workshop in

1993.112 With the exception orthe United States (US Space Bill), there is no legal regime

goveming the extension of national Intellectual Property law to registered or non-

registered space objects. This question is controversial for Gennany (due to a special

ratification of the International Space Station Intergovemmental Agreement), and Russia

(with its Russian Law on Space Activities).

1. EuropesD Countries:

In Belgium, the Intellectual Property law could be applicable to outer space if the

extra-territoriality of the law was admitted, because the place of the invention is not

linked ta the patentability conditions. In Denmark, national patent law is applicable for an

invention created in outer space but not for its utilization in outer space. llJ The Dutch

Patent Act1l4 does not extend to outer space, and in the case of an infringement,

protection can be granted by Domestic law exclusively on Earth. In France, the French

Patent Act11S does not apply to space activities. The CNES policy is to elaborate the legaI

framework on a bilaterai and Multilateral basis and case by case. Even though intellectual

III Industries. govcmmental agencies. scientific community. lcgal practitioners and scholars

Il! The Workshop on Intcllectual Property Rights organized by the European Centre for Space Law was
hosted by the Spanish Centre for Spacc Law; sec: the questionnaire and the review of the answers in
Proceedings ofthe First ECSUSpanish Centre for Space Law. Wor/ahop on [ntellectuQl Property Rights in
Outer Space. Madrid. Escuela Diplomatica. (May 26. 1993). at 106.

IIJ Sec Kobcnhavns University. ibid.

1101 The contents of the Dutch Patent Act (December 15.1994. entered iDto force in April 1995) are now
closer to the EPC. sec supra note 32., at 79.

liS French IntellectuaI Property Act, introduced by Law No. 92-597 ofJuIy 1992.
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property law can apply through the registration - and it is considered by CNES that no

difference exists between experiment results obtained in space or on Earth - vacuums are

regulated by contraets. For example, in the legal protection of remate sensing data with

regard to intellectual property: A copyright protection is granted by CNES ta Spot Image

through contracts.116

Some problems remain, such as the determination of the applicable law ta an

infringement in outer space. In Sweden, the exclusive right is aIso limited to the territory,

but the temporary presence doctrine seems ta have a broad application. Section 5 of the

Swedish Patent Act states as follows: "The utilization ofa patented invention in a foreign

vessel, aircraft or other foreign means of communication for its own needs when

temporarily entering Sweden in regular traffic or otherwise is not considered an

infringement." As a consequence a broad interpretation of "other foreign means of

communications" could Iead ta include space abjects.1
17 The German Patent Act,118 lite

United Kingdom, does not provide any patent extra-territorial application. However, the

Gennan Act of 13 July, 1990, was enacted following the implementation of the 1988

IGA. With the new IGA,119 Germany modified this ratification.120 This provision does

not mean that any space object registered by Germany should be onder the jurisdiction of

that country. The Intergovemmental Agreement is a specifie agreement only applicable to

the International Space Station. The same principle govems European countries; the

116 C. Blemont, G. Osc:ar7C. Tlubault. "The Practical and Legal Viewpoint of the French Space AgenCY71t

CNES, see~ note 26.

117 Sc:e supra. note 337 at 82.

H9 See infra. Pan ll.

120 ItAny aetivity occurring in or on the ESA registered element is - for the purpose of the protee:tion of
industrial property tighlS and copyrights. deemed to have oc:c:urred in GeDDany."

40



•

•

protection of the exclusive right limited within the boundaries of the country and their

national patent does not apply to outer space except through the registration mechanism.

In that case, a country will exercise its control over the space abject.

2. The non European Counmes:

2.1 Canada:

Like European countries, Canada is govemed by a tirst-to-file system. There is no

Act related to space activities. The protection ofIntellectual Property is made in bilateral

agreements and in the contraets. In the case of research and Development contracts,

Canada bas adopted a poliey on ownership of Intellectual Property Rights121 which is

limited to govemment legislation contraets.

2.2 Japan:

In lapan, once again, there is no specifie law dealing with outer space.. NASDA

shaH transfer an ownership of an industrial property right from the contractor and obliges

the contractor ta disclose all tecbnical information derived under contract to NASDA. l22

Article 26 of the Japanese Patent ActI23 states that "if a special provision is provided for

in a Treaty with respect to a patent, such provision shaH govem.ft 124 Although this

provision is not usefui at present, as there is no treaty dealing with the question of

121 Under the new policy (1991) on ownersbip of intelIectUa1 propeny ("!Pi arising ftom Govemment
contraets involving 1&0, IP resulting from the performance of the contraets is presumed to vest with the
contractor, unIess the conttaetiDg department detmnines that Crown ownership is justified. See R.. S..
Lefebvre, "IntellectUa1 Property Rights and Space Adivities Canadian Perspective and Point of View:
Canadian Laws~ see supra note 26.

ln T. Yolcoo, NASDA's Aetivities and Intellectual Property Rights, ibid. at 54.

123 "The Patent Law and the enforcement law thereot" (Law No, 121 of 13 April 1959t as Iast amended in.
1987) ( "Iapanese Patent Aet")~ see supra note 33..

124 Ibid~ at 58.
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intellectual property righ15 in outer space, we can imagine tbat the situation may be

different in a couple of years. It would happen if: for example, an international law of

patent in outer space was elaborated through the World Intellectual Property

Organization. In that case, such a provision becomes highly intriguing, because once

Japan has ratified the international agreement, the provisions on patents become directly

applicable through article 26 ofthe Japanese Patent Act.

2.3 Russia:

The Russian patent law is based, like the European countries, on a fust-ta-file

system. The entire legislation was modified in 1992125 as a step toward the market

economy. In 1992, the Russian Federation adopted a law on Space Activities. This text

contains specific provisions on patent law: Reference is made to the respect ofintellectual

property legal requirements of the Russian Federation,126 and the property rights are

regulated. 127 Following anicle 17 (2), "the Russian Federation shall rctain jurisdiction and

control over space objects registered in it during the ground time of such objects, at any

stage ofa space flight or stay in outer space, on celestial bodies as weil as on theiT retum

to the Earth outside the jurisdiction ofany State." Despite the existence ofthese mies, can

we consider the Russian Patent Law applicable to an infringement occurring in outer

I:!S Erreet of the Patent Law on September 23~ 1992.

126 Article 4 (3) of the Russian Law on Space Activities of 1993 provides that "space ac:tivities as weil as
dissemination of information of space ac:tivities shall he c:arried out with the observation of the
requirements stipulated by the legislation of Russian Federation on the protection of intelleetual property
rights~ state (miIitaIy including) and commercial secret aet ft

t27 Article 16 (4) ofthe Russian Law on Space Activities of 1993 provides that "the property rights over the
physic:al product created in outer space shalI belong to the organizations and citizens possessiDg property
rights in the components of space techniques used to create such products. unIess otherwise specified by
relevant agreements. The property right over the information produc:t c:reated as a result of spacc ae:tivities
shan belong ID the OrganizatiODS and citizens that bave c:reated. tbat iDfODDltion produc:t unless otherwise
specified by relevant agreements."
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space? Considering article 4 (3) and 17 (2), Dr. Olga Vombyera considers tbat there is

enough legal basis to admit the applicability of the Russian legislation "to the use of

inventions and other abjects of intellectual property protected under Russian laws.,,128

This interpretation is easily accepted as The Russian Space Act cantains sorne provisions

ta assure the protection of intellectual property rights and we cauld logically consider that

the use is included in this protection. Nevertheless, if a conflict arises between two

countries, for example the US and Russia, since US Space legislation is a1ready

established, the interpretation of the Russian Space Act is tao uncertain to convince a

judge. The law here should be more precise ta ensure its applicability to the use of patent

in outer space, and ta be sure that any unlawfu1 could permit to ga to a Russian Court. An

important provision should finally he recalled here: In case of conflict between the rules

of the Russian legislation and that ofa foreign State as they apply to space activities with

the participation of Russian finns and citizens, the legislation of the Russian Federation

shaH prevail. I29

Taking inta account the provision of the space treaties relating to jurisdiction and

control,130 the United States have elaborated specific legislation on patents in outer space.

The adoption enhanced sorne debates between lawyers from Europe and the initiators of

the refonn. l31 In 1990 the United States passed the Space Patent Act132 which added

121 o. Vorobyera. "InteUectUa1 Property Rights and Space Aetivities: Russian Experience and point ofview,
see supra Dote 26, at 49.

129 Article 28 (2) ofthe Russian Law on Spac:e Aetivities.

130 See supra. Dote 15.

131 See infra Part a debate about the Space Bill.

132 See supra note 16.
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Chapter 10 of title 35 of the US Code. The US Space Bill133 introduces article 105 in tide

3S U.S.C: Inventions in Outer Space: uAny invention made, used or sold in outer space

on a space abject or component thereof under the jurisdiction or control of the United

States shaH he considered ta he made, used or sold within the United States for the

purposes of this title, except with respect to any space abject or component thereof that is

specifically identified and otherwise provided for by an international agreement to which

the United States is a party, or ...canied on the registty of a foreign state in accordance

with the Convention of Registration of Objects Launched into Outer Space." This

provision fol1ows the "flagship principlett 134 as applied to vessels on the high seas, or

aircraft flying over international waters.

The aim of this Bill was to extend the patent law protection extra-territorially. As

a consequence, it is a unilateral extension of a nationallaw, which usually only applies to

a certain territory.13S Nevertheless, such an extension will only apply to space objects, not

to outer space itself. This type oflegislation contradicts the international cooperation that

takes place in space activities. The Intergovemmental Agreement containing the rules

applicable to the Partners of the International Space Station is an illustration of this

cooperation.136 It becomes difficult to conciliate the preexisting international mIes and the

contents ofa domestic law. Similar conflicts ta the TRW case may start again in the near

ID S.4S9~ Nov.16. 1990. Published in BNA·s Patent. Trademark & Copyright Journal,. vo1.41~ 90-93
(111.22.90).

tJo& US Senate report on S 459, P.91, '--&traterritorial application of the patent laws,tt 1990.

lJS "( •••) it may be seen that US patent law may be applied to the widest territory out of Ibis wor/d. and
potentia/ly even to foreign-owned and operated spacecraft which have never even touched US soil !", by
AM. Balsano and B. Smith. supra note 26•

136 As for example the article 16 cstabIishiDg a aoss-waiver system oC1iability.
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future. In order to constitute a violation ofthe law, an act ofinfringement must take place

in the United States of Americ~ its territories and possessions,137 but the US patent law

does not give any precise definition ofinfringement

Even if the US Space Bill appears to solve the question of applicable law in a

majority of situations, we still do not know which acts constitute inftingement in the

territory. In addition, there is aIso a perceived negative raIe which can play in the transfer

of technology, and the fear of monopoly of space technologies by a few countries is not

unique ta space activities. Consequently, a clear definition, a sanction, and a way ta

enforce that sanction should he provided in order to apply the same rules to all States

without consideration oftheir domestic law.

As seen above, the pLace where the invention was made is not relevant in most of

the countries. In sorne cases, there are interesting elements in the Domestic legislation of

Japan (article 26 of the Japanese Act), Swedish Law (with its broad interpretation of the

"temporary doctrinert
), but none ofthem contain sufficient mIe ta assure the protection of

the use ofthe patent.

At a nationallevel, at least two issues could he discussed: The adoption ofspecific

laws dealing with Intellectual Propeny in outer space, or amendments to Domestic laws

for an extra-territorial application. The first solution would lead undoubtedly to a mosaie

of nationallaws and enhance conflicts. This uncertainty will not provide trust in space

investments. The second solution will render each law applicable ta space abjects

launched inta outer space. This situation is already covered through the registration

proeedure~ and such a solution is insufficien~ as there is no way to solve the unlawful use

III US Patent Law, Section 100 (c).
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ofa patent. We would come up ta a level ofprotection that would be completely different

from one country ta the next. Notions such as "infringement" or "use" would be

interpreted with different approaches.

In the second and third levels of approach, we will try ta determine, on the basis

ofcurrent rules, how a unifonn solution could take place, either al a European level, or al

an internationalleveI.

Section 2. The Regional Level:

Anticipating the necessity to protect the internai market that was starting ta take

place in Europe, a European Patent system was elaborated in 1973, entering into force in

1977, the European Patent Convention, hereafter the EPC. With one applicatio~ the

protection is granted in each individual Signatory State of the Convention thanks ta

standards rules. The territorial limits are rnaintained as opposed to the Cammunity Patent

Convention, hereafter the CPC providing a supranational patent within the European

Union.

The CPC, dated December 1989, is still not entered inta force. "The crucial

significance of the Community patent for the European internal market lies precisely in

praviding protection which traverses the internai borders in this market, embracing and

covering the entire internai market of the European Union.,,138 The European Patent

Office will have a great mIe ta play in the implementatian afthis mechanism.

IJI A. Krieger, "When Will the European Community Patent FinaIly Arrive,1" in International Review of
lndustrial Propeny and Copyrijht Law, (Vol. 29, No. 8, 1998). al 857.
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The space agencies, and especially the European Space Agency, have been

considering the problem for a couple of years. As a result, some initiatives have been

taken through this Agency. In June 1997, The European Commission adopted a Green

Paper on the Community Patent.139 the parties were invited to offer any suggestions. The

European Space Agency replied through its Director General, urging the European

Commission to take into consideration these issues by adopting a specific legislation on

inventions in Outer Space.

That same year, a resolution on the Green Paper was adopted by the European

Parliament, with on the 9th paragraph a specific provision for space activities. It is

considered that the European Patent should assure the protection of inventions that are

made or used onboard spacecraft and satellites, protection is not guaranteed by the curreot

European legislation. This resolution is a plea for the creation of Community Patent

regulation.

More recently, in a Communication from the Commission to the Council, the

European Parliament and the Economie and Social Committee, actions and

recommendations were elaborated on the community patent and the need of

complementary hannonization of national legislation. l40 The main features of a

Community patent are exposed in §2.3 of the Communication141 and the question of

inventions made or used in space is directly addressed. Their protection through

lJ9 Green Papcr on the "Community Patent and the Patent Protection System in Europe - Promotion of
Inovation Through Patents," June 24, 1997, COM (97) 314 final.

1"0 ItCommunication from the Commission to the Counci4 the European Parliament and the Economie and
Social Committee, Promoting innovation through patents. the follow-up to the Green Paper on the
Community Patent and the Patent system in Europe,It COM (99) 42•

141 "The nature of the Community patent must he unitary. it must he affordable, it must guarantee legal
certainty and must eoexist with existing patent systems.It lbûL
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legislation is considered as an important step forward for the space industry: "It is vital,

given the substantial European involvement in the International Space Station and the

absence of specifie European legislation defining the protection of commercial rights in

the case of value added technologies applied or developed in orbit, that such Iegislation

be introduced for patents and Iicenses, as has been done in the United States, and is

currently being prepared in Japan and Russia." 142

What kind of approach should he adopted regarding space activities? Shal1 we

create a Directive, an EC Regulation specifie to outer space related inventions, keep the

European Patent Convention, the Community Patent and include provisions on this

matter?143 An interesting suggestion was made by O. Bossungl44 that would simplify the

eotire system: The replacement of the CPC and the EPC by only one European patent.

The need for a unitary system of protection by patent is expressly mentioned in the 1999

Commission Communication.14S

AImast aU the European countries, when answering ta the ESA study, agreed on

the necessity to hannonize the European law although the choice of forum was different.

For Belgium, Gennany, Ireland and the Netherlands, the peT daes not seem ta be a good

solution, as the validity of the patent will be limited to earth,146 for Italy, an international

code ofconduct should he adopted.

I~Z §2.3 of the Communicatio~ Ibid.

'oll M. SchmittnlaDD. "Conclusions of the study for the European Spac:e Agmcy," supra note 113, at 59.

•<u o. Bossung~ ItRetum of European Patent Law to the European Unio~" International Review of
lndustrial Properry and Copyright Law~ 27 ne 287 (1996).

loiS Commission Communication §2.2, sec supra note 142•

146 See answer of the Belgium dclegatio~ sce supra note 113~ at 119.
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The forum of harmonization could be ESA (Belgi~ Germany, UK), the European

Patent Office (Denmark, Netherlands), EC Regulation (Germany, UK) or a cooperation

between the two (University of Amsterdam, Netherlands). The main problem conceming

the PCT is the fact that its application is restricted to the territory and does not regulate

the effects of the patent, as it is limited ta the grant. The CPS has many advantages: It will

contribute ta the free movement of goods,147 prevent the Itforum-shopping," ensure

unifonn protection, and guarantee Iower fees.

Prior to this chapter conclusion, we will examine the eventuality of an

international regulation.

SectioD 3. CommoD Regulation at an International Level?

The idea to create a world patent is not a new phenomenon. Among the studies

that have been written on this topic, a worid patent applicable to spaee has emerged. This

section is not aimed at reiterating the different regional patent systems that exist on earth

and the international conventions on this topie. We will focus on sorne ofthem which are

ofparticular interest in the course of the present study, and see ifthis level ofregulation is

desirable.

147 Article 30 ofthe European Union Treaty, online:
<http://www.curopa.eu.intleur-Iexlenltreatieslindcx.html>
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1. Through Global Initiatives: The 21- Century as "Era of IDteUectual Creation"148

Patent protection practice is mostly used in European countries, lapan and the

United States, as approximately 85-90% of total patent activity in the world takes place in

these nations.149 The gIobalization of the law of patent is a phenomenon that is taking

place in MOst of the intellectual property legal framework.

In Europe, the Paris Convention could be considered a pioneer in the elaboration

of the intemationallaw of patent; the main drawback being the obligation to file in each

country where protection is needed. The concept of a unitary patent was bom in Europe

with the European Community Patent Convention.1SO In the United States, the integrated

system was planned to take place through the North American Free Trade Agreement,

whose approach went far ahead of the Paris Convention. 1S1 In Japan, a recent report by

the Commission on "Intellectual Property Rights in the twenty-tirst Century"IS2 ta the

Japanese Patent Office conclusion was based on the insufficiencies of the current

legislation as restricted by a country's boundaries. Among the Commission's proposais

was the creation of a global patent. Apart from these three main players, it is crucial to

mention the Eurasian Patent Convention ("EAPC"), created by twelve countries of the

148 Toward the Era of Intellcctual Creation. Challenges for Brcaktbrough. Repon of the Commission on
Intelleetual Property Rights in the Twenty First Ccntury to the Commissioner of the Japancse Patent Office
(April 7,1997), cited by G. I. Mossinghoff and V. S. Kuo, World Patent System Cirt~ 20xx, AD., see
supra note 8, at 523.

1..9 M. N. Meller, "Planning For A Global Patent System." in Journal ofthe Patent and Trademark Office
Society, Iune 1998, vol.SO, No.6, at 381.

ISO See supra Section 2

151 NAFTA extends the concepts of national treatment under the Paris Convention across all fields of
intellectual property. See supra note 8, at 532.

III Ibid, note 8, at 150.
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fonner USSR.153 The filing of a Eurasian patent cm be done with a single application,

with a single payment at the time of the filing and in a single language. This patent could

serve as a "model for the next generation ofmultinational patent systems."IS4

The question came to its apogee with the Trade-Related Aspects of Intellectual

Property Rights ('TRIP's"). "By harmonizing substantive patent rules among the world's

major nations, TRIP's clearly set the stage for the next steps in effective multinational

patent protection."ISS With the development of international commerce and the

development ofelectronic commerce, the protection of a patent restricted ta the country's

borders will become less and less justified. Moreover, if requirements ta file a patent May

differ from one country to another, the bCb;C rules governing the protection is more or less

sunilar. This reasoning led Intellectual Propeny authors,IS6 fol1owed by the patent

agencies, to defend the idea of a global patent. This will he of course an ideal situation,

where a patent will be granted on a woridwide basis, under the supervision of an

international organization.

Such a reform has already started through the coordinated work of national and

regional agencies. Considering the task that bas to he accomplished, the implementation

orthe world patent will not take place overnight.

ISJ Armenia. Azerbaijan,. Belatus. Georgi~~ Kyrgyz, Moldov~ The Russian Federatio~
Tajikistan. Turkmenistan,. Ukraine and Uzbekistan.

1s.4 Supra note 8. at 540.

155 Supra note 8.. at 532.

l56 L C. Thoreau. "Needed: A New System of mtellectual Property Rights," Harvard Business Review,
Sept-Oct 1997, at 95. M. N. MelIer.. see supra note 123, G. J. Mossinghoff, see supra note 8.
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The Patent Cooperation TreatylS7 allows the applicant to file an "international

application" in severa! countries~ The harmonization is more on the fOrDl, content and

procedure thou~ the final grant still belongs to the national or regional patent office. In

arder to get closer to a real uniform system in the substantive part of the law, the PCT

will link to the Patent Law Treaty (pLn~ A Diplomatie Conference will take place from

May Il to June 2, 2000 that will lead to the possible adoption of this Treaty.1Ss The

World Patent system, which will start with common rules on the procedure is coming up

saon.

And now this question cornes into play: Ifwe take the hypotbesis of an invention

made or used in outer space, is the elaboration ofsuch a system desirable?

2. Sball We Have a Specifie latematiooal IDtelIectual Property Law For Space

Activities?

The proposition that dealt with the creation ofa speeific reguIation did not plan to

integrate the new system in a future world patent, but to adopt specifie rules ta outer

space. In the conclusions of the study for the European Space Agency,159 il was proposed

ta regulate this question through WIPO, in combination with World Trade Organization

and with the assistance of the United Nations Committee on the Peaceful Uses of Outer

Space. It was a1so proposed ta consider outer space as an area where a unique set of

international rules would apply. The WIPO would be in charge of the important issues

157 The Patent Cooperation Treaty is eDlered inlO force on January 249 1918. It also deaIs with
standardization ofadministrative procedures.

158 Sec www.wipo.orglengipressuDdl1999/upd99 70.hnn

159 M. Schmittmamis 9 see supra note 1439 at 59.

52



•

•

sueh as graut and infringement.l60 The eentraIization of the legal matters would limit the

confliets and help avoid the delieate question ofterritory.

The implementation in the near future ofthese provisions is less probable, as a lot

of time will first be required to elaborate the new treaty, and estabIish the responsibilities

al national and international level. In addition, the proeess of ratification is always very

long, and sinee the United States patent system is based on a different approach, (the first-

to-invent rule), the bringing together ofthis legal system with the first-to-file is desirable.

This evolution is being implemented.

Finally, in case of an unlawful act sanctioned by a Co~ this question,

unfortunately, the same one conceming international law arises: How ta enforce the

decision? It will be hard to mobilize the "patent community" for the question of

invention in outer space. However, debates on the question of a world patent might he

easler.

Furthennore, in the course of a study led by W1PO in 1997, the conclusion was

that no specifie provision were absolutely needed, and "due to other priorities, no specific

project relating to outer spaee is foreseen in the current budget and program ofWIPO.,,161

As a consequence, in a tirst step, favor should be given ta large regional systems

(e.g. NAFTA, Europe, Eurasia, South East Asia) in which a specifie legal ftamework on

intellectual property in outer space could be implemented. In Europe, protection of

inventions made or used in outer space through the Community Patent would guarantee a

160 R. Oosterlinck. "Tangible and intangible propcrty in outer space," in Proceedings ofthe JgJt Colloquium
on the law ofOuter Space? 271-283 (1996).

161 T. Miyamoto, ltSpace.related Aspects of InteDectua1 Property: WIPO's Raie and Aetivity," see~
note 8, at 107.
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good legal ftamework. In one band, it would avoid the problem of extra-territorial

application ofnationallaw in space, enhancing the absence ofconflict oflaw, and on the

other band, bring a uniform enforcement of patent in the European Union. Space patent

could be part of this framework: The Community Patent regulations could be considered

applicable ta any invention made or used in outer space on a space abject registered in a

European country. This provision should provide the sanction of an unlawful

infringement by a European Court.

During a transition period (about one to five years), patent agencies will closely

collaborate on the elaboration of the world patent treaty, which will apply ta all kinds of

application. Special attention will have to be made to high technology (computer

copyright software, space technology). In a second step, it will be necessary to explain

and convince the countries to take pan into a world patent system.

We should keep in mind that most of countryts legislation is becoming similar.

For example, Russia and China have adopted standards similar to the US, Europe or

Japan. 162 This will favour the evolution expected.

The International Space Station legal framework is a tool that will alse encourage

the standardization of Intellectual Property Rights. Although the international agreement

goveming the relationship between the participants ta the International Space Station

provides specifie mIes about intellectual property, it provides only the basic principles.
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PARTll

INTELLECTUAL PROPERTY AND THE INTERNATIONAL SPACE STATION

The civil International Space Station, hereafter ISS, constitutes one of the most

ambitious projects between countries in terms ofintemational cooperation. In the 1950'5,

the US govemment considered building a space station. The project Skylab was initiated

under the Nixon Presidency, and was placed mto orbit in 1973. Although this laboratory

had a short life span, it gave the opportunity to astronauts, who later became scientists, to

experience this station in space until eighty-four days.163 Severa! missions were then

elaborated for human space flight: Space shuttle, Spacelab, Salyut and Mir. The scientific

community agrees that the experiences realized in the Russian station are a significant

source of infonnation for the future ISS. A great amount of work was done on hmnan

behavior during long space missions and further studies are DOW necessary, for example,

for future Mars missions.

In the state of the Union Address ofJanuary 2, 1984, President Reagan gave to the

National Aeronautics and Space Administration (NASA) the responsibility to build and

put ioto orbit a manned space station. He aise offered member States of the European

Space Agency, Canada and Japan to participate in this project. Negotiations started and

the Agreementl64 was finally signed four years later in Washington D.C. on September

29, 1988.

[62 See sup~ note 150.

163 W. Astare and 1. Sellers~ "Entering Space"t see supra note 22-
lM Agreement among the Govemment of the United States ofAm~Govemmen1S ofMembers States of
the European Space AgenCYt the Govemment ofIa~ and the Govemment of Canada on Cooperation in
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With Russiats inclusion in the project,l65 new negotiations took place between the

former participants and Russia through a succession ofmeetings between 1994 and 1997.

The aim of these meetings was to come up with the "new IGA in 1998:,166 which

displayed a significant evolution between the different partners relationships.. l67

Located between 335 and 460 km above the earth, with a mass of 400 tons, the

space station is considered as a multi-use facility in low earth orbit with the specificity to

be evolutionary. Forty-six launches are planned between 1998 and 2004 to assemble the

modules.. Because of this long period of time, it will be necessary to add sorne elements

on the existing one before the launches are complete, and after the completion, because

the life span of the station has been fixed at around fifteen years. The main interest of the

ISS is to work for a long period of rime under microgravity conditions. The concept of a

new space station was, and still is highly criticized. The project is costly, ($20B to

S1008), and part of the scientific community is skeptical conceming the practical

applications ofthe space station. Moreover, solar radiation and space debris constitutes an

important risk for this infrastructure.

In a more optimistic light, this project is a fantastic opportunity for research.

Activities on board the space station will include "fluid and materials science

experiments, crystal growth for commercial application,168 combustion experiments to

the Detailed Design. Development. Operation and Utilization of the Permanendy Manned Civil Space
Station. hereafter the "Intergovemmental Agreement'\ or ··IGA".

lM On December l7dl
t 1993.

166 The second agreement was signed in Washington D.C. on the 29111 ofIanuary9 1998.

167 This Agreement will replace the 1988 IGA•

1611 On the specifie question of protein crystal experiments9 sec M. HarriDgt~ "Protein Crystallography
Services on the International Space Station.1t the paper summarizes ptevious results ftom microgravity
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improve energy and propulsion systems, human physiology experimentation for long

duration tlights and for actual Medical research, biological research and

bioengineering."l69 Simulation of Flight for International Crew on the Space Stationl7O

started during the summer 1999 at the State Research Center in Moscow ta study the

effects of isolation in the hermetic chamber. In fac~ the analysis of the physiological and

psychological effects before and after the flight are simultaneously for space and earth

applications. l71

An interesting cross-cultural experience was conducted conceming the integration

afRussian Soyuz Spacecraft for the ISS. Among the differences that will have to be taken

inta account (e.g. units of measure), the notion of leadership is seen differently:

Americans are used to distributed management and frequent changes in personnel,

whereas Russians are more accustomed to centralized managemen~ a single spokesperson

and few changes in personnel. ['12 On earth, the preparation of ISS missions will aIse

require qualified people from a diversity ofprofessions, who can create new opportunities

for futures generations. The ISS bas become more political tool, since Russia entered the

program in 1993. Nevertheless, the international excbange generated by the project will

have positive consequences on the international scene.

protein crystal growth experiments and descnbe the faC11ities envisioned for the International Space Sration.
<http://www.isunetedulSymposiumlsymposium99/0ral%20AbsttaetslHarrington.hanI>

169 R. Monti and R. Savino. "Microgravity Sciences", supra note 22~ at 17-58.

170 SFINCSS'99. see infra note 171.

171For example~ investigations are made on the effectiveness of equipment and the interaction of several
international groups. See "SFINCSS Project Scenario", Paper delivered at the International Space
University Summer Session Program. on August 14, 1999, [unpublished].

172Andrew Petto, NASA Johnson Space Center,. Houston, ~Integration ofRussian Soyuz Spacecraft for the
International Space Station," (International Spac:e University Sommer Session Program on August 14,
1999),[unpubliSb~
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Finally, the International Space Station also constitutes an important commercial

project. The US 1998 Commercial Space Act requires NASA to encourage commercial

utilization of the IS5. This objective is clearly stated in the executive summary173

prepared by the NASA Office ofthe General Counsel in September 1999: "The long tenn

objective of the commercial development plan for the International Space Station is ta

establish the foundation for a marketplace and stimulate a national economy for space

products and services in low earth orbit, where both demand and supply are dominated by

the private sector." Severa! provisions ofthis unique text of intemationallaw are original.

Questions related to Intellectual Property have this feature.

CHAPTER 1. THE LEGAL FRAMEWORK

The legal framework governing the International Space Station is composed of

three levels: The Intergovemmental Agreement, four Memoranda of Understanding

between the Space Agencies, and the Implementing Arrangements. The

Intergovemmental Agreement174, hereafter, IGA, contains the main principles that guide

the five Partners participating in this unusual project. The Five Partners are Russia,

United States, Japan, Canada and Europe, with eleven States.175 An international

agreement creates the same rights and obligations as a Treaty made but the choice, by the

171 NASA Office orthe General Counse4 executive summary on "IntellectuaI Property and the International
Spac:e Station: Creation. Use~ Transfer~ and Ownership and Protectionlt

hno:J/www.hg.nasa.gov/ogc1issJexec summary.html
17"See supra note 166•
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United States for an executive agreement, was essentially to avoid the Congress

ratification.

Section 1. A Unique Framework Under Intemational Law:

1. Main Legal Provisions of the IGA:

In arder ta fully examine the question of intellectual property, we must tirst look

at the main legal features goveming the space statio~ ta better understand the spirit of

this Agreement. The first point of this study is to determine whether a space station can

he qualified as a single space object. Under article II of the Registration Convention:

"When a space object is launched into earth orbit or beyond, the launching State shaH

register the space object.',176 Can we consider that a space station is one space object?

Since any space object has to be registered (article VIn OST),ln the whole space station

would be registered by a single procedure. The consequence of this qualification should

not be neglected as the registration detennines the jurisdiction and control over the space

abject. 178 In such an international program, it wauld Mean the jurisdictian by a single

State over the modules belonging ta the fifteen contraeting States.179 Past experience bas

shawn that it is a delicate maner: When United States started the construction of the

shuttle, a Memorandum of understanding was signed with Europeans to COnstnlct a space

11S We will see in Chapter n Section n that the qualification of "Panner" for Europe involves important
consequences at the level of the member States.

176 Convention on Registration ofObjects Launc:hed into Outer Spac:~ see supra, note 2.
177 See supra, note 15.

171 Article VIn orthe Outer Space Treatyt see supra note 15•

179 Every time a new module is added to the space statiOIlt new registration will he required.
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laboratory. The Spacelab was underthejurisdiction orthe United States, and sorne Ifflight

opportunities" were offered ta Europeans. "Another lesson of national self...interest and

maneuvering appears here: The shuttle four years late had created sorne animosity

between allies. When the tirst Spacelab succeeded, the Europeans still complained that

they had not gotten their money's worth out orthe venture.,,180 In that kind ofhypothesis,

aState is best to not be under the jurisdiction ofanother one involved in the same project.

The fact that these space programs are of an international dimension does not prevent

conflicts of interest.

This is why the drafters of the IGA chose a separate registration by each

Partner. ISI According to article V of the IGA, "each partner shaH register as space objects

the flight elements listed in the Annex which it provides." Consequently, ll.each Partner

shaH retain jurisdiction and control over the elements it registers and over the personnel in

or on the Space Station who are its nationals." This ruIe enhances specific consequences

for the European Partner.182 The utilization of the station is characterized by a sharing

system. The use ofeach part ofPartners 'module is detennined by a specifie allocationl83

and "the Partners have the right to barter or sell any portion of their respective

allocations."184

Funhermore, the provisions on the utilization of the space station are unusual too.

Partners who provide resources in the stations shal1 be given a fixed percentage ofthe use

110 N. c. Gol~ ÜIntcmational Affairs and NASA ". in American Space Law, (Iowa State University
Press.. 1988), at 145.

111 ESA is in charge ofthe registration for the European partners.

112 See infra Chapter n. Section fi.
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of any of the other modules. Consequently, non-partners will have to negotiate with the

partners as to how they can utilize the specific allocations.185

In order to assure the continuity of the program, as Many space agencies and

contractors are involve~ Partner States agree ta a cross waiver of liability.186 The system

applies not only on at the partners' level, but aIso for the cooperating agencies,

contractors, subcontractors, etc.... There are a few exceptions to this mie, and one of

them concems intellectual property claimS.l87 This provision underlines once again the

relevance ofthe required level ofprotection.

In additio~ article 1 of the IGA, covering the entire agreement, states that "this

Agreement is to establish a long-term international cooperative framework among the

partners, on the basis of genuine pannership." Like the question of cross waiver of

liability, this provision constitutes a transposition of private law to public international

relations.18S The legal framework is more a juxtaposition of rules as each Partner State

exercises its jurisdiction and control over its module. Nevertheless, the wish contained in

the IGA remains the pursuance of a genuine partnership despite the political

183 For example.. the Japanese Agency received 51% of the user accommodations on the Japanese
Experiment Module (lEM).
lU [GA Article 9.

ISS For e.g... conceming the ESA module.. Europe is entitled to use 51% and the US 46.7%, while Russia
retains 100% utilization over its own module. The utilization repartition is determined in the Memorandum
ofUnderstanding.

186 "Although these provisions are far from being tested by national courts.. thcy wouid constitute at this
point.. the Ustate of the art" liability provisions in an international space endeavour, and they are already
finding their way inta other international agreements."A. Farand, "The legaI regime applicable ta the space
station cooperation: a canadian perspective, Annals ofAirandSpace Law, 1992 Part ~ vol xvn, at 299.
tl1 Sec IGA Article 16.

188 "In order to really get to the roofof il, wc have to think ofa private partnership ttansposed or translated
mto the partnershïp of nations." K. J. Madders.. "The parmership Concept and International Management
and the debates conceming Partnership", in the Proceedings ofme Colloquium on Manned Space StIltion.
LegalAspects (1989), at 82.
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consideration.189 "The IGA contains mIes which, taken together, could be seen as

constituting a particular legal regime for the Space Station.',I90 Although overall

management of the space station has been entrusted to the United States,191 Russia will

have a mIe to play. 'The new IGA is still consistent with the closed partnership

approach.,,192

Finally, financial obligations are subject to a Partner's funding procedures and the

availability ofappropriated funds. 193 The same type ofagreement was signed between the

European Partners and the United States conceming the spacelab.194

2. IGA and InteUectuai Property Rights:

The [GA contains the main feature on lntellectual Property and exchange of data

and goods. However, work on their implementation at national level and modalities of

application remain to he done.

119 ""European Partners~ did not seek to participate in the "t.American space station~ program with
international participation but to assure a "genuine partnership" for the international space station." K.
Tatsuza~ ";he International coopetation on the space station." in Proceedings ofthe 33d Col/aquium on
the /env afOuter Space (Ameriean Institute ofAeronautic:s and Astronautic:s, 1990).

190 A. Faraud, "The International Space Station and the Protection of lntellectuaI Propeny Rights," sec:
supra note 27.

191 Art. 1.2: "''The Partners will joïn their effons, under the lead roIe of the United States for overall
management and coordination, 10 create an integrated international Space Station."

192 A. Faraud, "Spaee Station Cooperation", in ESA Bulletin, (No. 94, May 1998), at SI.

19l rGA Article 1S

194 "The obligations of the Govermnent of the United States ofAmerica and of the European Panners shaIl
he subject to their respective funding procedure." Spacelab Agreement. see N. C. GoIdman, America
Space Law (Iowa State University Press Ed., 1988), al 146.
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2.1 Mechanism ofArticle 21:

The IGA refers195 to article II of the Convention Establishing the World

Intellectual Property Organization196 to define "intellectual property.,,197 The choice of

this detinition will assure stability in case of any misunderstanding conceming the

intellectual property. In the case that experiments would take place aboard the space

station with great commercial applications, the question of the benefits would he raise and

consequently, this article has been the source of long discussions in the course of its

adoption.

2.1.1 General Procedure:

IGA Partners States have chosen a multi..territorial approach. The principle

goveming IPR in §2 is that Han activity occuning in or on a Space Station flight element

shan be deemed to have occurred only in the territory of the Partner State of that

eLement's registry." Consequently, each Panner will be able ta apply its domestic Law to

its eLement and personnel. With this mechanism, national Legislation is extended extra...

territoriality through public international law and the nationality of the inventor is not

taken into account.

In the case of ESA Member States, the situation is very original: ufor the elements

registered by ESA," art. 21 §2 states ....any European Partner May deem the activity to have

occurred within its territory". A Legal fiction has been elaborated to solve this question in

195 See Article 21§1

196 Stockholm, July 14, 1967.

197 "'IntellectuaI Property shall include rights relating to: [1] literary, artistic, and scientific works; [2]
performances of performing anists? phonograms and broadcasts; [3J inventions in an fields of human
endeavor; [4] scientific: discoverics; [5] industrial designs; [6] trademarks, services marks, and commercial
names and designations; [7J protection against unfair competition; and an rights resulting from intellectuaI
activity in industria4 scientific? üterary or anistic: fields.~
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Europe, but in practice, this provision generates complicationsl98 and involves important

consequences at a European levell99
•

In case of an invention by a non-national of the tlight element, "a Partner State

shaH not apply its laws conceming secrecy of inventions so as to prevent the filing of a

patent application in any other Partner State that provides for the protection ofthe secrecy

of patent applications containing information that is classified or otherwise protected for

national security purposes."200 For example, ifan European astronaut, an ESA employee,

makes an invention in the US module, he or she has the cboice of the place to file the

patent without consideration ofthe US Inventions Secrecy Act.201 The condition he bas to

follow is that the legislation of the country chosen must contain provision for the

protection of the secrecy ofpatent applications containing information that is classified or

otherwise protected for national security purposes.2
0
2 This rule can be explained by the

fact that in the United States, during the six months following the filing of a patent in the

US, the filing in a foreign country is prohibited.203

To avoid the risk of multiple recoveries in Europe, a special provision204 was

elaborated by the IGAts Orafters. For example, if a patent is protected in {wo or more

198 Sec infra Section 2

199 See infra Cbapter nSection 2

200 Articlc 21 § 3

201 US Inventions Scc:recy Act. 35 U.S.C. Secs.184.

202 See generally J. B. Gan~ "Space Station Intellectual Property Rights and US Patent Law". in
Proceedings of an International Colloquium on the Manned Space Stations. Legal issues, Paris 7-8
November 1989 (ESA SP- 30S? February 1989). at 79.
2DJ Sec supra.

!04 ~Where a person or entity owns intellectual property which is proteded in more chat one European
Panner Stale? that persan or entity may not recover in more that one such State for the sante Kt of
infringemcnt of the same rights in such intellectual property which occ:urs in or on an ESA-registered
element." Article 21 § 4
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European countries, a patentee will not he able to recover in more that one European

country when dealing with an act of infringement As a resul4 the patentee bas the

opportunity ta choase where the procedure will start. Here again, the difference between

nationallaws will have a great impact, because the patentee will chaase the Stale whose

legislation is the MOst favorable for him. In a case when the invention is owned in two or

more European Partners, the court may grant a temporary stay of proceedings in a later·

filed action pending the outcome ofan earlier filed action.

Finally in arder ta avoid litigatio~ and ·\vith respect ta an activity occurring in or

on an ESA..registered element, no European Partner State shaH refuse to recognize a

license for the exercise of any intellectual property right if that license is enforceable

under the laws ofany European Partner State, and compliance with the provisions of such

license shaH also bar recovery for infringement in any European Partner State.,,20S As a

consequence, a license granted in one European country sbould also be recognized in

other European countries. The protection of intellectual property must receive the same

protection in cach ofthem.

The last paragraph of article 21 contains an innovative provision. Indeed, it

provides that it will not only apply to activities in or on the station flight element, and aise

to transitory activities such as the Iaunch or the retum from the station. The temporary

presence doctrine, based on the Paris Convention, is consequently extended in article 21

§6206 to flight elements. Usually, limitations on the exclusive rights given to the inventor

!os Article 21 § S.
M6 "The temporary presence in the terrïtory ofa PartnerState ofany articles,. including the c:omponcnts ofa
flight clement, in transit between any place on Eanh and any Oight clement of the space station registered
by another State or ESA sball not in itself rorm the buis for any proceedings in the first Panner State for
patent infringcment.tt
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are afforded in the case of ships, aircraft and land vehicles that visit temporally foreign

countries..

2.1.2 Hypotbeses of Application:

We will tirst consider situations where ESA member States and ESA registered

element are not involv~ and wbere a Partner, Japan, United States, Russia or Canada bas

an activity in its own module: That Partner will be able to apply its own Domestic law

because the module and its components were registered in bis country. Ifa Partner has an

activity in or on a flight element that do not belong to bis country, the activity shaH be

deemed ta have occurred ooly on the territory of the Partner State wbere the element is

registered. Consequently, a Russian astronaut making a revolutionary discovery on the

development of plants in the US module would be considered to have realized it on the

US territory. In these cases, there is no cboice conceming the applicable law of space

activities. Moreover, there might be no link between the nationality of the owner of the

rights and the State where the applicable law will take place.

Now, we will introduce the ESA-registered elements: A Partner bas an activity in

or on ESA-registered element. Although article 21 does not contain provisions on this

hypothesis, we can consider that the Partner bas the choice of the European partner State

jurisdiction.

Finally, ESA member States are directly involved in the following situations: An

ESA member State bas an activity in or on a flight element ofa non-European Partner.

Bere, the law of the State that registered the flight element where the activity

occurred is applicable. And if finally, an ESA member State has an activity in or on an

ESA-registered element, any European Partner State may consider the activity to have
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occurred within its own territory.201 This solution is the most unusual and ofgreat interest

on an European viewpoint208

1.2 Practica) CODsequences Eabanced by Article 21:

The law of the State ofjurisdiction will apply to the IPR and to the inftingement.

In this case, a problem will arise: How will the different partners deal with the scientific

activities having commercial applications? Although cooperation and genuine pannership

characterize the "IGA spirit," what kind of bebavior will astronauts adopt during the

experiments? It will be extremely important not to diwlge any experience prior the filing

ofa patent.

Conflicts of law between domestic laws will probably arise. With each Panner

exercising its jurisdiction and control over its flight clement, we will have a kind of

legislation Upatcbwork,t" and we will probably be confronted with conflicts of law. In

arder to reach a unifonn application of the IGA between the member States,

hannonization of Intellectual Property law is required. Conceming Europe, Mrs. Balsano

underlined the fact that the unification of the general problem of ÎDtellectual property

rights in outer space in Europe should, at the same tinte, take mto account the

requirements included in the lGA.2M Since it is stated in article 16 that the cross-waiver

of Iiability do not apply to article 21" the clarification of the applicable law in each

Partner is especially relevant in Europe.

207 Sec infra Section 2.1

201 See infra, Chapter 2, Section 2.

209 ~As a first step, the States concerned will have ta pmeeed with the identification ofpossIble obstacles to
he sunnounted ifharmonization is to he achieved an~ as a second 5tep, they must assess the results of the
harmonization proc::ess aIready underway in Europe in the field of!PRs in arder to detamiDe whethcr such
a process can influence or respond to the need for the protection of IPRs designed or used onboard the
Space Station". "Intellectual Property Rights and Space Adivities, in. ESA. BuOetin (No. 79, 1993·94), at 40.
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An other issue concems inventions that can only bas space applications, what will

happ~ as sale is not permitted in outer space? Moreover, if the invention can only be

used in outer space, what can he done in the case of infringement?

Moreover, in order ta implement §3 of article 21 on secrecy, which states are

considered by the US ta ·'provide for the protection of secrecy of patent applications

containing classified information or otherwise protected for national security purposes."

Under which criteria will these States be selected? The choice might be very subjective.

Moreover, since the cross waiver ofliability do not apply to article 19, it is important to

clariCy the law applicable to each Partner and a1so in Europe.

Finally there is no regulation on the sharing of rights. This hypothesis could

happen if nationals of severa! countries malee an invention. For exampIe, an American

and a Japanese making an important discovery in the Russian module. A national

involved in a joint program will meet the same problem. As it is impossible to elaborate

unifonn system of sharing of rights, solutions will have to be detennined on a case by

case basis. Even though, an a priori agreement will have to be created, common basic

rules could be elaborated as a tirst step.

As a result, Many questions still need to retain the attention of the Partners since

the legal aspects of intellectual property are not completely resolved. This work

constitutes however a great challenge and will probably contribute to ameliorate every

nationallaw systems in Europe.
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3. IGA and Data Protection, Artiele 19:

Considering the design and the goal of the international space station, the difficulties

which might arise because of the protection ofconfidentiality may he illustrated by M. R.

F. Kempf's comment: "The closeness or commonality of the stnlcturing of space station

elements or modules, the complex logistics needed to support activities in outer space,

and the diversity of interests of the involved participants, are going ta malee the

confidentiality requirements needed for trade secret protection much more difficuit and

sensitive from an administrative and management viewpoint.,,210

3.1 General Mecbanism:

Like article 21, article 19 is formulated in general tenns. Consequently, the

provisions dealing with its practical implementation are of great importance; "Except as

otherwise provided in this paragrap~ each Partner, acting through its Cooperating

Agency shaH transfer aIl technical data and goods considered to he necessary (by both

parties to any transfer) to fulfill the responsibilities of that Partner's Cooperating Agency

under the relevant MOUs and implementing arrangements. Eaeh Party undertakes to

handle expeditiously any request for technical data or goods presented by the Cooperating

Ageney ofanother Partner for the purposes ofSpaee Station cooperation." This obligation

is limited in its scope.

Firstly, the transfer of data and goods are the one "neeessary to fulfill the

responsibilities of that Panner's Cooperating Ageney" and seeondly this transfer is

limited ta data and goods considered to be necessary to fultill these responsibilities.

Under this principle~ Agencies do not have any obligation to transfer the data and goods

210 Speech at the International Colloquium on Commercial Use ofSpace StatiODS, Hanover, Gennany. June
12-13. 1986.
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oftheir contractoIS.211 The transfer ofdata and goods by persans or entities other than the

Partners or the Cooperating Agencies shall he supported by the Partners, but will be

covered by nationallaws and regulations.212

The third paragraph of article 19 establishes a distinction: Sorne data and goods shaH

he transferred with restrictions,213 and the others, without restrictions.214 The Fumishing

Cooperating Agency shaH mark with a notice the technical data and goods that are ta he

protected for export control purposes,21S for proprietary rights216 and classified data and

goOds.217 In these three hypotheses, the cooperating agency shaH inelude through the

notice or identification, the specifie conditions regarding how these specifie categories

may he used by the receiving eooperating agency, its contractoIS or subcontractors.218

"Guidelines for security of information" will aIso have to be established by the Partners

through their Cooperating Ageney.219 Consequently, this protection will have to he

implemented in the national law of the Partner State and it will he up to that State ta

ensure that the notice conforms with the IGA. This provision is reinforced in the

provision on "Communications" in the Space Station.no It will be neeessary to ensure

21 t A. Faranr1 "The international space station project and the protection of intelleetual property tighlS," see
supra. note 27, at 159.

212 See IGA Anicle 19§2.

213 In tbat case, the ttansfer is restricted by nationallaws and reguJations.

21-' ''The ttansfer oftechnical data for the purposes of discharging the Parmers' responsibility with regard ta
interface, integration and safety shall normally be made without the restrictions set forth in this pangraph."

:m See IGA Article 19 §3 (a).

216 See IGA Article 19 §3 (b).

217 See IGA Article 19 §3 (c).

III Sec IGA Article 19 §3, ~ b, c.
219 Sec IGA Article 19§8

70



•

•

that every nationallaw assures a safe protection through its own Communication Law. If

this is not the case, specific provisions will be implemented to guarantee the respect of

article 13 ofthe IGA. Here again, we might meet different level ofprotection.

Although the IGA was elaborated to have a common framework, an important part of

the regulation will take place at a national level.

3.2 Practical Consequences:

Regarding these provisions, we ean malee the same remark as we did for article 21:

Although the IGA is a specific agreement that will govem the Space Station, in Many

cases, it is up to the Partner State ta provide specifie Domestic Law that will be consistent

with the IGA. In article 19, the enforcement and remedies that have to be implemented

will take place at a nationallevel, assuring flexibility but a1so requiring the same degree

ofprotection as in the Domestic Law of the Partners. Article 19 is very general and as the

data and goods that will be transferred May be of high potential on a scientific and

commercial point ofview, it is necessary to maximize information security. Article 8.4 of

the Memorandum of Understanding between ESA and NASA provides that ~'in arder to

proteet the intellectual property ofSpace Station users, procedures covering all personnel,

including Space Station crew, who have access to data are developed by the Mulitlateral

Coordination Board."ni Article 12.1.k. of the same MOU states that "Each Partner will

respect the proprietary rights in'J and confidentiality ot: appropriately marked data and

goods ta he transported on its launch and retum transportation system." The Multilateral

:00 [GA Article 13, Communications; "Each Panner shall respect the proprietary tights in,. and the
confidentiality of, the utilization data passing tbrough its communication systems, including its ground
network and the communication systems of its contraetors. when providing communication services to
another Parmer."

221 This Board is composed of representatives of the Space Agencies and is cbaired by a NASA
representative.
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Coordination Board task is to "ensure coordination ofthe activities ofthe partners related

to the operation and utilization ofthe Space Station...222 The MOU provides that decisions

ofthe MCB "should be made by consensus.uID

When dealing with sensitive topics such as data confidentiality, we can imagine that

consensus is bard to reach. What type of provisions will have to be introduced to assure

the security of the data transfer? Ifwe suppose that an experience bas taken place aboard

the space station by a Japanese team in the US module. Once the Japanese are back on

earth, what can be done to assure the protection oftheirdata?

Finally, Partners will also have to take into consideration the question of conflict of

law if the protection of the confidentiality is solved at a contraetual level. The following

question would be: Could we adopt classical conflict of law rules, such as a prior

agreement on the choice of forum? The choice of one forum is not the solution adopted

by the drafters ofthe IGA. In those conditions, under which law would the conflict of law

be solved? The case by case solution could be adopted: For each contraet dealing with the

protection ofa specifie righ~ a choice ofone place of forum could be given.

Prior ta the analysis of the implementation of these provisions in the Domestic law of

the Panners, we will briefly examine the (ast two level ofregulation.

m Article 8.I.b. (Management aspects orthe Space Station Program Primarily Relate<! ta Operations and
Utilization) orthe MOU.

m Art. 8.I.b. 06Where consensus cannot he aclùeved on any specifie issue within the purview of the MCB
within the time required, the Cbairman is authorized ta take decisions.ft
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Section 2. InteUectual Property, Memorauda of UDdentuding and ImplementiDg

Arraugements:

1. Memoranda of Undentanding:

Memoranda of Understanding are at the second level of the Space Station's legal

framework. These international agreements "constitute today the principal expression of

international cooperation in the spaee field.,,224 Usually, a MOU do not generate the same

rights and obligations as an international agreement. In the course of a symposium that

took place in May 1999, M. André Farand stressed that ''the Memorandum of

understanding is considered to be a type of arrangement that registers a political and

moral commitment on the part of an international organization, a govemment, or a

constituent part of the latter, to conduet itself in a certain way. Because of their close link

with the IGA, it would appear that the Space Station MOUs will have acquired the status

on international agreement, as an exception to the general practice in this field.nID

Four MOUs have been elaborated between the main space agencies.226 For matters

of Intellectual Property, the MOU between ESA and NASA states that the IGA applies

n4 G. Laffemnderie, "the United States Proposed Patent Ùl Space Legislation. an International
Perspective," Journal ofSpace Law (vol 18. Numbers 1& 2, (990), at 8.

m A. Farand, "Legal environment for exploitation of the International Space Station {ISS)," lit ISU
Symposium. /SS: The Next Marlcetplace, 2~28 May 1999, Strasbourg, France. online
<http://www.isuneteduiSymposiumfhome.html>

lli See the Preamble of the IGA: "Recognizing that NASA and CSA. NASA and ES~ NASA and the
Govemment of Japan, and NASA and the Russian Space Agency (RSA) have prepared Memoranda of
Understanding in c:onjunction with their Governments' negotiation ofthis Agreement, and mat the MOUs
provide detailed provisions Ùl implementation of this Agreement...
See also IGA article 4.1: The Cooperating Agencies shalI implement Space Station Cooperation in
acc:ordance with the relevant provisions of this agreement, the respective Mcmoranda of Undastanding
(MOUs) between NASA and CSA. NASA and ES~ NASA and the Govemment of1~ and NASA and
RSA conceming cooperation on the civil international Space Station,. and mangements between or among
NASA and the other Cooperating Agencies implementing the MOUs (implcmenting mangements). The
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with respect to exehange of data and goods and ÎDtellectual propmy227. These bilateral

agreements eontain more developments on the respective obligations of the Partners, but

the specifie information which implies more details are enunciated in "implementing

arrangements."

2. Implementing Arrangements:

The implementing arrangements are considered to be the third level of the ISS's

legal framework. The MOUs shaH he subject to the IGA and the Implementing

Arrangements shall be consistent with and subjeet ta the MOUs.228 Because of this~

the United States will always have to be pan ofthese arrangements. There has been, until

now, only one implementing arrangement between NASA and ESA regarding the shuttIe

Iauneh of Colombus orbital facility and its offset by ESA provision of goods and

services.229 More arrangements will be established between in the future the Cooperating

Agencies.

Future provision on the allocation of risks, patent and data rights and disputes

senlemen~ will be determined in ·~e Launeh Services Agreement." Coneerning

intellectual property, the parties have agreed that all data and inventions will be kept

confidential and no dissemination to third parties shaH be permitted without a specifie

MOUs shall be subject to this Agreement, and the Implementing amngements shall he consistent with and
subject to the MOUs.

ID See article 15 ofthis MOU.

221 [GA Article 4.2 in fine.

229 The purpose of the Arrangement is ta estabIish, pursuant to Articles 6.3, 12.1 and 16.4 of the MOU, and
consistent with the provisions of the 1988 MOU, terms and conditions for an equitable buter ofthe Sbunle
launch ofthe integrated CaF, as specified in Article 2,. through provision by ESA ofgoods and services, on
the basis ofno exchange of~ within the ftamewoIk on the Intcmational Space Station Program.

74



•

•

protection.230 Furthermore, in the hypothesis of an invention performed in the course of

this arrangement, Parties have agreed to report any inventions conceived or developed by

its employees or by employees of its contractors or subcontractors. The provisions

dealing with intellectual property were an important concem for the drafters, and remain

a deciding factor for the following steps.

The elaboration of the legal framework of the International Space Station is a

progressive process and provisions on intellectual property and data protection will be

implemented in the near future containing more detailed requirements. Sïnce each

Domestic law May apply, its implementation is not an easy process.

DO Article 6.1 Intenectual Property Rights, Arrangement betwecn the NASA of the United States of
America and the ESA regarding shuttIe launch ofColumbus orbi1al fadlity and its offSet by ESA provision
ofgoods and services.
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CHAPTER 2. IMPLEMENTATION OF INTELLECTUAL PROPERTY

PROVISIONS IN DOMESTIC LAW

The IGA will enter into force as saon as the last instrument of ratification,

acceptance, or approval ofJapan, Russia and the United States bas been deposited,231 the

Depositary State being the Govemment of the US.n ! Ratification of the 1988 IGA had

already started, but with the new IGA, a new procedure has to take place. Japan and

United States have ratified the IGA on the 9th of November 1998; but Russia did not.

Once the Duma will have made a decision and the Russian ratification will be effective,

[GA will enter into force. In Canada, the procedure should he completed by the end of

January 2000, as required by the international commitments.

The analysis of the implementation of the IGA in Europe will be seen separately, as it

involves specifie consequences for a legal point ofview.

Section 1. The Individual PartDer States:

As explained in the tirst chapter3
, the Partners chose to extend their Domestic

law to the flight element provided by them because each of them retains jurisdiction and

control over il. Consequently, prior to the ratification, the participating States in the [GA

will have to make sure their legjslation is not in contradiction with the international

agreement.

231 [GA Article 25.3(a)

232 IGA Article 25.2
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1. Canada:

In Canad~ no specifie law to implement a Treaty is required. However, following

a parliamentary tradition, Canadian laws bave to he modified to pemlÎt the application of

the international provisions. As a consequence, the Canadian House of Commons bas

elaborated an Act to implement the IG~ whose tirst reading took place in the 1S th of

October 1999.234

The Canadian Space Agency is in charge ofthe design, manufacture and operation

ofa robotics system, the Mobile Servicing System. This participation in the International

Space Station is of particular importance because, wbat is commonly called the

~'Canadian Ann" will be useful during the tirst steps ofthe Station assembly, as weil as in

the course of its utilization. The main contractor is MacDonald Dettwiler and Associates

Ltd. The CSA has to ensure that this project will generate benefits for Canada. That is

why the CSA will be able to own aIl the Intellectual Property reahzed in the execution of

the contracts. "CSA was successful in obtaining a derogation to the new Govemment's

Paliers on ownership of intellectual property.236 Consequently, it is the CSA that is

Iicensing the contractors. In order to coordinate this function, an Intellectual Property

Management and Commercialization Committee has been created within the CSA.137 We

shauld keep in mind that the Partners did not always accept the principles on which the

n3 See supra. Chapter 1
!J4 The House of Commons of Canada. Bill C4: "An Act to implement the Agreement among the
Govemment ofCanada, Govemments ofMember States of the European Spac:e Agency~ the Govemment of
Iap~ the Govemment of the Russian Federatio~ and the Govemment of the United States of America
conc:emïng Cooperation on the Civil International Spac:e Station and to make related amendments ta other
Aets."
ns September 19, 1991, Polic:y on ownership of intelIec:tual property arising from Govemments c:ontrae:ts
involving research and Development (R & D). See supra. note 27.

2J6 R. Lefebvre~ 06Canadian Perspective and Point ofView, Canadian Laws"t see supra note 27.
237 Its first mandate was to prepare a CSA policy statement on the c:ommercialization ofCSA's IP./bid.
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IGA is based as such. The question of the extra-territoriality of the law was a source of

disagreement between Canada and United States, as the Canadian govemment did not

share this artificial extension of national law that was encouraged by the US govemment

in specific cases ofintemationallaw.238

2. Japan:

Japan ratified the IGA on the 9th of November, 1998. This partner will fumish the

Japanese Experimental Module (JEM), the JEM Exposed facility, the JEM Remote

Manipulator Syst~ the JEM Experiment Logistics Module and the Centrifuge

Accommodations Module·2J9 Like for most of the Partners, the Domestic law of Japan

does not apply ta outer space, except in the International Space Station. Nevertheless, in

Japan, the IGA is self-executing. For matters of intellectual property, NASDA shall be

transferred an ownership of an industrial property right from the contractor, making the

contractor disclose all technical infonnation derived under contract to NASDA. In the

utilization of the space station, following this standard ofcontract, such a disclosure does

not guarantee any confidentiality for the contractor. Here again, the question of

confidentiality of data will be very relevant. Finally, ta co-operate with a private entity,

NASDA use its national policy and joint research guidelines.24O

231 Sec A. Faran~ ·'The Iegal regime applicable to the space station cooperation: A Canadian perspective.
Annals ofAir and Space Law't 1992 Part 4 voL XVll, at 298-299.

239 The JEM will utilize the space cnvironment for many applications in varied fields such as miao-gravity
scicnce't biologic:al science't space science and astronomy't Earth science and Earth observation. See M.
Matsubara, ··Japanese Experiment Module (IEM) and its UtilizationP~" (Space Engineering Department
Student lFaculty Workshop't International Space University SQIIUDef SessionPro~ Suranaree University
ofTec:hnology, Nakhon Ratc:hasima.~August 5, 1999) [unpublished].
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3. Russia:

This Partner still did not ratify the IGA. However, we will sec that the Domestic Law

bas taken space law into accounl The Russian Law on Space Activity of 1993 contains

sorne provisions on Patent Law. As seen above,241 only a broad interpretation of this

National law would lead to consider this legislation applicable in outer space. As a

consequence, Domestic law should be created. However, if we consider the question of

property rights protection, article 16§4242 of the Russian law could he a basis on which

further agreements may he adopted. The content of further contraets between the Russian

Space Agency and its contraetors and subcontractors could include additional provisions

that would assure them the confidentiality and protection oftheir data.

4. United States:

The Drafters of the lntergovemmental Agreement decided to create an "Executive

Agreement" instead of a Treaty since this type of agreement do not need to he ratified by

the Senate.243 However, the IGA generates the same rights and obligations as any other

international agreement, and the Partners have to depose instruments ofratification.244

Although the space station is an international program, the US Partner remains the

leaderofthis project and fumishes the major tlight element orthe space infrastructure. As

a consequence, the US law is very relevant. The introduction of the US Space Bill during

z,w For eg. The royalty income are shared among the owners according to their share and all teehnical
information necessary to implement joint research are ttansferred to cach other on a royalty free base.

z•• See sup~ note 35.

242 Article 16§4: "The property tights over the information produet created as a result ofspace activity shall
belong to the organizations and citizens~ that have ereated suc:h information. produet, unless otherwise
specified by relevant agreements.n
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IGA negatiatioDS was a matter of great concem ta the other Partners. In 1990, article 35

use 105 is added ta US Patent Law.24S

This text was the source of important discussions that may he summarized as follows:

The US Space Bill was ta extend the US Patent Laws ta inventions made, used, or sold in

outer space on a space abject, or components thereof under the 'jurisdiction or control of

the United States," modifying, by a Domestic law, the concept ofjurisdiction and control,

pillar of space law. The debate that took place prior to and after the adoption of this

provision raised severallegal difficulties: The use of "jurisdiction or control'" instead of

·'and control" might enter into conflict with the IGA, international agreement ta which the

US had become Party. The expression "jurisdiction and control" mentianed under article

5 of the IGA is the result of a long process approved in the course of the elabaratian of

the IGA and whose implications are of high importance.246 Although flight elements

would be registered in a non-US country, US Patent law would be applicable ta the Space

Station on the basis of the US control. Since the control would be sufficient for the US ta

apply its law, the scope of the Domestic law would not only contravene the international

agreement, but also he have a broader application.247

These discussions led the US ta propose a new draft ta meet European concems.248

This episode stresses the difficulties that the Partners experienced in arder ta reach a

2" A. Faran~ "The Space Station Cooperation." ESA Bulletin.. No 94.. May 1998.

24S See sup~ note 16.

2016 See supra Part II.. Chapter LSection I.
241 "In a Ietter to the US State Department dated 6 March 1989, the ESA Director General addressed thcse
conccms. He noted that m assenion based on the sole technical control (implied by the use of ttuor
control"" would be inconsistent with the Ietter and spirit ofarticle 21 of the IGA.ft See G. Laffcrranderie,
the United States proposed patent in space legislation. an intemational perspective.." JoUl7Ul1 ofSpace Law
(volIS.. Numbers l '" 2, 1990).. at 5.
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consensus on article 21. The wording ofa legal text is, as shown here, extremely deücate.

We can imagine that in the adoption of more specific provisions (in the future

implementing arrangements), as the commercialization of the space station becomes a

reality, debates will become more complicated. A second problem concems the

establishment of the date of invention,249 as the US law is based on a first-to-invent

system. Precautionary measures were propose~ such as a system of reports to a US

location, either on Eanh or on a US flight element. This process, round to be useful in a

trial case, would ensure proof of the creation of the invention in the United States.250

However, since the United States seem to be in the way to modify their system to a first-

to-file principle, these considerations May loose their significance in the future.

Section 2. The Specificity of the European Partner States:

On the European side, involving eleven Signatories,251 the IGA will enter mto

force for the European Partner (the member States that will have ratified by that rime)

when the instruments of ratification of at least four European States will have been

received by the Depository. Following IGA article 25.3 (h) Ifa formai notification by the

2018 For a more detailed explanation of the debate between the US govemment and ESA, see G.
Lafferranderie~ Ibid.

249 Article 35 USC 104 states as foUows:"In proceedings in the Patent Office and in the courts, an applicant
for a paten~ or a patentee~ may not establish a date of invention by reference ta knowledge or use thereot:
or other aetivity with respect thereto~ in a foreign counttyt except as provided in sections 119 and 365 of
this tide".

2j() 1. W. Goans, C. V. Ho~ R. Brumley, "Consequences of35 USC 104 on non-US flight elemenlS of the
fsroposed space station."

1 BeigiUlll,D~ France, Germany, ltaly, Netherlands, Norway, Spain, Sweden, Switzerland, and the
UK.
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Chainnan ofthe ESA Council" bas heen given. In December 1997, it bas been decided by

the ESA Council that this notification would not be sent prior to the ratification by the

three main European Member States ratification: Germany, France and ltaly. We will see

that the implementation of the IGA is far trom satisfactory. Not only has the IGA not

been ratified by the four States as required, but there is a1so no provision in European

Domestic law that ensure the protection ofintellectual property in outer space.

1. Situations of the European Member States:

To implement the IGA and assure at the same tinte cohesion between European

Partners, hannonization of the law is a major stake for Europe. Although merging the law

is necessary, it will not solve all problems. Japan, the United States, Russia and Canada

also have their own provisions on intellectual property which May enter into conflict with

European legislation and IGA. The procedure of ratification differs from one country to

another in order to integrate an international obligation in intemallaw. The question of

the implementation of the [GA in national law was debated during workshops involving

Intellectual Property experts: Lawyers, professors, and personnel of the industry, of the

space agencies and Patent Offices.252 IGA will be directly applicable in sorne countries,

unlike others which will have to go through a legislative process. For the moment,

Norway is the only European country that bas ratified the IGA. Germany enacted

legislation in 1991 after having incorporated the text of the 1988 IGA. If a German

provision contradicts or creates a conflict with the IGA, this provision will not apply. The

German govemment amended the 1988 ratification law in order to make the 1998

ID See Review of the Answer ta the QuestioDDaire sent to the European Industty by the European Centre
for Space Law, see supra, note 113, 118-137.
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ratification possible. IlAny activity occurring in or on the ESA registered element is-for

the purpose of the protection of industrial property rights and copyrights-deemed to bave

occurred in Gennany.,,253 In this case, if there is an inftingement, prosecution will be

brought about in Germany. Nevertheless, except for the IGA, the Domestic law does not

extend to outer space.

Most of the European countries did not elaborate specifie provisions to implement

the IGA. For example, although the UK deposited its instruments of ratification, it did not

modify its national law. The UK applicable law to patent is limited to the territory. In

principle, the LtK jurisdiction does not extend to spacecraft. Nevertheless, there is no

provision that prevents an invention made in outer space ta be patented in the United

Kingdom. The IGA will improve this country patent system, but as it does not extend to

outer space, the question ofenforcement of the law remains. The territorial application of

patent law will also not help the resolution of inftingement issues. In most of the

European countries: Belgium Denmark, France, Germany, the Netherlands, Sweden and

[taly, no matter where that invention was made, the Domestic law of Patent will apply to

an invention created in Outer Space. As the exclusive rights will receive a protection ooly

within the boundaries of the country, legal uncertainty remains in the case of

infringement. Here again, the ratification will not ensure the protection of future

inventions in the space station. Nevertheless, with a broad interpretation of the temporary

presence doctrine in Sweden and Netherlands' laws, the use ofa patented invention (in the

respective States) will not constitute an inftingement. Article 21 of the IGA gives the

main principles dealing with ÏDteUectual property.

ID See response orthe German Ministry ofJustice. Ibid., at 121.
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However, Many problems have not been solved.2S4 In respect to European

Member States, the main issue is the possibility ta go ta a court in the case of

infiingement. At this stage of the European legislation, a patent can be granted for an

invention in outer space. In the absence of enforcement of this provision., the protection is

not effective. This point has less ta do with the State of jurisdiction than the fact that

space industry wants to carry out space activities safely. The legitimacy of article 21 will

depend on its availability to answer to practical situations that will arise, as the

International Spaee Station will become a reality.

The last aspect of this discussion is related to the fiction elaborated for Europe in

the Intergovemmental Agreement. As only a few countries bave ratified the IGA in

Europe, the opportunity should be taken ta encourage a unifonn way of ratifying. The

solution adopted by Gennany is interesting, because it offers the possibility to go ta a

Gennan Court ifnecessary, assuring an effective legal protection.

2. Tbe "European Parmer," aD lonovative Notion in International Law:

The European Member States are composed of eleven entities which, in the

International Space Station Agreement., are represented only by one Partner. Sorne are

ESA members but not EU members.255

2.1 IGA and the EuropeaD Partner Legal Fiction:

The concept of European Panner bas a deep impact when related to specifie

provisions of the Intergovemmental Agreement. This notion appears at different places in

the IGA., among others: The European Partner bas delegated to ES~ acting in its name

2Sl See supra Practical consequences enhanc:ed by article 21.
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and on its behalt: the responsibility to register as space abjects the tlight elements,256 this

Partner shaH entrust ES~ acting in its name and on its behalt: with ownership over the

elements it provides,257 through ES~ he shaH be responsible for management of its own

program,258 the Partners, as well as ESA, shall remain Hable in accordance with the

liability Convention.259 As seen above the European Member States are considered as one

single State for the application of article 21. The notion of European Partner is a1so

stressed in Art. 19§7 where "any transfer of technical data and goods by a Cooperating

Agency to ESA shall be deemed to be destined to ESA, to ail the European Partner States,

and to ESA's designated Space Station contractors and subcontractors.99 The goal here is

to aIso consider European Member States as a single entity. Every time rights and

obligations are provided to a Partner in the Agreement, it is deemed to be accorded to the

European Partner, taken as a whole, and represented by ESA.

2.2 JustificatioD of the Fiction:

This fiction could be interpreted as a way to increase two levels of cooperation,

European and International. Europe is becoming more and more involved in space

projects, where ESA is the representative of the European Member States. The weight of

countries is heavier when they are involved together in negotiations and furthennore, it is

desirable to have severa! partners in the space program, as the cost is often important.

Article II ESA Convention defines the purpose of ESA as to "provide and promote, for

exclusively peaceful purposes, cooperation among European States in space research and

lSS Swîtzerland and Norway.

256 IGA Article Sy Registration; Jurisdiction and Control.

ID IGA Article 6y Ownership ofElemcnts and Equipment

251 IGA Article 7, Management
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technology and space applications, with a view to their being used for scientific purposes

and for operational space applications systems.26O Although consensus is very hard to

reach between European Member States, every time a decision has to be tak~ the fact

that Europe is represented by one Partner will oblige them to bave a common policy.

The IGA will aim al increasing the international cooperation between space

agencies. "This is done not only to permit the sharing of the significant costs involved in

large programs, but aIso to take advantage of existing know-how and facilities, including

launching capabilities, that could be provided by one Partner.,,261

2.3 Consequence of the Qualification:

At European law level, with the legal fiction elaborated in article 21, participating

States will have the choice of the law that will apply in the case of an invention in the

space station. As a consequence of the applicability of different Intellectual Property law

by each European Member State, although Europe is considered as a unique Partner,

Europeanjudges might be confronted with conflicts oflaw. To avoid such a problem and

limit the difficulties enhanced by this multi-territorial approach, common solutions should

he adopted at a nationallevel.262 The harmonization ofEuropean Intellectual Property law

shall ensure the same level of protection among the European Member States. Although

much work remains ta he done, to provide detailed provisions for IGAts application

~9 IGA Article 17, Liability Convention

260 Reference ESA Convetion, online: EU Treaty, online at <http://www.europa.intleur

lexlenltreatieslindex.hnnl>

161 A. Farand, Legal Aspects of the International Space Station and Other Facilities for Miaogravity
Researc~ see supra note 110, at 58.
26l See Supra PartI, Chapter m.
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(implementing arrangements, Code ofConduct. contraets), this is a challenge for Europe

that could be usefu1 for future international projects.

This fiction is aIso of specifie interest from an international point of view. Like

individuahi in Domestic law, States are normaI subjects of international law. The MOst

important part of space law includes the "attribution, regulation of the competence of

States in their mutual relations.263

When aState takes part in space activities, it does 50 as a sovereign State. "Space

activity is the object of legal relations which emerge between the subjects of international

law on the basis of the norms of space law, i.e. space activity causes states ta enter into

legal relations.264 Usually, these legal relations emerge between States as a single entity.

It is more in the private practice area that projects involve companies whose nationality is

different, as in the case ofjoint venture.

In the Intergovernmental Agreement, Partners look like a multinational public

company, except that it is led by public entities, rather than by companies. A

multinational venture is becoming a reality with the commercialization of this

International Space Station.

As a consequence, even if each State remains sovereign, under the leadership of

the European Space Agency, a common spirit will animate the European Member States.

263 B. Cheng, sec supra. note 14, at 72.

264 E. KonstantiDov, "Space Law as a Blanch of Intemational Law," in Proceedings ofthe Colloquium on

the law ofouter space. nsL, Ametican Institute ofAerouautics and AstronautiC$y 1992, at 383.
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CONCLUSION

Space continues ta offer short-term and long-term investors tremendous

opportunities. Firstly through increases in satellite traffic from the Internet, new data and

video applications, secondly through continued growth forecast for remote-sensing, GPS

applications and the manufacturing of ground equipment, and finally a combination of

stable revenues from the manufacturing and launch of satellites and from govemment

R&D contracts.265

As a consequence, the role of Intellectual Property in outer space shall not he

neglected. It has been, and is still sometimes considered that Intellectual Property

questions should he treated as any other Intellectual Property matter since a patent can

receive protection on Earth. However, outer space bas a special statute under international

law which has to be respected, whatever the level of involvement of the private sector

will become.

Harmonization of the law of Intellectual Property should be a major topic whose

elaboration should start as quickly as possible. As a first step, this evolution could take

place at a regional level, in order to concentrate the rules of law that are applicable: in

Europe (the European Community Patent could be a good start), in the East-European

countries, in Asia, North America and South America. The second step would be the

26S See supra, note 20. at 6.
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creation of a worid patent system, where the space patent would be a part of il. This

evolutionary law-making process will bave to be made in the respect of the space law

principles established in the five space treaties, and especially the Outer Space treaty.

This obligation is expressly mentioned in the preamble of the Intergovemmental

Agreement. Although the IGA codifies principles on Intellectual Property and Excbange

ofdata and Goods, we bave seen that implementation rulcs are required.

In the course of a colloquium held in May 1999, N. Jasentuliyana,266 did a

presentation on the role of the United Nations in strengthening international space law.

"Matters such as international commercialization launcbing services and the liability

aspects thereof as well as intellectual property rights, insurance, the growing interest in

space tourism and the mining of asteroids are only a few ofthe new legal issues requiring

examination.',267 Such a progress, through the United Nations and the World Intellectual

Property OrganizatioD, would contribute without any doubt, ta simplify the rules of law,

limit the conflicts oflaw, as well as enhance the international cooperation.

Z66 Deputy ta the Dïrector·Gencra1. United Nations Office at Vienna; and Directary Office for Outer Spac:e
Affairs

267 N. Iasen~ "Strengthening International Space Lawy the RaIe of the United NatioDS, see supra,
note 8.
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